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PREFACE. 



It may be said that the paragraphs of a digest are like the 
claims of a patent. As the latter express what an invention 
has added to the prior art, so the former express what each 
case has added to the body of the law. In accordance with 
this conception, the successive decisions comprised in this 
book have been studied in the light of those which preceded 
them, and the paragraphs have been formulated as points of 
law rather than as abridged statements of fact. 

The scheme of classification is largely based on the Rules 
of Practice, and is therefore at once natural and familiar. All 
related points have been grouped together, the result being a 
compact structure with few repetitions. The table of con- 
tents is intended to be full enough to serve as an indication 
of the general scope of the various divisions and sub-divisions 
as well as to facilitate reference thereto. In the index, the 
subject-matter of each paragraph has been repeated under all 
the heads that were thought fairly likely to be searched. The 
numerical table of Rules will aid in finding the cases that bear 
on any particular Rule. 

Priority has been treated very fully, with especial reference 
to evidence of diligence and evidence of reduction to practice. 
Undoubtedly this subject will resume its normal importance 
with the development of Office practice under the doctrine of 
Hammond v. Hart. 

The period included in the digest is from January of 1890 
to July of 1900. All of this period excepting the quarter of 
April-June, 1900, is comprised in the body of the text, 
that quarter being contained in an appendix, and the whole 
being covered by a single index. 

LEPINE HALL RICE. 
Boston, Mass., July 12, 1900. 



PUBLISHER'S NOTE. 

The text of this Yolimie includes the Cases from January 
1st to April 1st, 1900, and the Appendix those from April Ist 
to July 1st, 1900. The Index covering the whole Volume. 
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DIGEST. 



ABANDONED APPLICATIONS. 

Effect on subsequent application. An abandoned applica- 
tion is no bar to a new application by the same applicant. — Ex 
parte Beggs, C. D., 1890, 32 ; 50 O. G., 1130 : Mitchell, Commr. 

Mistakenly cited as reference. An applicant whose appli- 
cation has been mistakenly rejected on an abandoned application 
is not entitled to inspect or have a copy of the latter. — Ex parte 
Wyckoff, C. D., 1892, 109 ; 59 O. G., 1104 : Simonds, Commr. 

See Rule 179 of the Mules of Practice, 16th ed., as to the 
method of obtaining copies of abandoned applications. 

See Applications^ secrecy, 

ABANDONMENT OF APPLICATION. 

ABANDONMENT. 
REVIVAL. 

Abandonment. 

Office action, Failure to complete, 

Prosecution, Reissue application, 

Express abandonment. 
See Rule TtTof the Rules of Practice^ 16th ed. 

OFFICE ACTION. 

Furnishing copy. Furnishing a copy of an Office letter at 
the applicant's request is not an Office action. — Ex parte Edison, 
C. D., 1891, 183 ; 66 O. G., 1061 : Frothinqham, Asst. Commr, 



2 ABANDONMENT OF APPLICATION. 

Improper action. Abandonment cannot be averted on the 
ground that the proper action was not taken by the Office and 
that therefore the case is still awaiting Office action. The 
proper remedy is to appeal from such improper action. — Ex 
parte Price, C. D., 1891, 201; 57 O. G., 1000: SiMONDS, 
Commr. Ex parte Hien, C. D., 1893, 7; 62 O. G., 316: Si- 
MONDS, Commr. 

Ambiguous action. If repeated actions by the Office are 
so worded as not to inform the applicant that a requirement 
with which he has not complied is simply reiterated, but instead 
to convey the inference that the case is still open for such com- 
pliance, abandonment will not result from failure to comply 
within the statutory period from the original action. — Ex parte 
Hunter, C. D., 1891, 198; 57 O. G., 999: SraoNDS, Commr. 

Suspension on motion of Office. A suspension of action' 
on the motion of the Office, even though made as a continuance 
of a suspension previously granted on request of the applicant, 
and even though unwarranted (but without collusion appear- 
ing), does not raise a case under Rule 77 with respect to the 
running of the statutory period from a prior Office action, but 
is itself an Office action under Rule 171, from which the said 
period begins to run. — Ex parte McCaskey, C. D. 1898, 231 ; 85 
O. G., 935 : Duell, Commr. 

PROSECUTION. 

Insufficient disclosure. When the Office has objected in 
several particulars to an application as insufficiently disclosing 
the invention, it is not a prosecution to supply one defect while 
ignoring the rest. — Ex parte ffume, C. D., 1891, 168 ; 57 O. 
G., 123 : SiMONDS, Commr. 

Request for explanation. After a case has passed through 
numerous actions and been finally rejected on the references and 
for the reasons before stated, a mei'e inquiry as to what refer- 
ences are relied upon, made just prior to the expiration of the 
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statutory period, is not prosecution. — Ex parte Hunter^ C. D., 
1894, 34; 66 O. G., 1449: Seoiour, Ccmmr. 

Acceptance as sufficient. A prosecution made within the 
statutory period and tacitly accepted by the Office as sufficient 
by further action on the case, cannot afterward be declared m- 
sufficient.— JSSr jt?ar«« Bur8(m, C. D., 1897, 196 ; 81 O. G., 2246 : 
GREEiiEY, Actg. Commr. 

Intervention by executor. On the death of an applicant 
his application does not become abandoned by the failure of the 
executor to intervene, but remains alive for the statutory period 
from the last Office action. — Decker v. Loosley^ C. D., 1896, 
106; 77 O. G., 2140: Fisher, Actg, Commr. Handly v. Brad- 
ley, C. D., 1899 ; 89 O. G., 522 : Duell, C(mmr. 

Qood faith. A proper action apparently made in good faith , 
with the purpose of bringing the prosecution of the case to a 
conclusion, even though it is not completely responsive to every 
requirement made, will save the case from abandonment. In 
the present instance, the Office action had consisted of a rejec- 
tion on references, coupled with a requirement of division, and 
the applicant's response was the filing of an affidavit under 
Rule 75 to antedate the references. — Ex parte Wright and Steb- 
bins, C. D., 1899 ; 88 O. G., 1161 : Greeley, Asst Commr. 

Amendment after final rejection. An amendment in sub- 
stance made after final rejection but without any showing as to 
why it was not earlier presented, is not a proper prosecution. — 
Ex parte Stebbins, C. D., 1899; 88 O. G., 1335: Greeley, 
AssL Commr. 

Specific case. When it appeared that at no time in the 
progress of the application had it been placed by the Examiner 
in condition for appeal, and that the main contention had been 
upon matters of form, which would not now be given precedence 
over the merits, held not to be clear that the case had become 
abandoned.—^ parte Blessing, C. D., 1895, 9 ; 71 O. G., 1027 : 
Sbtmouk, Commr. 



4 ABANDONMENT OP APPLICATION. 

FAILURE TO COHPLETE. 

First fee. Whan an application has been deposited with- 
out the first fee being paid, that fee must be paid within the 
statutory period from such deposit, and in default of such pay- 
ment, the application will be regarded as abandoned, unless the 
fact be shown to the satisfaction of the Commissioner that such 
delay was unavoidable. — Ex parte Fenno^ C. D., 1890, 138 ; 62 
O. G., 1665 : Mitchell, Commr, 

REISSUE APPLICATION. 

The statute covering abandonment of applications extends 
to reissue applications ; overruling ex parte Galusha (C. D., 
1873, 5by— Ex parte Mesmiger, C. D., 1897, 1 ; 78 O. G., 1903 : 
Seymour, Commr. 

EXPRESS ABANDONMENT. 

Consent of assignee. An express abandonment of an ap- 
plication, made by the applicant and accompanied with affidavits 
that he is not the true inventor, will not be accepted when the 
assignee of the entire application objects to the act of abandon- 
ment and makes a showing of error in the applicant's affidavits. 
—Ex parte Weidemann, C. D., 1897, 194; 81 O. G., 2245: 
Greeley, Actg, Commr. 

Retraction. An express abandonment of an application may 
be retracted before it has been acted upon adversely to the z,^- 
^lic^nt.— Carpenter v. Mallory, C. D., 1898, 223 ; 85 O. G., 
291 : Greeley, Actg. Commr. 

Revival. 

Excuses. 

Period requiring exouse. 

Intent to delay. 

See Rule 172 of the Rules of Practice; 16th ed. 

EXCUSES. 
Inadvertence of attorneys. Inadvertence on the part of at- 



ABANDONMENT OF APPLICATION. 5 

« 

tomeys and their clerks is chargeable to the applicant, and when 
such inadvertence might have been prevented with a moderate 
degree of diligence and care, it is not a valid excuse. — Ex parte 
Ecieyjnaeckus, C. D., 1892, 194 ; 60 O. G., 1749 : Simonds, Commr. 

Loss of files by attorney. That a fire broke out near the 
attorney's office and his files were hastily bundled up and stored 
in a fireproof vault ; that after the fire was over, the files were 
returned, but by accident the file of the case in question and 
two or three others were overlooked ; that the attorney failed to 
recollect the application until the inventor called upon him and 
inquired about it ; and that the file was then found in the vault 
after a long search, the case meanwhile having become aban- 
doned : — held^ not a sufficient excuse. — Ex parte ffeine, C. D., 
1893, 106 ; 64 O. G., 1006 : Fisher, Asst. Commr. 

Failure of attorney to notify applicant. The remissness of 
an attorney in informing the applicant of his rights and in pros- 
ecuting the case is not an excuse. — Ex parte Murray^ C. D., 
1891, 130 ; 56 O. G., 1060 : Frothingham, AbbL Commr. 

Conflict between attorneys. A misunderstanding on the 
part of different attorneys of assignees of an application as to 
their respective duties, is not an excuse. — Ex parte Macphaily 
C. D.,1891, 134; 56 O. G., 1062 : Frothingham, Asst Commr. 

Injunction ag^alnst prosecution. That the failure to prose- 
cute an application was due to the fact that the applicant was 
under injunction of a court not to prosecute, pending court 
proceedings, will probably be a good excuse to warrant revival 
of the application. — In re MacpliaiU C. D., 1899; 89 O. G., 521: 
DuELL, Commr. 



PERIOD REQUIRINQ EXCUSE. 

Extent of period. The excuses offered must cover the whole 
period from the last Office action to the attempt to revive. — 
Ex parte Fenno, C. D., 1890, 138; 52 O. G., 1665 : Mitchell, 
Commr. Ex parte M%irray,C.T>.,19>9\, 130; 56 O. G., 1060: 
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Frothingham, AssL Commr. Ex parte Clarke, C. D., 1892, 
208 ; 61 O. G., 286 : Simonds, Commr, Ex parte Heine, C. D., 

1893, 106; 64 O. G., 1006: Fisher, AbsL Commr. 

Deg^ree of effort. The same degree of effort to prosecute a 
case during the first part of the statutory period following the 
last Office action, is not required as during the last part thereof. 
—Sihhald V. Cassidy and Smith, C. D., 1892, 214 ; 61 O. G., 563 : 
Simonds, Commr. 

INTENT TO DELAY. 

When a case lias apparently been intentionally delayed, 
excuses will be closely scrutinized. — Ex parte Hunter, C. D., 

1894, 34 ; 66 O. G., 1449 : Seymour, Cmyxmr. 



ABANDONMENT OF INVENTION 

DESCRIBING WITHOUT CLAIMING. 

DELAY IN PATENTING. 

PRESUMPTION. 

ABANDONMENT OF APPLICATION. 

MISCELLANEOUS. 



Describing without claiming. 

GENERAL RULE. 

When one of several distinct inventions described and shown 
in an application is not claimed therein, the issue of a patent on 
such application presumptively dedicates the unclaimed invention 
to the yyxhliG.— Ex parte Mullen andiMlen, C. D., 1890, 9 ; 50 O. 
G., 837 : Dictum by Mitchell, Commr. 

CONCURRENT APPLICATIONS. 
General rule. The presumptive dedication of an invention 
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described and claimable, but unclaimed, in a patent, is rebutted 
by the pendency, at the time of issue of the patent, of an appli- 
cation claiming the invention. — Ex parte Mullen and Mullen^ C. 
D., 1890, 9 ; 50 O. G., 837 : dictum by Mitchell, C(mmr, 

Abandonment of such application. When two applications 
have been concurrently pending, the one claiming a certain in- 
vention, while the other describes the said invention and refers 
to its inclusion in the former application as a reason for not 
claiming it, and the former application becomes abandoned while 
the latter results in a patent, such patent is not a bar to a subse- 
quent new application for the said invention.— JEr parte Beggs^ 
C. D., 1890, 32 ; 50 O. G., 1130 : dictum hy Mitchell, Commr, 

Period of concurrence. An application filed the day before 
the issue of the patent, is a concurrent application. — Rennyson 
V. Merritt, C. D., 1892, 54; 58 O. G., 1415: Simonds, Commr. 

ConcIu5iveness of rebuttal. The rebuttal of presumptive 
abandonment which results from- the pendency of a concurrent 
application, is conclusive. — Rennyson v, Merritt^ C. D., 1892, 54 ; 
58 O. G., 1415: Simonds, Commr, 

INDEPENDENT INVENTIONS. 

No presumptive dedication arises from the description in a 
patent, without corresponding claims, of an invention that, by 
reason of being not only distinct but independent of the rest of 
the patent, would have had to be divided out if it had been 
claimed. — Ex parte Mullen and Mullen, C. D., 1890, 9 ; 50 O. G., 
837 : Mitchell, Commr. 

Delay in patenting. 

A lapse of a year and a third between a reduction to practice 
accompanied with disclosure to others without obligation of se- 
crecy, and an application for a patent, is not serious on the ques- 
tion of abandonment. — Bury v. Tliompson^ C. D., 1892, 42 ; 58 
O. G., 1265 : Simonds, Commr. 



8 ABANDONMENT OF INVENTION. 

Resumption of old method. It does not constitute a case of 
abandonment to make a successful test of an invention, and then, 
without discarding or throwing away the machine or article, to 
resume the old method because of its cheapness and familiarity, 
and to take no further steps until the making of application for 
a patent seven years later. — Thomson v. Priest v, Wetmore^ C* 
D., 1895, 27; 71 O. G., 1769 : Seymour, Commr. 

Presumption. " 

That an invention was not abandoned, is not a fact to be 
shown by the inventor, the presumption being in his favor on 
that ipoint— Clark v. Broad, C. D., 1891, 217 ; 57 O. G., 1426 : 
Frothingham, Asst. Commr. 

Deg^ree of proof. Abandonment requires to be proved be- 
yond a reasonable doubt. — Buri/ v. Thompson, C. D., 1892, 42 ; 
58 O. G., 1255 : Simonds, Commr, 

Abandonment of application. 

An abandonment of an application, occurring through the act 
of the attorney therein and without the knowledge or consent of 
the applicant, although such abandonment continued for five years 
before the applicant learned of it and filed a new case, does not 
constitute abandonment of the invention. — Thomson v. Priest v^ 
Wetmore, C. D., 1895, 27 ; 71 O. G., 1769 : Seymour, Commr, 

Subsequent application. An abandonment of an applica- 
tion, followed by the filing of another application wherein the 
same invention is described but not claimed, is a prima facie 
abandonment of the invention. — Ex parte Bryant, C. D., 1896, 
66 ; 76 O. G., 451 : Seymour, Commr. 

Miscellaneous. 

other patents. When an inventor believed that other pat- 
ents that he held covered his idea, an intent to abandon is neg- 
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atived.— J9iir^ v. Thompsm, C. D., 1892, 42 ; 58 O. G., 1255 : 
SiMONDS, Commr. 

Statement of abandonment. The mere fact that an inven> 
tor states that he had the idea in question and gave it up as 
involving certain difficulties, at the same time suggesting the 
desirability of further tests, such statement not being made nor 
communicated to any rival inventor, but being made to a person 
in business relations, is not necessarily an abandonment of the 
invention. Scribnerv. Kellogg^ C. D., 1895, 51 ; 72 O. G., 1495 : 
Seymour, Commr. 

Former claim canceled. The fact that an invention was 
claimed in an application, and that such claim was canceled be- 
fore issue of the patent, and that some time has elapsed since such 
issue, constitutes an abandonment of the invention. — Ex parte 
FlomerfelU C. D., 1896, 59; 76 O. G., 2007: Seymour, 
Commr. 



AHENDMENTS. 

GENERAL LATITUDE IN PROSECUTION. 

NEW REFERENCES OR REASONS FOR REJECTION. 

INTERFERENCE DESIRED. 

AMENDMENT AFTER FINAL REJECTION. 

MISCELLANEOUS. 

NEW MATTER. 

AFFIDAVIT TO ANTEDATE A REFERENCE. 

AFFIDAVIT SUPPORTING OR TRAVERSING A REFERENCE. 

AMENDMENT AFTER ALLOWANCE. 

See Rule 68 of the Rules of Practice^ 16th ed,^ as relating to the 
first Jive headings above. ^ 

General latitude in prosecution. 

General rule. Where the applicant is in good faith attempt- 
ing to relieve his case from the references cited, and to bring it 



10 AMENDMENTS. 

to a condition in which he may claim a patent for what is left 
after the features of the references have been eliminated, he 
should be allowed to make amendments and to proceed until he 
gets the case into the condition he desires; citing ex 'parte 
Behner (34 MS., Dec, ZQQ).—Ex paHe Griswold, C. D., 1890, 
13; 50 O. G., 838: Mitchell, Commr. 

Formal amendments. If the invention is simple and the 
references are easily understood, and their pertinence has been 
fully explained by the examiner, further consideration after 
amendment in mere form should not be given, but the case 
should be finally rejected. — Ux parte Ryder^ C. D., 1898, 245; 
85 O. G., 1078 : Greeley, Actg. Commr, 

New references or reasons for rejection. 

Failure to give reasons. The fact that amendment may be 
made as often as the Examiner presents new references or rea- 
sons for rejection, does not conversely preclude amendment 
when the Examiner does not present them. Thus, when a claim 
is amended, in substance, in good faith, to avoid references, it is 
incumbent upon the Examiner to state his reasons for believing, 
• if he does believe, that the claim is still met ; and such addi- 
tional reasons lay an adequate basis for further amendment. It 
certainly cannot be held that the failure of the Examiner to give 
reasons in a case where the Rules (e. g.. Rule 65,) require that 
reasons shall be given, deprives the applicant of any of his 
rights.— JGr parte ariswold, C. D., 1890, 13 ; 50 O. G., 838 : 
Mitchell, Commr, 

Lack of invention. Absence of invention is a new reason 
for rejection whenever first alleged. — Ux parte Valiquet^ C. D., 
1899 ; 89 O. G., 354 : Duell, Commr, 

Reference agalnts different claim. To cite a reference, 
already cited against one claim, against another, makes it a new 
reference with respect to the latter claim. — Ex parte Valiquet, C. 
D., 1899 ; 89 O. G., 354 : Duell, Commr. 
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Interference desired. 

Inharmonious claims. The Patent OfiBce should be upon 
its guard against amendments made late in the progress of a 
cajse and apparently inspired by the purpose of dominating sub- 
sequent inventions not embraced within the scope of the appli- 
cation as origuially filed. Especially is this true of cases where 
a claim is appropriated which is inharmonious with tlie specifi- 
cation of the case into which it is introduced. — Rogers v. Win^- 
mger, C. D., 1891, 111 ; 56 O. G., 804: Mitchell, Oommr. 

Different invention. While it is pennissible to amend an 
application after the issue of a patent so as to provoke an inter- 
ference, such amendment should not be permitted where the 
invention itself is sought to be changed from that originally dia- 
closed.— Grinnell v. BuelU C. D., 1899; 89 O. G., 1863: 
DuELL, Commr. 

Amendment after final rejection. 

Amendment in form. 
Amendment in substance. 

ft 

Language of kejection. 

AHENDHENT IN FORM. 

Choice of form. When an amendment offered after final re- 
jection is one of form, the applicant is the judge of what is the 
best form.— JEc parte Collis, C. D., 1890, 27 ; 50 O. G., 992 : 
Mitch eli^ Conimr. 

Showing. When an amendment offered after final rejection 
is one of form, no showing of reasons why it was not earlier 
presented is required. — Ex parte Collis^ C. D., 1890, 27 ; 50 O. 
G., 992 : Mitchell, Commr, 

Restoration of rejected claims. When claims have l)een 
canceled after final rejection, and appeal has been taken on 
other parts of the case, such claims cannot be restored in form 
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or substance without a special showing, as being an amendment 
to put the " rejected claims " in better form for appeal. — Ex 
parte Houston, C. D., 1892, 193 ; 60 O. G., 1609 : Fkothingham, 
Actg, Commr. 

m 

AMENDMENT IN SUBSTANCE. 

What constitutes -Limiting: i^cope. An amendment made 

pending appeal, ostensibly to put the appealed claim in better 
form, but really restricting the scope of the latter, will not be 
passed upon by the appellate tribunal before it has been consid- 
ered by the Primaiy Examiner, and the application will be re- 
manded to him for such purpose. — Ex parte Hooper and Clark, 
C. D., 1891, 123; 56 O. G., 929 : Frothingham, Act^. Commr. 

More claims. The substitution of a greater number of 

claims for a less number must be more than an amendment in 
iorm.— Ex parte Houston, C. D., 1892, 193; 60 O. G., 1609: 
Frothingham, Actg. Commr. 

Showing interference desired. An amendment other- 
wise open to objection for unexcused delay in presenting it, 
will not be admitted on the plea that meantime a patent for the 
same invention has issued to another inventor and an interfer- 
ence is desired. — Ex parte AuAihu, C. D., 1892, 120; 59 O. G., 
1761 : SiMOXDS, Commr, 



Period. The showing required by Rule 68 should ex- 
plain why the proposed amendment was not presented prior to 
final rejection.— ^i; paHe Stern, C. D., 1 896, 35 ; 76 O. G., 1417: 
Fisher, Actg. Commr, 

Misunderstanding:. Where it appears that an applicant 

did not understand that his claims were under final rejection, 
the fact that on being so informed he immediately filed the 
amendment in question may properly be taken into considera* 
^oii.— Ex parte May7iard,G.T>., 1898, 166; 84 O. G., 1433: 
Greeley, Asst, Commr. 

Before Examiner. The applicant is not entitled to petition 
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to the CommissioneF from a refusal on the part of the Exam- 
iner to admit an amendment in substance after final rejection, 
until he has first made a showing under Rule 68 before the Ex- 
aminer himself. — Ex parte Maynard^ C. D., 1898, 166 ; 84 O. 
G., 1433 : Greeley, Asst, Commr, 

Attorney. After an applicant has himself prosecuted his 
application to final rejection and has then placed it in the hands 
of an attorney, the Examiner will be warranted in reopening the 
case for the admission and consideration of a substitute specifi- 
cation apparently presented in good faith and for the purpose of 
securing for the inventor that to which the attorney believes 
him entitled.— ^j- parte fforstick, C. D., 1898, 129; 84 O. G., 
981 : Greeley, Asst. Commr. 

New reference. The citation of a new reference, after final 
rejection, is in effect a reopening of the case. Hx parte Sbrstick, 
C. D., 1898, 129 ; 84 O. G., 981 : Greeley, Asst. Commr. 

LANQUAQE OF REJECTION. 

•• Present claims." The statement in an Office letter that 
" the present claims are finally rejected," does not leave the case 
open for amendment by the substitution of other claims. — Ex 
parte Pelovhtt, C. D., 1891, 121; 56 O. G., 928 : Frothing- 
HAM, AsHt. Commr. 

Miscellaneous. 

Amendment presenting divisional matter. If an amend- 
ment is presented which, if originally in the case, would have had 
to be divided out, it should not be incorporated and rejected, 
but should be refused admission.; — Ex parte Bailey^ C D., 1890, 
123 ; 52 O. G., 608 : Mitchell, Commr. Ex parte Richtef, C. 
I)., 1898, 276; 85 O. G., 1908: Greblev, Asst. Commr. 

Amendments requiring a supplemental oath— Seasonable 
presentation. New claims that enlarge the scope of the appli- 
cation as fiist filed and require a supplemental oath, must be 
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seasonably presented, especially if they would operate to the 
prejudice of intermediate inventors; otherwise a presumption 
arises that the original application correctly set forth the scope 
of the invention then made, and that the additions or variations 
disclosed by the amendments are of late discovery. — Ex parte 
Lillie, C. D., 1890, 181 ; 53 O.G., 2041 : Mitchell, Commr. 

Drawings. An applicant has no unconditional right to add 
to his application by amendment a drawing which the Office 
has not called for, when the original drawings fully illustrate 
the deyice.—Ux parte Shepard, C. D., 1892, 162; 60 O. G., 
575: SiMONDS, Commr, 

Amendment after appeal decided. When the Commissioner 
has entertained an ex parte question [as that of operativeness] 
upon final hearing, and has declined to remand the affected ap- 
plication to the Primary Examiner, but has decided adversely to 
it himself, the Examiner will afterward decline to consider the 
application to admit amendments. — Ex parte McDoywugh^ C. D., 
1892, 228 ; 61 O. G., 1479 : Simonds, Commr. 

Partial entry. An amendment should in most cases be en- 
tered or refused entry in its entirety, even though a portion of 
it is unobjectionable. — Ex parte Stern^ C. D., 1896, 35 ; 76 O. 
G., 1417 : Fisher, Actg. Commr. 

Request for reconsideration. While Rule 69, as well as other 
rules that require certain things to be done by the applicant be- 
fore action can be had, should always be construed in such a 
way as to facilitate the progress of the case, it should be strictly 
enforced where the Examiner has given the application careful 
attention and has clearly specified his objections. — Ex parte Ap* 
pel, C. D., 1898, 152 ; 84 O. G., 1145 : Greeley, Asat. Cammr. 

See Rvle 69 of the Hides of Practice^ 16th ed. 

Amendment after mistaicen appeal. If the applicant has 
understood the Examiner to take a broad ground of rejection 
and has appealed therefrom, when in fact there is no conflict as 
to the broad ground, it would seem that an opportunity should 
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be afiPordedy before the case will be considered to be closed be- 
fore the Examiner, to amend the rejected claims in order to meet 
the real ground of rejection. — Ex parte Rtussell^ C. D., 1898, 
196; 84 O. G., 1871 : Greeley, Actg. Conimr. 

New matter. 

See Rule 70 of the Rvles of Practice^ 16th ed. 

Unfiled model. A drawing cannot be amended to agree with 
a model from which it was drawn but which never was filed, 
such amendment being one that the specification does not sup- 
port.— ^i: parts Kismer, C. D., 1890, 164 ; 53 O. G., 919 : 
Mitchell, Commr, 

riodel mere exhibit. A model filed as an exhibit by the ap- 
plicant, and never admitted as a part of the application, cannot 
serve as a basis on which to amend the specification or drawings 
of the c^e.—Ux parte Austiyi, C. D., 1891, 127 ; 56 O. G., 1059 : 
Sdigxds, Commr. 

Extraneous evidence. That clause of Rule 70 [since can- 
celed] which provides for extraneous evidence to support 
amendments in matters of construction to applications that are 
without drawings and model, cannot be extended to cases hav- 
ing drawings, to warrant amendment of the latter upon extra- 
neous evidence. — Ex parte Austin^ C. D., 1891, 127 ; 56 O. G., 
1059: SiMONDS, ftwiTwr. 

Admission. An amendment alleged to contain new matter 
should be admitted and the case rejected. — Ex parte Harvey^ 
C. D., 1892, 47; 68 O. G., 1257: Fkothingham, AB%t. 
Commr. 

Drawings. If a proposed amendment, which is held by the 
Examiner to involve new matter, relates to the drawings, it will 
not be made until the objection has been finally determined. 
— jEr parte Zuher, C. D. 1894, 47 ; 67 O. G., 529 : Seymour, 
Commr. Ex parte Ernest, C. D., 1896, 83 ; 76 O. G., 1417 : 
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Fisher, Actg. Commr. Ex parte Coe^ C. D., 1897, 187 ; 81 
O. G., 2086 : Greeley, Actg. Commr. 

Claim of ambiguous scope. Although a claim presented by 
amendment may in itself be supported by the original descrip- 
tion, yet it will become new matter if accompanied with an 
amendment to the description that modifies its meaning, and in 
such case both the claim and the descriptive amendment should 
be rejected as being new matter. — Ex parte Harvey^ C. D., 1892? 
47 ; 58 O. G., 1257 : Frothingham, AhsL Commr. 

Substitute specification. A substitute specification is not a 
new application, within the meaning of Rule 70, and cannot 
contain new matter, though accompanied Avith a new oath. — 
Ex parte Bursm, C. D., 1892, 53 ; 58 O. G., 1414 : Simonds, 
Commr, 

With substitute drai^ings. The only safe rule in the 

admission of a substitute specification and drawings, is that every 
change, including the drawing, specification, and claim, shall be 
in conformity with the original disclosure. — Ex parte Smithy C. 
D., 1892, 70; 58 O. G. 1840: Simonds, Commr. 

in completing application. If an application has been 

filed complete as to everything except the fee, and if when the 
fee is filed a substitute specification is also filed, the latter must 
conform to the original disclosure. If it does not so conform, it 
cannot be admitted into such application, even though supported 
by a new oath. — Ex parte Arakelion, C. D., 1898, 243 ; 85 O. 
G., 1077 : Greeley, Actg. Commr. 

Date of Invention. The date of the invention of new matter 
is immaterial, and it may have been invented prior to the filing 
of the application without entitling the new matter to entrance 
into the case. — Ex parte Burson, C. D., 1892, 53; 58 O. G., 
1414 : Simonds, Commr. 

Drawings, clerical error. Manifest defects or omissions in the 
drawings making the device inoperative and caused by a cleri- 
cal error of the draftsman, may be cured by amendment. — Ex 
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parte Bailey, C. D., 1898, 16 ; 82 O. G., 894 : Greeley, Actff. 
Commr. 

Ex|>ansion. Expansion of a specification by amendment is 
permissible, providing the description and claims as thus 
amended include no construction not properly within the origi- 
nal disclosure. — Newton v. Woodward, C. D., 1898, 206 ; 84 O. 
G., 2020 : Gbeeley, Asst Commr. 

Broadened presentation of invention. The presentation of 
the invention may be broadened, as by the insertion of the word 
** preferably," and by the use of generic terms of description in 
place of specific terms, so long as the structure of the device is not 
QhsLnged.—I!x paHe ffollis, C. D., 1899 ; 86 O. G., 489 ; Geee- 
LEY, AssL Commr. 

Affidavit to antedate a reference. 

Production of tangible evidence. 
Corroborative affidavits. 
Miscellaneous. 

See Rule 73 of the Rules of Practice, 16th ed. 

PRODUCTION OF TANQIBLE EVIDENCE. 

General rule. If the applicant made sketches, he should not 
only state that fact but produce and describe them ; and if they 
are lost and their contents are remembered, reproductions should 
be furnished ; and the same course should be pursued with re- 
gard to models. — Ex parte Donovan, C. D., 1890, 109; 52 0. 
G., 309 : Mitchell, Commr. Ex parte Hurlbut, C. D., 1890, 
135; 52 O. G., 1062: Mitchell, Commr. Ex parte Johnson, 
C. D., 1899 ; 89 O. G., 1341: Duell, Commr. 

Substituting copies. In the exercise of his discretion, the 
Examiner may permit a drawing of a model to be filed instead 
of the model itself, or a copy of a drawing instead of the orig- 
inal drawing, even where the original model or drawing might 
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be furnished. Cases arise in which original drawings or models 
are or may be needed for use in connection with litigation, or 
where for other reasons hardship may result from surrendering 
them, and in all such cases the Examiner's discretion must be 
exercised, care being taken on the one hand not to be too exacting 
toward the applicant, and on the other hand not to excuse the 
applicant from presenting Qie facts on which he relies. — Ux parte 
Hurlbut, C. D., 1890, 135; 52 O. G., 1062 : Mitchell, Commr. 

Return to applicant. Whenever the production of an orig- 
inal model, structure, or drawing has been required, the appli- 
cant may withdraw the same after it has served its purpose, 
upon filing a drawing of the original. — Ex parte Johnson^ CD., 
1899; 89 O. G., 1341 : Duell, Commr. 

CORROBORATIVE AFFIDAVITS. 

Applicant's privlleg^e. The applicant may file corroborative 
affidavits if he so desires. — Ex parts Hurlbut^ C. D., 1890, 135 ; 
52 O. G., 1062: Mitchell, Commr. 

Applicant's right. The applicant has a right to stand upon 
his own affidavit with respect to the truth of the facts alleged 
therein, and if he does so the inquiry is ordinarily limited to 
the sufficiency of the alleged facts. — Ex parte Hurlbut^ C. D., 
1890, 135; 52 O.G., 1062: Mitchell, Commr, Ex parte John- 
son, C. D., 1899 ; 89 O. G., 1341 : Duell, Commr. 

Suspicion of fraud. The Office may require corroborative 
affidavits when there is reason to believe the applicant's affida- 
vit to be fraudulent. — Ex parte Jfnrllnit, C. D., 1890, 135 ; 52 
O. G., 1062 : Mitchell, Commr. Ex parte Johnson, C. D., 
1899 ; 89 O. G., 1341 : Duell, Coynmr. 

Persons to whom disclosure was made. An applicant hav- 
ing sworn that he disclosed certain drawings to certain individ- 
uals, it is not necessary that corroborative affidavits from these 
latter be filed to identify the drawings. — Ex parte Hurlbut, C. D., 
1890, 135 ; 52 O. G., 1062 : Mitchell, Commr. 
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niSCELLANEOUS. 

Facts. An affidavit under Rule 75 should contain not merely 
the deponent's conclusion that he made the invention prior to 
a stated time, but the facts supporting that conclusion. — Ex 
parte Donovan, C. D., 1890, 109 ; 52 O. G., 309 : Mitchell, 
Commr. Schmertz v. Appert, C. D., 1896, 95; 77 O. G., 1784: 
Seymour, Commr. 

Identity of invention. The facts set forth in an affidavit 

under Rule 75 must show that the invention referred to therein 

is the same as that shown and described* in the application. — JSx 

parte Donovan, C. D., 1890, 109 ; 52 O. G., 309 : Mitchell, 

Commr. 

Filing liefore appealing on invention. Even where the ap- 
plicant contends that the reference does not exhibit his inven- 
tion, it would seem to be the better practice for him to file an 
affidavit, if he can, to antedate the reference, before appealing 
on the first point, and appeal on both points together, — the point 
of identity of invention and the point of anticipation. — Ex 
parte Donovan, C. D., 1890, 109 ; 52 O. G., 309 : Mitchell, 
Commr. 

Details of verbal disclosure. It would seem that if verbal 
disclosure is relied upon by the applicant, he should state as 
nearly as possible the language employed. The mere naked 
statement of the applicant tliat he disclosed the invention is of 
no avaU, either to constitute evidence of disclosure or to im- 
part sufficiency to a statement of inadequate facts. — Ex parte 
Donovan, C. D., 1890, 109 ; 52 O. G., 309: Mitchell, Commr. 

Conformity to rules of evidence. The facts set forth in an 
antedating affidavit filed under Rule 75 must be presented in 
accordance with the rules of evidence, which rules require the 
best evidence to be presented, if practicable, and do not allow 
a witness to substitute his own judgment for the judgment of 
the tribunal with whom the decision rests. — Ex parte Hurlhut, 
C. D., 1890, 135 ; 52 O. G., 1062 : Mitchell, Commr. 
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Proving novelty does not prove invention. The fact that the 
applicant can antedate the references that directly anticipate 
him, does not clothe his improvement with the qualities of an 
invention.— ^a; parte White, C. D., 1891, 7 ; 64 O. G., 387: 
Mitchell, Commr, 

Interference deposition, When a fresh affidavit cannot reas- 
onably be obtained from the applicant, an interference deposition 
made under oath and with opportunity for cross-examination, 
and signed by the applicant, is admissible. — Ex parte Keller^ C. 
D., 1892, 238 ; 61 O. G., 1790 : Frothingham, A%%t. Commr. 

Adverse claim of originality. When a publication describes 
the invention in question, it is competent for the applicant to 
show that the author of the publication knew that the applicant 
was the originator of the invention, and, therefore, that such 
author did not intend to claim it for himself or attribute it to 
others than the applicant ; and for the purpose of making this 
showing, the applicant may, if necessary, set up acts done 
abroad as well as acts done in this country ; following the prin- 
ciple of ex parte Payen^ (43 MS. Dec, 73 : Mitchell, Commr.) 
—Ex parte Grosselin, C. D., 1898, 163; 84 O. G.,1284: Gree- 
ley, Asst. Commr, 

Date of issue of patent. The fact that a patent did not issue 
until after the filing of the application against which it has 
been cited, will not obviate the necessity of an affidavit under 
Rule 75, providing the patent was applied for before the date 
mentioned.— JJr parte Sorlle, C. D., 1900 ; 90 O. G., 2133 : 
Greeley, AbbL Commr. 

Affidavit supporting: or traversing a reference. 

See Rule 76 of the Mules of Practice, 16th ed. 

Scope. The affidavits " supporting or traversing references " 
of Rule 76 are not limited to such as are called for by Rule 75 
to overcome a reference, but besides including these latter, they 
provide for all other affidavits affecting the force of references 
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and objections. — Ex parte Orosselin, C. D., 1896, 39 ; 76 O. G., 
1573 : Fisher, Actg. Commr. 

Operativeness. The Examiner cannot refuse to receive affi- 
davits of the success of tests as evidence of operativeness, and 
insist mstead on a personal inspection. — JEx parte Munn ^ Co,j 
C. D., 1893, 48 ; 63 O. G., 153 : Simoxds, Co7nmr. 



Amendment after allowance. 

See Rule 78 of the Rules of Practice^ 16th ed. 

Correction of spelling. An amendment correcting the spell- 
ing of words in the specification should be admitted while the 
case is in the issue division. — Ex parte Cornelius^ C. D., 1891, 
124 ; 56 O. G., 929 : Frothingham, AsbL Commr. 

Amendment in substance. The amendment of July 18, 1899, 
by which the words " not affecting the mer ts " were erased, 
which had formerly qualified " Amendments," at the beginning 
of the second paragraph of Rule 78, was designed to provide 
for such cases as where a new claim is proposed after allowance, 
without which the patent would be unnecessarily restricted, and 
which the Examiner concedes is allowable ; and such an amend- 
ment may be made without withdrawing the case from issue. — 
Ex parte 0' Connor, C. D., 1899; 89 O. G., 1141: Duell, 
Commr, 

Reinstatement of canceled claim. A claim erased for the 
stated purpose of securing an allowance of the application with- 
out the necessity of appeal, will not be reinstated to permit ap- 
peal, without a showing of especial hardship, or of inadvertence, 
accident, or mistake. The mere fact, for instance, that the in- 
ventor supposed that he could dispose of his invention upon 
patenting it, but afterward found that he could not do so, does 
not warrant reinstatement of a claim. — Ex parte Potter, C. D., 
1890, 168 ; 53 O. G., 760 : Fisher, Actg. Commr. 
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APPEALS. 

APPEAL TO EXAMINERS-IN-CHIEF. 
APPEAL TO COMMISSIONER. 
PETITION TO COMMISSIONER. 
APPEAL TO COURT OF APPEALS OF 

DISTRICT OF COLUMBIA. 
APPEAL TO SECRETARY OF INTERIOR. 
REOPENING. 
REHEARINGS. 



Appeal to Examiners-in-Chief. 

Proper subjects op appeal. 
Miscellaneous. 
Examiner's statement. 
Decision and recommendations. 

See Rule 133 on the first ttvo poiMs, Rule 13o on the third pointy 
and Rule 139 on the fourth ; Rules of Practice^ 16th ed. 

Decisions specific to appeals in interferences will be found 
under Interferences. 



PROPER SUBJECTS OF APPEAL. 

General rule. Utility. 

Reissue. Subject-matter. 

Noveltv. Estoppel. 

Combination. New matter. 



General rule. 

Final rejection. If a decision on the question presented will 

\ result in the final rejection of the application, the question is 

one of merits and appeal lies to the Examiners-in-chief. — Ex 

parte Kuhn, C. D., 1892, 46; 58 O. G., 1256: Simonds, 

Commr, 
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Reissue. 

Prerequisites. Whether the facts recited in the statement 
filed with a reissue application constitute inadvertence, accident, 
or mistake, is the proper subject of appeal. — Ex parte Murphy 
and Atkinson, C. D., 1891, 149 ; 56 *0. G., 1449 : Simonds, 
Commr. Hx parte Janawitz, C. D., 1898, 216; 85 O. G., 152: 
Greeley, Actg. Commr, 

Novelty. 

General rule. The rejection of a claim upon anything which 
is held to be a substantial disclosure and anticipation of its 
subject-matter, is the proper subject of appeal. — Ex parte Iful- 
bert, C. D., 1894, 1 ; 66 O. G., 315 : Fisher, As9t. Commr. Ex 
parte McQueen^ C. D., 1898, 227 ; 85 O. G., 609 : Duell, 
Commr. 

Affidavit under Rule 94. Whether an affidavit filed under 
Rule 94 is sufficient to warrant the declaration of an interfe]> 
ence, is the proper subject of appeal. — Tavener v. Thomson, C 
D., 1890, 71 ; 51 O. G., 1465 : Mitchell, Commr. 

Affidavit under Rule 75. Whether an affidavit filed under 
Rule 75 to antedate a reference sets forth sufficient facts, is the 
proper subject of appeal. — Ex parte Donovan, C. D., 1890, 109 ; 
62 O. G., 309 : Mitchell, Commr. Schmertz v. Appert, C. D., 
1896, 95; 77 O. G., 1784: Seymour, Commr. Ex parte John- 
son, C. D., 1899 ; 89 O. G., 1341 : Duell, Commr. 

Applicant's own patent. A rejection on a patent to the 
same applicant is the proper subject of appeal. — Ex parte Mc- 
Donald, C. D., 1893, 99 ; 64 O. G., 857 : Fisher, Asst. Commr. 
Ex parte Hulhert, C. D., 1894, 1 ; 66 O. G., 315 : Fisher, Asst. 
Commr. Ex parte Burgess, C. D., 1897, 64; 80 O. G., 1759 : 
BuTTERWORTH, Commr. Ex parte Wellman, C. D., 1899; 86 
O. G., 1986: Greeley, ^M^ Commr. 

Applicant's allowed application. A rejection on the same 
applicant's allowed application is the proper subject of appeal. 
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—Ex parte Feister, C. D., 1892, 203; 61 O. G., 152: Frotji- 
INGHAM, Actg. Commr. Ex parte Seymour^ C. D., 1893, 127; 
66 O. G., 751 : Fisher, Actg. Commr. Ex parte Weaver^ C. D., 
1897, 165 ; 81 O. G., 967 : Butterworth, Commr. 

Desist patent. The question whether a design patent to a 
different inventor is a good reference, relates to the merits, in- 
asmuch as ex parte Jone% (C. D., 1898, 155 ; 84 O. G., 1281), 
does not decide broadly that under certain conditions a prior 
design patent is not a relevant reference against an application 
for a mechanical patent. — Ex parte McQueen^ C. D., 1898, 227 ; 
85 O. G., 607 : DuELL, Commr. 

Combination. 

General rule. The question of aggregation or combination 
is the proper subject of appeal. — Ex parte Eastman^ C. D., 
1891, 178 ; 57 O. G., 410 : Simonds, Commr. Ex parte Rum- 
telly C. D., 1898, 196 ; 84 O. G., 1871 : Greeley, Actg. Commr. 

Incompleteness. Whether a claim nominally drawn to a 
combination contains only a single element, is a question touch- 
ing incompleteness of combination, and is the proper subject of 
Appeal.— Ex parte McClellan, C. D., 1892, 125 ; 59 O. G., 1763. 
SiMONDS, Commr. 

Desii^n. While it is true that when two or more designs are 
described and claimed separately, and the applicant is required 
to elect between them, his appeal lies by way of a petition to 
the Commissioner, a different question arises when there is only 
one claim in the case, which the Examiner thinks covers an ag- 
gregation of articles, instead of a unitary design, and this ques- 
tion is the proper subject of appeal. — Ex parte Myer%^ C. D., 
1893, 103 ; 64 O. G., 859 : Fisher, Actg. Commr. 

See ai9o Svbjectr^matter^ claim, a few paragraphs on. 

Definition of co-operation. Whether the elements of a com- 
bination are sufficiently located and their manner of combina- 
tion defined, is the proper subject of appeal. — Ex parte Tobie^ 
C. D., 1890, 28 ; 50 O. G., 992 : Mitchell, Commr. Ex parte 
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Russell, C. D., 1898, 196; 84 O. G., 1871: Greeley, Actff. 
Commr, 

Functional distinction. When a claim includes enough me- 
chanical elements to effect a function stated therein, but de- 
pends upon the novelty of the function to distinguish it from 
the prior art, the question of sufficiency of statement of the 
function is the proper subject of appeal. — Ex parte McMuUeUy 
C. D., 1898, 119 ; 84 O. G., 507 : Greeley, A99t. Commr. 

f>lurality of references. The fact that a plurality of refer- 
ences are cited against a combination claim, no one of which is 
alleged to show the entire combination, does not necessarily 
make the rejection unwarranted, inasmuch as the presence of 
invention is as necessary to patentability as is novelty, and the 
question of invention is the proper subject of appeal. — Ux parte 
Perkins, C. D., 1899 ; 88 O. G., 548 : Greeley, Asst Comm. 

• 

Utility. 

Design. Whether the practical utility of a particular design 
new in its place is enough to make it patentable, is the proper 
subject of Appeal.-— Ex parte Walter, C. D., 1893, 26 ; 62 O. G., 
1205: SiMONDS, Commr. 

Subject-matter. 

General rule. The legitimacy of the subject-matter of an 
application is the proper subject of appeal. — Ux parte Adams, 
C. D., 1898, 109 ; 84 O. G., 311 : Greeley, Asst. Commr. 

Design. What may or may not form a part of a design is 
the proper subject of appeal. — Ex parte Van Slyke, C. D., 1892, 
175 ; 60 O. G., 893 : Frothingham, Asst. Commr. Ex parte 
Bishop, C. D., 1893, 48 ; 63 O. G., 153 : Frothingham, Asst. 
Commr. Ex parte Smith, C. D., 1897, 170; 81 O. G., 969 
Greeley, Actg. Commr. Ex parte Amberg, C. D., 1898, 117 
84 O. G., 607 : Duell, Commr. Ex parte Groves, C. D., 1899 
89 O. G., 1671 : Duell, Commr. 
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Process. Whether an alleged process is merely the function 
of a machine is the proper subject of appeal. — Ex parte Wil- 
liam8, C. D., 1892, 213 ; 61 O. G., 423 : Frothingham, Asat. 
Cammr. Ux parte Knudsen, C. D., 1895, 29 ; 72 O. G., 589 : 
Fisher, Actg. Commr, 

Claim broader than disclosure. Whether a claim goes be- 
yond the invention disclosed and tends to block future discov- 
ery, is the proper subject of appeal. — Ex parte Opdyke^ C. D., 
1890, 39; 50 O. G., 1293: Mitchell, Commr.. 

Result. Whether a claim covers the result secured by an in- 
vention rather than the inventive idea of means, is the proper 
subject of appeal. — Ex parte KimdBen^ C. D., 1895, 29 ; 72 O. G., 
589: Fisher, ^cf^. Commr. Ex parte Halfpenny^ CD., 1895, 
91 ; 73 O. G., 1135 : Fisher, A%9t. Commr. 

Claim. The rule prescribing appeal to the Examiners-in- 
Chief on the question whether an application is founded on 
proper subject-matter, extends to the claims presented, and 
though this question has been considered on petition in ex parte 
Brower (4 O. G., 450), ex parte Smith (81 O. G., 969), ex parte 
Tolman (82 O. G., 337), ex parte Brand (83 O. G., 747), and ex 
parte Kapp (83 O. G., 1993), such consideration cannot here- 
after be had, the question being the proper subject of appeal. — 
Ex parte Sherman and HarmrS^ C. D., 1899; 89 O. G., 2067: 
Greeley, Actg. Commr. 

See also Combination, design, a few paragraphs back. 

Estoppel. 

General rule. The question of the applicant's right to make 
a claim, involving estoppel or the like, is the proper subject of 
appeal.— J5i parte Woodward, C. D., 1892, 179 ; 60 O. G., 1052 : 
Frothingham, Asst. Commr. 

New matter. 

Affecting claim. Whether matter introduced by amendment, 
and pertaining to a claim or affecting the scope of a claim, is 
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new matter, is the proper subject of appeal. — Ex parte Q-oebeU 
C. D, 1891, 66 ; 56 O. G., 863 : Mitchell, Commr. Ex parte 
Nieolin arid Ochsenreiter, C. D., 1891, 155 ; 56 O. G., 1566 : 
Frothing HAM, Asst, Commr. Ex parte Turner, Van Beek and 
Brown, C. D. 1891, 165; 56 O. G., 1708: Simonds, Commr. 
Ex parte Suter, C. D., 1892, 112; 59 O. G., 1431: Simonds, 
Commr. Ex parte Ernest, C. D., 1896, 33; 76 O. G., 1417. 
Fisher, Aetg. Commr. Ex parte Coe, C. D., 1897, 187 : 81 O. 
G., 2086, Greeley, Aetg. Commr. Ex parte Cousens, C. D., 
1898, 165 ; 84 O. G., 1433 : Greeley, Asst. Commr. Ex parte 
Shearman, C. D., 1898, 190 ; 84 O. G., 1730 : Greeley, Actg. 
Commr. Ex parte Sherman and Harms, C. D., 1899 ; 89 O. G., 
2067 : Greeley, Actg. Commr. 

niSCELLANEOUS. 

Appeal and petition mutually exclusive. The very fact 
that appeal from a requirement lies to the Examiners-in-Chief, 
is conclusive evidence that a petition cannot be taken to the 
Commissioner. — Ex parte Roberts, C D., 1890, 51; 51 O. G., 
155 : Mitchell, Commr. 

Attempt to appeal on formal question. The Examiner should 
refuse to forward to the Examiners-in-Chief an appeal errone- 
ously taken on a question not going to the merits. — Ex parte 
Ftdler, C. D., 1891, 243 ; 57 O. G., 1883: FROTHiNGHAM,^««f. 
Commr. 

Specifying points of appeal. The "points of the decision," 
which an appeal must specify, are the reasons or grounds on 
which the Examiner has rejected the claims. The intent of the 
Rule is to require appellants to limit the field of inquiry upon 
appeal, when it can be done \vithout any relinquishment of right, 
and to save the Examiner from the necessity of preparing a state- 
ment setting forth all the grounds of his decision, unless he 
shall have had notice in the appeal that it will extend to all the 
points involved, specifying them. In the absence of a showing, 
on Hie part of the Examiner, of respects wherein an appeal fails 
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to indicate to him what portions of the grounds of his decision 
should be recapitulated in his written statement, an appeal from 
" The rejection of the invention and claims on the references of 
record " will be held to set forth adequately the points on which 
it is taken.— Ex parte Callahan, C. D., 1890, 24 ; 50 O. G., 990 : 
Mitchell, Commr. 

Appeal fee. No fee is required for a second appeal to the 
Examine rs-in-Chief in the same case. — Ux parte Thomson, C. 
D., 1891, 138 ; 56 O. G., 1203 : Frothingham, Actg. Commr. 
Ex parte Arms, C. D., 1898, 144; 84 O. G., 1142: Greeley, 
AB9t, Commr. 

Res adjudicata. An action by the Examiner which is a 
necessary consequence of a decision by the Commissioner, is not 
the subject of appeal. — Young v. Case, C. D., 1892, 30; 58 O. 
G., 945 : SiMONDS, Commr. 

Appeal from reasons. Although a party may be adversely 
affected by the reasons given for a decision, nevertheless if the 
decision itself is in his favor he cannot appeal. — Brevl v. Smithy 
C. D., 1898, 124 ; 84 O. G., 809 : Greeley, Asst. Commr. 

Precedence In special cases. When it is important that a de- 
cision should be obtained without delay, the Commissioner, upon 
a proper showing by petition, will direct the Primary Examiner to 
answer the appeal at once, and the Examiners-in-Chief to give 
the case such precedence as may seem proper under the circum- 
stances.— JGr joar^e Amberg, C. D., 1898, 117 ; 84 O. G., 507: 
DiTELL, Commr. Ex parte Atterhury, C. D., 1898, 170 ; 84 O. 
G., 1583 : Greeley, A%%t. Commr. Ex parte Riissell, C. D., 
1900 ; 90 O. G., 750 : Duell, Commr. 

EXAniNER'S STATEMENT. 

See Rule 1S5 of the Rules of Practice, 16th ed. 

General nature of statement. It is not, though it formerly 
was, the province of the Examiner, in answering the appeal, to 
make an argument. The appeal itself is not an argument^ nor the 
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brief of an argument, and no forensic contest is called for. On 
the contrary, the Examiner will simply set forth, in a calm and 
impartial way, the reasons that governed his decision. Ex parte 
Callahan, C. D., 1890, 24 ; 50 O. G., 990 : Mitchell, Cammr. 

Treatment of argumentative matter. A petition to expunge 
argumentative matter from the Examiner^s statement, which 
does not specify the objectionable passage or passages, cannot be 
complied with ; nor does any precedent appear for granting such 
relief in any event. — Ex parte Mevey, C. D., 1891, 115 ; 56 O. 
G., 805 : Mitchell, Commr. 

New ground of rejection. — Procedure. A new ground for 
rejection, discovered subsequent to the filing of an appeal, can- 
not be expunged from the Examiner^s statement at the instance 
of the applicant, and thereby be removed from the consideration 
of the Examiners-in-Chief . The Examiner will call the attention 
of that body to any such citation, and likewise the attention of 
the applicant ; and the latter may then prosecute or withdraw 
the appeal. — Ex parte Mevey, C. D., 1891, 115 ; 56 O. G., 805 : 
Mitchell, Commr. 



Public use. Evidence of public use, cited for the first 

time in the Examiner's statement, is a new ground for rejec- 
tion.— ^a: parte Mevey, C. D., 1891, 115 ; 56 O. G., 805 : 
Mitchell, Commr, 



DECISION AND RECOMMENDATIONS. 

Omission of Examiner to act on recommendation. If the 

Primary Examiner takes no action whatever upon a recommen- 
dation of the Examiners-in-Chief, annexed to their decision, 
the applicant may petition the Commissioner, who may there- 
upon direct what specific action shall be taken. — Ex parts Wil- 
liamsim, C. D., 1891, 128; 56 O. G., 1060: Simonds, Commr. 

Force of recommendation. While a recommendation annexed 
to the decision of the Examiners-in-Chief is not binding upon 
the Primary Examiner, nevertheless, in the absence of special 
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reasons, the applicant should not be put to the delay of going 
through another appeal simply to have the Examiners-in-Chief 
formally affirm what they have already decided in substance. — 
Ex parte Williamson, C. D., 1891, 128 ; 56 O. G., 1060 : Si- 
M0ND8, Commr. 

Rejection on known grounds. The Examiners-in-Chief must 
be presumed to have fully considered all matters bearing on the 
patentability of the claims before them on appeal or for recom- 
mendation, and when they recommend claims the latter cannot 
be rejected by the Primary Exataiiner as involving new matter, 
or as not involving invention over the prior art which was be- 
fore the Board on the appeal. — Ux parte Letellier, C. D., 1897, 
171 ; 81 O. G., 1611 : Greeley, Adg. Commr. 

Refusal to recommend. From a refusal on the par^ of the 
Examiners-in-Chief to attach a recommendation to their decis- 
ion, no appeal lies. — Schmiedl v, Walden, C. D., 1891, 150; 66 
O. G., 1563: Simonds, Commr, Stupakoff v. Johnson, C. D., 
1898, 132; 84 O. G., 982: Greeley, Asst. Commr. 

Signature to decision. Unless it appears that the whole 
Board, or a majority qf the BoaitJ, have not participated in a 
decision, a signature of one member, "for Examiners-in-Chief," 
is sufficient ; but the better practice is that the record of such 
participation should in such case appear on the paper that goes 
back to the Examiner. — Ex parte Williamson, C. D., 1891, 128 ; 
56 O. G., 1060: Simonds, Commr. 

Form of decision. Although the Primary Examiner may 
have stated that the " invention " is not patentable over the 
references, and the applicant may have appealed on the ex- 
pressed ground that tlie " invention " is patentable, and the 
Examiners-in-Chief may have considered that the application 
has patentable subject-matter, nevertheless, if they find that the 
patentability lies, not in the rejected claims, but in a substitute 
claim suggested on appeal, their decision will properly be ex- 
pressed as an affirmation of the Primary Examiner's action, sub- 
ject to a recommendation with respect to the substitute claim. 
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and not as a reversal of such action. — Ex parte McQ-owaUy C. 
D., 1892, 168 ; 60 O. G., 735 : Simonds, Commr. 

New grounds of rejection — Anticipation and invention. 

That the Primary Examiner rejected the claim as met by the 
references, and the Examiners-in-Chief rejected it as not involv- 
ing invention, does no injustice to an appellant — Ex parte 
FergvL$9on^ C. D., 1894, 6 ; 66 O. G., 651 : Seymour, Commr. 



Combination and invention. On appeal from the rejec- 
tion of a combination claim as drawn to a mere aggregation, the 
Examiners-in-Chief are not warranted in affirming the rejection 
on the ground of want of invention, but should attach to their 
decision a recommendation embodjring the latter ground as 
provided by Rule 139 (a) ; overruling ex parte Brigg% (C. D., 
1896, 17; 75 O. G., 1854: Seymour, Commr.). — Ex parte 
Ru%$elU C. D., 1900 ; 90 O. G., 750 : Duell, Commr. 

Acceptance of decision, partial acceptance. It is the pur- 
pose of the law to grant to an applicant all that he is entitled to 
claim as new. If only a part of his claims are allowed him by 
the Primary Examiner, he is entitled to accept the allowed 
claims and appeal from so much of the rejection as he chooses ; 
and so also with decisions on appeal. Nor is an applicant 
obliged to take advantage, either in whole or in part, of recom- 
mendations made by the Examiners-in-Chief. — Ex parte Letel- 
lier, C. D., 1897, 171; 81 O. G., 1611: Greeley, AcUj. 
Commr. 

Acquiescence in reasons. Acquiescence in a decision favor- 
able to a party cannot be considered an acquiescence in the 
reasons given for that decision. — Doolittle v. Herdman^ C. D., 
1898, 183 ; 84 O. G., 1728 : Greeley, Actg. Commr. 

Appeal to the Commissioner. 

See Rule IJfO of the Rules of Practice^ 16th ed. 

Assistant Commissioner. A party who appeals to the Com- 
missioner has no right to be heard by the Commissioner in /^ 
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person if the latter chooses to assign the hearing to the Assis- 
tant Commissioner. — Ex parte Hughe%^ C. D., 1891, 148 ; 56 O. 
G., 1448 : SiMONDS, Commr. Hi%ey v. Peters^ C. D., 1896, 22 ; 
76 O. G., 333 : Seymour, Commr. 

Fee. Under the clear provisions of the statute (§4934 R. S.) 
an appeal fee of twenty dollars must be paid on every appeal to 
the Commissioner, and no distinction can be made between the 
first appeal and subsequent appeals in the same case. — Ux parte 
Arms, C. D., 1898, 144; 84 O. G., 1142: Greeley, Asat. 
Commr. 

Waiver of consideration by lower tribunals. When a case 
is appealable from the Commissioner to the Court of Appeals 
of the District of Columbia, the appellant and appellee will not 
be permitted to waive a hearing before the lower tribunals and 
bring the case directly before the Commissioner on an agreed 
state of facts, since such a course is forbidden by the decision 
of the said court in Westinghouse, Jr. v. Duncan (C. D., 1894, 
170 ; 66 O. G., 1009).— Roschach v. Walker, C. D., 1899 ; 88 
O. G., 1333 ; Duell, Commr. 

Different reasons of lower tribunals. When it is shown 
that in violation of Rule 139 the £xaminers-in-Chief have placed 
their decision on a different groimd from that of the Primary 
Examiner, the Commissioner will not entertain the appeal but 
will remand the case to the Primary Examiner for proper treat- 
ment and regular appeal and decision. — Ex parte Russell, C. D., 
1900 ; 90 O. G., 750 : Duell, Commr. 

Petition to the Commissioner. 

Proper subjects of petition. 
Miscellaneous 

See Rvle lJf5 of the Rules of Practice, 16th ed. 

PROPER SUBJECTS OF PETITION. 
New matter. Amendments involving new matter but not 
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consifiting of new claims nor affecting the scope of old ones, 
are the proper subject of petition. — Ex parte O-abelj C. D., 1891, 
65 ; 55 O. G., 863 : Mitchell, Commr. Ex parte Burson^ C. 
D., 1892, 53 ; 58 O. G., 1414 : Simonds, Commr. Ex parte 
Bailey, C. D., 1898, 16 ; 82 O. G., 894 : Greeley, Actg. Commr. 

Divisional application. Whether a later application filed 

as a division of an earlier application contains matter not claimed 
therein, is the proper subject of petition. — Ex parte Freeman, 
C. D., 1892, 20; 68 O. G., 522: Fkothingham, As%t. Commr. 

Non-essential matter in desisn]applications. Whether mat- 
ter not considered by the applicant as a part of his design may 
be shown and described, is the proper subject of petition. [Ap- 
parently rendered immaterial by later decisions to the effect 
that nothing can be shown or described in a design application 
but the design itself. See Designs.] — Ex parte Van Slyke, 
C. D., 1892, 175; 60 O. G., 893: Fkothingham, A%8t. 
Commr. 

Indefiniteness of claim. Indefiniteness in a claim is the 
proper subject of petition. — Ex parte Eastman, C. D., 1891, 178 ; 
57 O. G., 410 : Simonds, Commr. 

Function. That a claim is functional is a ruling that goes 
to the merits of the invention, unless the objection is really one 
of indefiniteness in not setting forth the invention so as to be 
readily understood, in which latter case a petition lies to the 
Commissioner. — Ex parte McClellan, CT>., 1892, 125; 59 O. 
G., 1763 : Simonds, Commr. 

Insufficiency of mechanical elements. Whether a claim in- 
•eludes enough mechanical elements to effect a stated function, 
is the proper subject of petition. — Ex parte McMulleUy C. D., 
1898, 119 ; 84 O. G., 507 : Greeley, A%Bt. Commr. 

Showing for admission of amendment. The refusal of an 
amendment for want of seasonable presentation, is the proper 
subject of petition. — Ex part^ Perkins, C. D., 1891, 63 ; 55 O. 
G., 139, Mitchell, Commr. 
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Redundancy of claims. Whether the olaims are redundant, 
is the proper subject of petition. — Ex parte Savm^ C. D., 1891, 
44 ; 64 O. G., 1561 : Mitchell, Commr. Ex parte Eastman^ C. 
D., 1891, 178 ; 67 O. G., 410 : Simonds, Commr. Ex parte Ru^- 
$eUy C. D., 1898, 196 ; 84 O. G., 1871 : Gbeeley, Actg. Commr. 

Anibls:ulty of terms. Whether terms are ambiguous, is the 
proper subject of petition. — Ex parte Petzold^ C. D., 1892, 39 ; 
68 O. G., 1091 : Simonds, Commr. 

Divisibility. Whether a later application filed as a division 
of a former application covers matter not properly divisible 
therefrom, is the proper subject of petition. Ex parte Fuller^ C. 
D., 1891, 243 ; 67 O. G., 1883 : Frothingham, A%st. Commr. 

Divisional patent. To require division, send one of the di- 
visional applications to a patent, and then reject the other divi- 
sional application on the patent, is nothing less than to reverse 
the requirement of division and is the proper subject of petition. 
Ex parte Chambers, C. D., 1890, 101 ; 61 O. G., 1943 : Mitch- 
ell, Commr. 

Supplemental oath. The requirement of a supplemental oath 
to cover claims for matter not originally claimed, is the proper 
subject of petition. — Ex parte Weidemann, C. D., 1897, 194 ; 81 
O. G., 2246 : Gbeeley, Actg. Commr. 

Indef inlteness of reissue oath. Whether the oath of a reissue 
application is indefinite, is the proper subject of petition. — Ex 
parte Janomtz, C. D., 1898, 216; 86 O. G., 162: Greeley, 
Actff. Commr. 

Production of evidence to antedate a reference. What evi- 
dence shall be produced in support of the facts recited in an af- 
fidavit under Rule 75, is the proper subject of petition ; as for 
instance whether corroborating affidavits should be required, or 
again whether an original model or the like should be produced.. 
Ex parte Johnson, C. D., 1899; 89 O. G., 1341 : Duell, Commr. 

Competency of ground of rejection. The Commissioner will 
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not entertain a petition that he instruct the Primaiy Examiner 
as to the competency of a ground of rejection. — Ex parte OraveSf 
C. D., 1899; 89 O. G., 1671 : DvELL^Commr. 

Title of application. The question whether the application 
is correctly entitled is the proper subject of a petition to the 
Commissioner. — Ex parte Becker^ CD., 1893, 95; 64 O. G., 
559 : Fisher, AbbU Commr. 
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Original treatment by Primary Examiner. Points urged on 
petition, or inyolyed in the position taken by the petitioner, 
which require for their decision the special information based 
on special knowledge coming within the province of the 
Primary Examiner, but which have received no consideration 
by him, will be* left undecided by the Commissioner, and the 
case will be remanded to the Examiner for such consideration. 
Ex parte lAllie, C. D., 1890, 151 ; 53 O. G., 2041 : Mitchbll, 
Commr. 

Demurrer by Primary Examiner. While the Examiner may 
call attention to the fact that appeal should have been taken to 
the Examiners-in-Chief, he should also proceed to set forth the 
reasons for his action with sufficient fulness to enable the Com- 
missioner to come to an intelligent decision, in case he decides 
that he has jurisdiction ; unless a long-established practice of 
the Office has placed the question of jurisdiction entirely beyond 
the debatable line. — Ex parte Sawn^ C. D., 1891, 44 ; 54 O. G.> 
1561: Mitchell, Commr. Ex parte Rtissellj C. D., 1898,196 ; 
84 O. G., 1871 : Greeley, Aetg. Commr. 

Petition on case nominally rejected. While it is true that a 
rejection requires appeal to the Examiners-in-Chief, this does 
not necessarily imply that the Commissioner would refuse to 
take jurisdiction of a case that had been rejected when it 
should have been refused consideration. — Ex parte Petzold^ C. 
D., 1891, 95 ; 55 O. G., 1651 : Mitchell, Commr. 
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After final rejection. When an applicant has prosecuted his 
application to a final rejection on the merits, knowing meanwhile 
of certain objections made as to form and arguing with reference 
to them, it is too late to have them reviewed upon petition. — 
JExpaHe Walter, C. D., 1893, 26; 62 O. G., 1205: Simonds 
Cammr. 

Single action. An applicant has no right to petition from a 
single action of the Examiner on the assumption that that ac- 
tion would be repeated if a reconsideration were requested, the 
purpose of a reconsideration being to secure an understanding 
between the Examiner and the applicant and prevent needless 
petitions.— Hx parte Bailey, C. D., 1898, 16; 82 O. G., 894: 
Greeley, Actff, Commr. Ex parte Schulze, C. D., 1898, 130 ; 
84 O. G., 981 : Greeley, AssL Commr. 

To restrain Examiner. When an Examiner has expressed his 
intention to take a certain action (as, to declare an interference) 
in circumstances that contravene the Office practice as estab- 
lished by decisions of the Commissioner, a petition may be car- 
ried to the Commissioner, and the Examiner be restrained ^rom 
taking such action. — Ex parte Whitiiey, C. D., 1898, 82 ; 83 O. 
G., 1659 : DuELL, Commr. 

Remandment that would merely cause delay. When a peti- 
tion has been taken from an irregular action of the Examiner, 
which action a mounted to a rejection, and was so recognized by 
the applicant, the case will not be remanded to the Examiner 
for correction of the irregularity, a course merely occasioning 
delay, but the petition will be dismissed and the applicant be 
allowed to appeal at once. — Ex parte Adams, C. D., 1898, 115 ; 
84 O. G., 311 : Greeley, Asst. Commr. 

New arguments. A petition will not be entertained which 
is supported by arguments that were not previously put fully 
before the Primary Examiner. — Ex parts Appel, C. D., 1898, 
152 ; 84 O. G., 1145 : Greeley, Asst. Commr. 
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Appeal to the Court of Appeals of the District 

of Columbia. 

See Rule I48 of the Ruies of Practice, 16th ed. 

Withdrawal of appeal. Under ordinary circumstances, and 
probably under any circumstances, an appeal from the Commis^ 
sioner to the Supreme Court [Court of Appeals] of the District 
of Columbia cannot be withdrawn for the purpose of remanding 
the case to the Primary Examiner for the consideration of naiv 
rower claims than those appealed. — Ex parte Jerome, C. D., 1892, 
29 ; 58 O. G., 945 : Simonds, Commr. 

Patentability. The decision of the Court of Appeals of the 
District of Columbia in Breul v. Smith (C. D., 1897, 882 ; 78 
O. 6., 1906), was not to the effect that that tribunal would not 
consider the question of patentability in an interference, but 
that such question must be brought up on regular appeal ; and 
that court, as a matter of fact, did consider patentability so far 
as to construe the issue and determine what acts were a reduc- 
tion to practice thereof. — Breul v. Smithy C. D., 1897, 12 ; 79 O^ 
G., 153 : Fisher, Actg. Commr. 

Modification of Commissioner's decision. When a case is 
remanded from the Court of Appeals of the District of Colum- 
bia to the Commissioner for modification of his decision, he will 
make such modification, but will not certify the case back to 
the court; and considerations which might permit of reargu- 
ment or reconsideration in the said court must be addi^ssed to 
tfie lAttev.— Cushman v. Lines, C. D., 1897, 19 ; 79 O. G., 335 : 
Seymour, Commr. 

Scope of decision. A decision of the Court of Appeals of 
the District of Columbia binds the Office only on the specific 
matters which were before it for decision. — Fowler v. Dodge, C. 
D., 1898, 28 ; 82 O. G., 1687 : Greeley, Asst. Commr. 
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Appeal to Secretary of Interior. 

GENERAL SUPERVISORY POWER. 

Qeneral rule. The Secretary of the Interior has a superviso- 
ly and appellate jurisdiction over the actions of the Commis- 
sioner of Patents in respect to all matters pertaining to the 
conduct of the business of the Patent Office, except those which 
it is provided by law shall be reviewed in some other manner or 
by some other tribunal. — Petithomme v. Bedbury^ C. D., 1890, 
189; 62 O. G., 605: Decis. Sbcr. Int., opinion of AssL Atty. 
Gen. Shields. Poole v. Avery, C. D., 1899 ; 87 O. G., 857 : 
Decis. Sbcr. Int., opinion of Asst. Atty. Q-en. Van Dbvantee. 

PRESCRIBING AND ENFORCING RULES. 

The Secretary of the Interior may prescribe the proper rules 
for the conduct of the business of the Patent Office, and may 
enforce a due observance of such rules. — Petithomme v. Bedbury, 
C. D., 1890, 189; 52 O. G., 605: Decis. Secr. Int., opinion of 
Asst Atty. Q-en, Shields. 

JUDICIAL FUNCTIONS. 

Over the acts of the Commissioner that involve the exercise 
of the judicial and quasi-judicial functions conferred upon him 
by law, the Secretary of the Interior has no jurisdiction. — Petit- 
homme V. Bedbury, C. D., 1890, 189 ; 52 O. G., 605 : Decis. 

Secr. Int., opinion of Asst. Atty. Q-en. Shields. 

 • 

Interlocutory ruling:. No appeal lies to the Secretary of the 
Interior from an interlocutory ruling that is but a step in the 
proceedings necessary to a final determination of the respective 
rights of contesting parties in the matter in dispute, — for in- 
stance, a refusal to reject certain evidence. — Petithomme v. 
Bedbury, C. D., 1890, 189 ; 52 O. G., 605 : Decis. Secr. Int., 
opinion of Asst. Atty. Gen. Shields. 

Amendment of preliminary statement. A decision of the 
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CommisBioner on a motion to amend a preliminary statement in 
an interference, is judicial in its character. — Ex parte Noakes^ 
C. D., 1892, 248 ; 60 O. G., 575 : Dbcis. Sbcr. Int., J. W. 
Noble. 

Protest against reissue. A decision of the Commissioner on 
a protest entered against the granting of a reissue patent, where- 
in he refuses to entertain the protest before a pending interfer- 
ence shall have been decided, is judicial in its character. — 
Loewer v. BosSy C. D., 1895, 96 ; 70 O. G., 498 : Dbcis. Sbcb. 
Int., opinion of Asst. Atty. O-en. Hall. 

Judgment by default. A decision of the CSommissioner in an 
interference on the question of entering judgment in default of 
taking testimony under Rule 119, is judicial in its character. — 
Kniffkt V. BagnaU v. Curtis v. Morgan, C. D., 1896, 109 ; 76 O. 
G., 1115 : Decis. Secr. Int., opinion of Aaat, Atty. Gen, Lit- 
tle. 

Burden and sufficiency of pv^oof . A decision of the Com- 
missioner in an interference on the question of the burden or 
sufficiency of proof, is judicial in its character. — Warner v, 
Stimsfm, C. D., 1897, 199 ; 78 O. G., 1901 : Decis. Secr. Int., 
opinion of Asst. Atty. Gen. Lionberger. Poole v. Avery, C. D., 
1899 ; 87 O. G., 867 : Decis. Secr. Int., opinion of Asst. Atty. 
Gen. Van Devanter. 

Whether interference sliall proceed. A decision of the Com- 
missioner which involves the question whether an interference 
shall go on or not, is judicial in its QhATd^t^v.-^-Jenkins v. Jen- 
kins and Armat, C. D., 1897, 202; 78 O. G., 1902: Decis. 
Secr. Int., opinion of Asst. Atty. Gen. Lionberger. 

MINISTERIAL FUNCTIONS. 

No appeal lies to the Secretary of the Interior from the refu- 
sal of the Commissioner of Patents to apply a remedy that is 
not authorized by the established rules regulating the conduct 
of the business of the Patent Office, even in a case where his 
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action was ministerial and not judicial in character, e. g., refus- 
ing to order a party in interference to file a certain deposition* 
—Petithomme v. Bedbury, C. D., 1890, 189 ; 52 O. G., 605 : 
Decis. Secr. Int., opinion of A%st. AUy. 0-en. Shields. 

Enforcement of rules. When a Rule of Practice is manda- 
tory and gives the Commissioner no discretion, the question of 
the proper construction of the rule may be appealed to the Secre- 
tary of the Interior. — Ux parte Cote Company^ C. D., 1893, 138 ;. 
65 O. G., 1915. Decis. Secr. Int., opinion of Aast Atty. Gren. 
Hall. 

Judicial act. When an alleged erroneous construction of a 
Rule of Practice has been made by the Commissioner inciden- 
tally to and resulting in the determination of a judicial question,, 
no appeal lies to the Secretary of the Interior. — Knight v. BoffnaU 
V. OuHis V. Morgan, C. D., 1896, 109 ; 76 O. G., 1115 : Decis. 
Secr. Int., opinion of AssL Atty, Q-en. Little. 

GENERAL POLICY. 

It has always been the policy of the Department of the Inte- 
rior to refrain from interfering with the administrative acts of 
the heads of its bureaus, except upon a clear showing of an 
abuse of discretion or official power. — Loewer v. Itoss^ C. D., 
1895, 96 ; 70 O. G., 493. Decis. Secr. Int., opinion of Asst^ 
Atty. Gen. Hall. 

Reopening. 

Includes general principles, and rulings specific to ex parte 
cases. Rulings specific to interferences will be found under the 
latter head. 

See Mule Ui2 of the Rules of Practice, 16th ed. 

Qeneral rule. A case will not be reopened for the considera- 
tion of matters that should have been presented and disposed 
of prior to the closing of the case before the Primary Examiner* 
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—JEx parte Snow, C. D., 1897, 48 ; 80 O. G., 1271 : Butter- 
worth, Commr, 

Narrow claims — A case which has been appealed on broad 
claims and lost will not be reopened for the admission of narrow 
claims.— -fii paHe Opdyke, C. D., 1890, 39 ; 50 O. G., 1298 : 
Mitchell, Commr. Ex parte Snow, C. D., 1897, 48 ; 80 O. G., 
1271 : BuTTERWORTH, Commr. 

Explanatiofi of delay. -A rehearing upon new evidence will 
be granted only upon a showing of satisfactory reasons why the 
evidence was not originally presented. — Ex parte Spielman, C. 
D., 1891, 162; 56 O. G., 1707: Simonds, Commr. 

Sufficient to change result. That the new evidence would 
have changed the decision is not sufficient, if it could have been 
produced originally. — Ex parte UUey, C. D., '1892, 38 ; 68 O. G., 
1091 : SlAiONDS, Commr. 

Inadequate presentation of advantages. That the applicant 
failed to set forth material and important advantages of his de* 
vice, is not a fact warranting the reopening of the case to ad- 
mit an amendment and claims based on such advantages, in the 
absence of reasons why the amendment was not earlier present- 
ed, or a showing of great hardship or irreparable injury. — Ex 
parU Goldsmith, C. D., 1892, 41 ; 58 O. G., 1092 : Frothing- 
HAM, AssL Commr. 

Claiming unclaimed invention. An applicant who has dis- 
closed two inventions in his application, but claimed only one, 
and who has prosecuted his claims to rejection on appeal, can- 
not ordinarily have his case reopened to admit an amendment 
claiming the previously unclaimed invention. — Ex parte Eachner, 
C. D., 1893, 68 ; 63 O. G., 760 : Frothingham, Actg. Commr. 

Allowable claims. After a decision has been rendered on 
appeal, the Examiner cannot admit even allowable claims, un- 
less they are recommended by the Examiners-in-Chief, without 
written authority from the Commissioner. — Ex parte Bunter, C. 
D^ 1897, 161 ; 81 O. G., 504 : Greeley, Actg. Commr. 
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^Allowable on same grounds. If claims presented after 

decision on appeal are apparently allowable on the same grounds 
as claims allowed on appeal, the Examiner may admit them 
without a reference to the Commissioner. — Ex parte Sellers et 
al., C. D., 1897, 164 ; 81 O. G., 808 : Butterworth, dmimr. 

Better advice. That the original attorney did not realize 
the necessity of presenting certain claims, and that they were 
suggested, after decision on appeal, Jby an associate attorney 
more familiar with the art, is not an adequate reason for reopen- 
ing the case. — Ex parte Osbomy C. D., 1898, 16 ; 82 O. 6., 
894 : Greeley, Actg. Commr, 

Remedy by renewal. The fact that an applicant can renew 
his case, and in the renewal application present the same claims 
sought to be brought before the Examiner by a motion to reopen, 
is not a reason for granting the motion, but rather for denying 
it, inasmuch as no irreparable injury will be done thereby. — 
Ex parte Osbom, C. D., 1898, 15 ; 82 O. G., 894 : Greeley, 
Actg. Commr. 

Extent of reopening. For ah instance in which the Exam- 
iners-in-Chief refused to entertain an appeal in a reopened case 
because they held that the Primary Examiner had no jurisdic- 
tion to make the rejection from which appeal was taken, and in 
which the Commissioner held that, on the contrary, the record 
showed that the reopening was for the consideration of the 
whole case de novo^ and that therefore the Examiner was war- 
ranted in his rejection, see ex parte Lynch and Houghs C. D., 
1898, 71 ; 88 O. G., 1209: Greeley, Asst. Commr. 

Ignorance of practice. After an appeal has been taken to the 
Examiners-in-Chief and decided adversely by them, it is too late 
to reopen on the ground that the applicant was unfamiliar with 
OflSce practice and therefore unable to amend properly to avoid 
the references. — Ex parte Hardie, C. D., 1899; 86 O. G., 181 : 
Greeley, Asst. Commr. 

inadequate explanation by Examiner. After an appeal has 
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been taken and prosecuted, it is too late to reopen on the ground 
that the Examiner did not, before closing the case, sufficiently 
explain the references. — Ex parte Hardie^ C. D., 1899; 86 O. 
G., 181 : Greeley, A%%t. Commr. 



Rehear! ngs. 

Includes general principles, and rulings specific to ex parte 
cases. Rulings specific to interferences will be found under the 
latter head. 

See Rule 144 <>f ^^ Rvde^ of Practice^ 16th ed. 

Specific allegations. The mere allegation that the evidence 
was insufficient to justify the decision, or that the decision was 
contrary to law, with no allegation of wherein the insufficiency 
or error of law lay, is not sufficient to support a motion for a 
rehearing. — Lorrairis v. Thurmond^ C. D., 1890, 140 ; 62 O. G., 
1949: Mitchell, Commr. 

Weigiit given to conflicting evidence. When the testimony 
is conflicting, a rehearing wiU not be granted on the ground that 
the proper weight has not been given to different parts thereof. 
—Somen v. Davis, C. D., 1891, 72; 55 O. G., 998: MrrcHBLL, 
CoTtiTrir. 

Indirect repetition of appeal. If a rejection of claims has 
been affirmed on appeal, the applicant cannot thereafter amend 
his specification so as indirectiy to give other claims the scope 
of those which were rejected, nor will a rehearing on the merits 
•of the rejection be allowed under the guise of an independent 
appeal or petition on the propriety of the amendment. — Ex parte 
Petzold, C. D., 1891, 207 ; 67 O. G., 1277 : Simonds, Commr. 

Extraordinary circumstances. Except imder extraordinary 
circumstances, a rehearing upon questions of fact will not be 
permitted.— oZar* v. Broad, C. D., 1891, 217 ; 57 O. G., 1426 : 
Feothingham, A99t. Commr. 

Alleged error of law. A rehearing on the weight given to 
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evidence will not be permitted under the g^se of an error in 
applying the \dkW.— Clark v. Broad, C. D,, 1891, 217 ; 67 O. G.^ 
1426 : Frothingham. Asst. Cammr. 

Decision not without or ag:ainst evidence. A finding of fact 
will not be reconsidered unless it was made without evidence or 
clearly against the evidence. — Ex parte Spielman, C. D., 1891,. 
162 ; 56 O. G., 1707 : Simonds, Commr. 

in matters of discretion. An appeal involving a matter 
which it was within the discretion of the Commissioner to hear 
or refuse to hear, will not be reheard except upon the gfround of 
irremediable injury. — Hx parte Spielman, C. D., 1892, 1 ; 58 O. 
G., 141: Simonds, Commr. 

Contrary contention. An appeal based on one contention 
will not be reheard upon the opposite contention, when the ap- 
pellant was originally advised of the latter. — Ex parte Spielman^ 
C. D., 1892, 1 ; 58 O. G., 141 : Simonds, Commr. 

Decision of Acting: Commissioner. Whatever the Commis- 
sioner might do in granting or denying a rehearing on his own 
decision, he must observe the ordinary rules governing rehear- 
ings and new trials when the original decision was rendered by 
the Acting Commissioner. — Webb v. Blicken%derfer, C. D., 1893». 
1 ; 62 O. G., 159 : Simonds, Commr. 

Argument on petition. Rehearings will not be granted as a 
matter of course, nor has a party a right to argue a petition for 
rehearing, but such petition will be treated, as in court practice,* 
as a brief suggestion of the points upon which the question 
arises whether a rehearing may properly be had. — Scott v. Brooks^ 
C. D., 1895, 814; 71 O.G., 1814 : Seymour, Commr. 

Construction of application. It is not a suiBcient reason for 
a rehearing, that a party was " surprised " by an interpretation 
put upon his application with respect to the warrant afforded 
therein for his claim. — Bewey v. Colby, C. D., 1896, 13 ; 75 O^ 
G., 1360 : Fisher, Actg. Commr. 
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Bill in equity open. When a remedy b)'^ bill in equity un- 
der R. S. § 4915 is open to a party against whom a decision of 
the Court of Appeals of the District of Columbia has been ren- 
dered, ihe Commissioner will not grant a rehearing in any case. 
—NaHhall V. Bernadin, C. D., 1896, 15 ; 75 O. G., 1853: Sey- 
MOCB, Commr. 

Time limit. A rehearing on errors of law must be sought 
before the limit of appeal to the Court of Appeals of the Dis- 
trict of Columbia has expired. — Scott v, BrookSj C. D., 1895, 
814; 71 O. G., 1314: Seymour, Commr. Ux parte Messinger^ 
C. D., 1897, 1 ; 78 O. G., 1903 : Seymour, Commr. 

Not a matter of course. Counsel are not under obligation 
to move for rehearings, for while there are important or doubt- 
ful cases that warrant such motion, it is always to be presumed 
that the Commissioner has brought his best judgment to bear on 
the material presented in the briefs and argfuments, and that al- 
though his decision may involve an error of judgment it should 
have some degree of stahiiity. -^Ex parte Attvater^ C. D., 1897, 
56 ; 80 O. G., 965 : Butter worth, Commr. 

Appeal from refusal to rehear. It is doubtful whether ap- 
peal can be taken from the refusal of a tribunal to rehear a case, 
and certainly it cannot be entertained where such tribunal, in 
nominally refusing the rehearing, has examined the case on its 
merits and practically reheard it. — Holt v. Ingersoll^ C. D., 1898, 
200 ; 84 O. G., 1873 : Greeley, Actg. Commr. 



APPLICANTS. 

See Assignees ; also Executors and administrators. 

General right to patent. 

The right to apply for a patent is statutory, and it must ap- 
pear that the applicant has an affirmative legal right derived 
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from statute, rather than a mere equitable right. — Ez parte 
Stevens, C. D., 1892, 87; 69 O. G., 299: Simonds, dnnmr. 

Employees of the patent office. 

An employee of the Patent Office is debarred during his term 
of employment from filing a complete or incomplete application 
for a patent, and any application so filed will be stricken from 
the files.— J5r jparte McElroy, C. D., 1897, 40 ; 80 O. G., 112S : 
BuTTEBWORTH, Commt. 

Joint and sole. 

See Rvle 28 of the IttUes of Practice, 16th ed. 

Employee. One who employs another to make an invention 
for him does not thereby become entitled to apply for and re- 
ceive a patent on the invention, whatever may be his equitable 
rights in the invention and patent of his employee. — Ghreerdee 
and Strom v. Roberts, C. D., 1891, 82 ; 55 O. G., 1399 : Mit- 
chell, Commr. Riley v. Bamatd, C. D., 1892, 127 ; 69 O. 
G., 1919: Simonds, Commr. 

Idea of result. Invention does not lie in an abstract idea of 
the desirability of uniting several old machines into one, but in 
conceiving definitely of a single organized and complete machine 
containing a combination of instrumentalities which perform 
the several functions of the old machine. — Greenlee and Stroem 
V. RobeHs, C. D., 1891, 82; 55 O. G., 1399 : Mitchell, Commr. 

Joint caveators. The fact that a sole applicant previously 
joined with another party in filing a joint caveat for the same 
invention, does not warrant the Office in requiring evidence of 
sole inventorship. — Ex parte Drury, C. D., 1891, 144 ; 56 O. 
G., 1447 : Frothingham, Asst, Commr. 

Sole applicant for joint patent. An application for a patent 
to be issued to joint inventors must be signed and sworn to by 
all the inventors, and an application for such a patent made by 
only one of such inventors cannot be entertained, even although 
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the other of such inventors already has a sole patent for the 
same invention and refuses to join in a joint application. — JEz 
parte Schcuffer, C. D., 1896, 80; 76 O. G., 1118: FiSHBB, 
Adg. Commr, 

Substituted sole application* Where a joint application was 
filed by two persons, only one of whom was the inventor, and 
under Rule 32 of the Rules of Practice, 14th ed., established 
Feb. 9, 1897, repealed June 18, 1897, an amendment to the 
application was entered substituting a proper sole application 
for the improper joint one, hdd that such amendment neverthe- 
less coidd not be permitted to remain in the case subsequently 
to the repeal of the Rule, irrespective of whether the original 
joint application was filed during the existence of the Rule or 
prior thereto. — Ex parte Erne and Bridges^ CD., 1897, 197; 
81 O. G., 2247 : Gbeeley, Actg. Commr. 



APPLICATIONS. 

REQUISITES. 

INCOMPLETE APPLICATIONS 

DEFECTIVE APPLICATIONS. 

PRESERVATION. 

SECRECY. 

Requisites. 

See Rule 30 of the Rules of Practice^ 16th ed. 

Change in Rules. The fact that an application has been ac- 
cepted as conforming to the Rules will not prevent it from fall- 
ing under the operation of a subsequent amendment to the 
Rules changing the requirements as to applications. — Ex parte 
Poole, C. D., 1892, 233 ; 61 O. G., 1655 : Simonds, Commr. 

Joint inventors, duplicate papers. — An application compris- 
ing two sets of papers identical except for the signatures, and 
reciting the fact that the invention is the joint invention of the 
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applicants, and requesting the issue of a patent to them jointly, 
«ach set being signed and sworn to by one of the applicants, is 
a legitimate application. In order to save confusion, however, 
in the entry of amendments, etc., a single copy of the specifi- 
-cation may be required to be filed by the attorney for the ap- 
plicants, in place of the two copies originally filed, the signature 
of the applicants to this copy not being necessary. — Ex parte 
Samuel T. and Charles H. Wellman, C. D., 1899 ; 88 O. G., 
2065 : Greeley, Actg. Commr, 

Attorney in fact. An application executed by an attorney in 
fact, in place of the inventor, has no standing in the Office, and 
it is not permissible to substitute therefor a set of papers exe- 
cuted by the inventor himself, even though the latter execution 
occurred prior to the filing of the former application — In re 
Tropenas, C. D., 1900 ; 90 O. G., 749 : Duell, Commr. 

Execution before consul-general. The execution of appli- 
<3ation papers before a consul-general is not equivalent or analo- 
gous to filing them, so as to entitle them to be substituted for 
defective papers previously filed, and thereupon to take the date 
of their execution as a filing date. — In re Tropenas^ C. D., 1900 ; 
90 O. G., 749 : Duell, Commr. 

Contradictory papers. An application made by two persons, 
comprising an oath sworn to by one of them and alleging that 
he is the sole inventor, a petition in which he requests that a 
patent be granted to himself and the other person as his as- 
signee, but which is signed by both, and a specification alleging 
that both are the inventors, and signed by both, is such an in- 
consistent application that it cannot be corrected by amendment, 
and the only remedy is a new application properly executed. — 
JEx parte Heme, C. D., 1900 ; 90 O. G., 2507 : Duell, 
Commr. 

Unwarranted acceptance. The fact that an application has 
been accepted, given a serial number, forwarded for examina- 
tion under oral instructions, and examined on its merits, will 
not give it a standing, if it did not have a legitimate standing 



APPLICATIONS. 49 

when deposited in the Office. — Ex parte Larigen, C. D., 1899 ; 
87 O. G., 697 : Duell, Commr. 

Petition, reference to specification. The requirement that 
the petition must refer to the specification cannot be disregard- 
ed, and where the word ** accompanying " cannot be used, some 
other terms of reference must be employed. — Ez parte Bud- 
dingtoru, C. D., 1898, 185 ; 84 O. G., 1728 : Greeley, Actg. 
Commr, 



Incomplete applications. 

See Rule 31 of the Rules of Practice^ 16th ed. 

For the subject of applications defectiye by reason of the 
disability of the applicants to file them, see under Applicants, 
Executors, etc. 

Invention unclaimed. When an application discloses an in- 
yention that it does not claim, it is not incomplete as to that 
invention in su€h sense as to deprive the applicant of the benefit 
of his original filing date as to that invention — Forbes v. Thowr 
s<m, C. D., 1890, 185 ; 53 O. G., 2042 : Mitchell, Commr. 

Oath — officer. An application is incomplete if the oath was 
taken before an official not authorized thereto. — Ex parte Hor 
Icanssan, C. D., 1893, 76 ; 63 O. G., 1688 : Fisher, Actg. Commr. 

Averments. An oath is incomplete if any of the averments 

required by the statutes or Rules of Practice are omitted, and 
its incompleteness cannot be cured by amendment, but a new 
oath must be furnished and the application will take the date of 
filing of the corrected oath. — Ex parte Brandy C. D., 1898, 12; 
82 O. G., 893 : Greeley, Actg. Commr. 

Fee. An application is not entitled to an examination until 
the first fee has been paid. — Ex parte Fenno^ C. D., 1890, 138 ; 
52 O. G., 1665 : Mitchell, Commr. 

Specification, residence. The applicant's residence, if omit- 
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ted from the specification, may be supplied by amendment after 
filing, and the case will not be deprived of its filing date because 
of omission thereof . — Ex parte Brandy C. D., 1898, 12; 82 O. 
G., 893 : Greblby, Actg. Commr. 

Drawing. An application is incomplete which is of a nature 
to require, a drawing to show the invention claimed, but which 
is filed without one, or is filed with one not signed and wit- 
nessed. — Palmer and Thompson v. Bailey^ C. D., 1898, 66 ; 83 
O. G., 1207 : DuELL, Commr. 

Process. An application covering a process and disclos- 
ing it sufficiently to permit of examination on the merits, is not 
rendered incomplete by the absence of drawings showing an ap- 
paratus whereby the process may be effectuated, even though 
such drawings may be required under the Rules. — Ex parte Rtcs- 
sell, C. D., 1898, 208 ; 84 O. G., 2021 : Greeley, ^c?f^. Commr. 

Complete disclosure. It is not enough that the papers filed 
form a complete disclosure of the invention, if they do not 
otherwise conform to the essential requirements of the statutes 
and Rules.— ^a: parte Hallbery, C. D., 1898, B8 ; 83 O. G., 
1208 : DuBLL, Commr. 

Defective applications. 

ALTERATION AFTER SIGNATURE. 

Translated specification. The substitution of an English 
specification for one in a foreign language, which latter was the 
one actually signed and sworn to, is in violation of Rule 31 and 
such application will be stricken from the files. — Ex parte Alt- 
mann, C. D., 1897, 52 ; 80 O. G., 1475 : Hutterwobth, Cbm^nr. 

Ribbon cut. If the ribbon passing beneath a consular seal 
has been cut, and the applicant makes no response to an order 
to show cause why his application should not be stricken from 
the files, it will be stricken therefrom. — Ex parte Kupper, C. D., 
1898, 5 ; 82 O. G., 186 : Greeley, Actg. Commr. 
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Preservation. 

TRANSFER TO ANOTHER APPLICATION. 

Drawings. The Office cannot permit the record of an appli- 
cation once filed to be in any way altered by so radical a meas- 
ure as the removal of one of its parts, as by the transfer of 
drawings to a substitute application. — Ex parte Ayres^ C. D., 
1890, 103 ; 51 O. G., 1944 : Fisher, Act^. Commr. Ex parte 
Vvlte, C. D., 1895, 1 ; 70 O. G., 631 : Seymour, Commr. 

Fee. The transfer of a fee from one application to another 
can be effected only when it can be construed as a return and 
re-payment of the original fee. — Ex parte AyreBy C. D., 1890, 
103; 51 O. G., 1944 : Fisher, Actg. Commr. Ex parte Aror 
kelion, C. D., 1898, 243; 85 O. G., 1077 : Greeley, Actg. 
Commr. 

RETURN TO APPLICANT. 

Incomplete application — complete except fee. When all the 
parts of an application except the fee have been deposited in the 
Office, they will not be returned to the applicant. — Ex parte Van 
Etten, C. D., 1897, 68 ; 80 O. G., 1760 : Greeley, Actg. Commr. 

Incomplete parts. Applications which do not comprise 



all papers necessary to a complete application properly executed 
may be returned to enable the applicant to complete the papers^ 
and this may be done whether the filing fee has been paid or 
not.— Ex parte Van EUen, C. D., 1897, 68; 80 O. G., 1760: 
Greeley, Aetg. Commr. 

Cancelation of marks. It is a matter of grave doubt wheth- 
er any paper or drawing relating to an application for patent^ 
whether such application be complete or not, which has been 
filed and stamped or otherwise marked with the date of receipt 
should be returned, and in any case it should not be returned 
except on a satisfactory showing and on erasure or cancelation 
of such mark.— Ex parte Van Etten, C. D., 1897, 68; 80 O. G., 
1760 : Greeley, Actg. Commr. 
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Secrecy. 

See Rule 15 of the Mules of Practice^ 16th ed. 

See Caveats; also Abandoned applications; also Interferences^ 

inspection of files. 

EVIDENCE IN INTERFERENCE. 

A party to an interference who in order to establish the 
record date of a certain application has put the application itself 
in evidence, has not thereby lost his right to secrecy to such an 
extent that, after the termination of the interference, a person 
not a party thereto may, without showing special cause, obtain 
a certified copy of such application. — Ex parte Dyer^ 56 O. G., 
1564 ; C. D., 1891, 152 : Simonds, Commr. 

DEFENSE TO SUIT. 

Defeat of justice. Rule 15 ought not to be carried so far as 
to defeat the ends of justice by keeping out of a party defen- 
dant's reach evidence essential to the proving of his case. — Ex 
parte American Bell Telephone Co., C. D., 1893, 46 ; 63 O. G., 
152: Simonds, Commr. 

Allegations. The mere allegation on the part of a party 

to a suit that it is necessary to his case to offer as evidence a 
copy of a pending application of the adverse party in suit, with- 
out stated reasons to support the allegation, is insufi&cient. — Ex 
parte Walworth Mfg. Co., C. D., 1898, 7 ; 82 O. G., 187 : 
Gbbeley, Actg. Commr. 

Admissible evidence. The fact that suit has been brought 
against a party is not a sufficient reason for giving him access 
to portions of a pending application which would be admissible 
evidence in the suit. — Ex parte American Bell Telephone Co., C. 
D., 1893, 46 ; 63 O. G., 152 : Simonds, Commr. 

Request of court. When a court of competent jurisdiction, 
having a case before it, advises the Office that certain records 
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pertaming to a pending application are essential to the proper 
decision of the case, the Office will furnish them. — Ez parte 
American Bell Telephone Co,, C. D., 1893, 46; 63 O. G., 152: 
SiMONDS, Commr. 

Absence of request. As a general rule it will probably 



be found safer to require an ordei or certificate from a court of 
competent jurisdiction before furnishing parties with copies of 
pending or abandoned applications, but the Commissioner, on a 
proper showing, may furnish such copies in the absence of such 
order or certificate. — Metropolitan West Side Elevated Railroad 
Co. V. Siemens, C. D., 1898. 220 ; 85 O. G., 290 : Duell, C(nnmr.^ 

Commissioner's decision. That a decision of the Commis- 
sioner has been published wherein certain conclusions have been 
drawn respecting a pending application, which conclusions are 
material in a suit in the courts, is not a sufficient reason for giv- 
ing a party to the suit access to the Office records supporting 
the said conclusions. — Ex parte American Bell Telephone Co.y 
C. D., 1893, 46 ; 63 O. G., 152 : Simonds, Commr. 

Applicant not interested. A request for a copy of a pending 
application for use in a suit, though seconded by a certificate of 
the judge that the copy is required as evidence, will not be 
granted when it does not appear that the applicant is interested 
directly or indirectly in the suit, or that he expressly assents to 
the request, or that he has been called as a witness in the suit 
and asked to produce the desired copy. — Ex parte Stockton, C. 
D., 1897, 24 ; 79 O. G., 683 : Fisher, Actg. Commr. 

Hearing applicant. Under no circumstances will a copy of 
an application, even of an abandoned application, be furnished 
without first giving a hearing to the applicant ; and the Office 
should not even proceed to a hearing without a prima facie 
showing of reasons for furnishing the desired copy. — Ex parte 
WalwoHh Mfg. Co., C. D., 1898, 7; 82 O. G., 187 : Greeley, 
Actg. Commr. 

References in file of patent in suit. In a suit brought on a 
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certain claim of a patent, where there appears in the file-con- 
tents of the application on which the patent was granted a refer- 
ence to another application in connection with the question of 
patentability of the said claim, the defendant in the said suit 
will be furnished with a copy of such other application. — Metro- 
politan West Side Elevated Railroad Co, v, Siemens^ C. D., 1898, 
220 ; 85 O. G., 290 : Duell, Commr. 

Reference in deposition. If a deposition, originally given in 
another case, has been stipulated into the record of a suit upon 
request of one of the parties thereto, and such deposition re- 
fers to a pending or abandoned application in connection with 
the patentability of a claim in suit, such party cannot be heard 
to urge that such application is not material and relevant evi- 
dence in such suit, in opposition to a request upon the Office 
by the other party to the suit for a copy of such application. — 
Metropolitan West Side Elevated Railroad Co, v, Siemens^ C. D., 
1898, 220 ; 85 O. G., 290 : Duell, Commr. 



ARTICLE OF MANUFACTURE. 

Edifice. It is believed that no case can be found in which 
the term " manufacture " has ,ever been construed to include 
any article that cannot be classed as personal property. — Ex parte 
Leivis, C. D., 1891, 61 ; 54 O. G., 1890 : Mitchell, Commr. 



ASSIGNEES. 

APPLICATION. 
PROSECUTION. 
INFORMATION. 
ISSUE OF PATENT. 
EMPLOYER AND EMPLOYEE. 

Application. 

Divisional application. An application having been filed 
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which was assigned in full, and division having been required, 
and the applicant having canceled certain claims preparatory to 
filing a divisional application, and then having died, his assignee 
cannot file a divisional application containing the said claims, 
without the co-operation of the executor or administrator of the 
deceased inventor. — Ex parte Stevens^ C. D., 1892, 87 ; 59 O. 
G., 299 : SiMONDS, Commr. 



Prosecution. 

See also Attorneys^ revocatioyi. 

Interference. If a party in interference dies, having previ- 
ously made an entire assignment of his invention, it would seem 
that the assignee may prosecute the interference. — Chase v. 
Ryder, C. D., 1892, 219 ; 61 O. G., 885 : Simonds, Commr. 

Equitable rights. An agreement to assign is not an instru- 
ment under which an assignee can be recognized as such in the 
prosecution of the case. — In re Macphail, C. D., 1899 ; 89 O. 
G., 521 : DuELL, Commr. 

Inclusive assignment. A general assignment of all inven- 
tions of the class to which the application in question belongs, 
not identifying that application itself, is not an instrument that 
can give the assignee the right to recognition in the prosecution 
of the c^Q.—Inre Maephail, C. D., 1899 ; 89 O. G., 521. 

Certainty of identification. Although plausible reasons can 
be given why an assignment does not identif}' an application, 
and though the probability may be that it was meant to apply 
to that application, this is not enough, for it is certainty 
and not probability which is required. — Ux parte Williamson^ C. 
D., 1899 ; 88 O. G., 2065 : Greeley, Acty. Commr. 

Decree of court. A preliminary injunction in favor of an 
assignee against an applicant, in a suit instituted to determine 
their mutual rights, forbidding the applicant to conve}' away the 
invention or prosecute the application, is not authority for rec- 
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ognizing the assignee in the prosecution of the case, when his 
assignment itself is not of a character to entitle him to that 
recognition. — In re Macphail^ C. D., 1899; 89 O. G., 521: Du- 
ELL, Commr. 



Information. 

General rule. An assignee whose assignment does not on 
its face unmistakably identify the invention assigned cannot 
ordinarily be permitted to inspect an application against the 
wish of the applicant. — Ex parte Lorentz^ C. D., 1892, 77 ; 59 
O. G., 158 : SiMONDS, Commr. 

Decree of court. Although an assignee may claim under an 
assignment not identifying the application so as to give him a 
right to prosecute it, nevertheless there may be circumstances 
under which he will have a right to be kept informed of its pro- 
gress. [In this case the circumstances had reference to a pre- 
liminary injunction in favor of the assignee against the appli- 
cant, enjoining the latter from conveying away the invention or 
altering the application. The application having become in- 
volved in an interference, the assignee was furnished with cop- 
ies of the declaration, preliminary statements, notices, etc., and 
was allowed to attend hearings and the taking of testimony. — 
Reiner v. MacphaU, C. D., 1899 ; 89 O. G., 521 : Duell, 
Commr. 



Issue of patent. 

Doubtful case. In a case that the courts have left doubtful, 
the Office will issue the patent to the applicant. — Riley v. Bar-- 
nard, C. D., 1892, 127 ; 59 O. G., 1919: Simonds, Commr. 

Territorial grant. The Commissioner is authorized to grant 
patents only to assignees of the whole interest or of an undi- 
vided part thereof. — Hx parte BucJianan^ C. D., 1891, 104 ; 56 
O. G., 140 : Mitchell, Commr. 
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Lefi^al and equitable interests. In the issue of a patent 
equitable interests will not be recognized. — Shedlock v. Hannay 
C. D., 1890, 4 ; 50 O. G., 166 : Mitchell, C(mmr. Ex parte 
Nichols, CD., 1897, 70: 80 O. G., 1891: Greeley, Actg. 
Cammrm 

Interests in conflict. The Patent OiBce can neither decide 
between interests in conflict, upon ex parte or extraneous evi- 
dence, nor await the settlement of such a conflict in the courts. 
—Shedlock V. Hannay, C. D., 1890, 4 ; 50 O. G., 166 : Mitch- 
ell, Commr. 

Discretion. In case of a conflict of title between different 
assignees it is within the discretion of the Office to issue the 
patent to the inventor. — Ex parte Spielman, C. D., 1892, 1 ; 58 
O. G., 141 : SiMONDS, Commr, Ex parte McFarlane, C. D., 1896, 
37 ; 76 O. G., 1418 : Fisher, Actg. Commr. 

Identification of application. The Commissioner cannot take 
any practical notice of any paper alleged to be an assignment of 
an interest in an application or patent, which does not specifically 
designate the latter, and where, from the nature of the case, 
such specific designation is impossible, the Office will not receive 
extraneous evidence to connect the assignment with the appli- 
cation or patent. — Ex parte Gallatin, C. D., 1892, 106; 59 O. 
G., 1104: Simon DS, Commr. 

Foreign patent. An assignment does not sufficiently 

identify the invention when it states that it is the same as that 
covered by a specified foreign patent, nor is the defect remedied 
by a statement contained in the application itself that it has been 
patented abroad by the said foreign patent, and such assignee 
will not be recognized in the prosecution of the case or issue of 
the patent.— ^ j^ar^e ChillingswoHh, C. D.,1897, 72: 80 O. G., 
1892: GB.EELEY, Actg. Commr. 

Assignee and applicant. To issue the patent jointly to an 
assignee and applicant when the latter so requests, has long been 
the practice, and is not inconsistent with Opinion Atty. Gen., 
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vol. 4, 339, and vol. 9, 403. — Ex parte Fmoler ayid Huttanj C. 
D., 1893, 111 ; 64 O. G., 1131 : Fisher, AssL Commr. 

Dispute after issue. If upon the record the Ofi&ce has made 
no mistake in issuing the patent to certain parties, a question of 
ownership subsequently arising should be relegated to the courts. 
—Ex parte Fowler and Button, C. D., 1893, 111 ; 64 O. G., 1131 : 
Fisher, AbsL Commr. 

Date of record. Rule 201 requires that where an assignee 
desires the patent to issue to himself, as of right and against the 
wish of the applicant, he must place his assignment on record 
at a date not later than that on which the final fee is actually 
paid. [Referring without adverse comment to the practice of 
pving effect to an assignment recorded later, with the approval 
of the applicant.] — Ex parte Cote Company, C. D., 1893, 138; 
65 O. G., 1915: Decis. Secr. Int. opinion of Asst. Atty, den. 
Hall. 

Assignee of single joint applicant. The assignee of the in- 
terest of a single joint applicant may, upon proper request of 
the latter, be made one of the patentees in his place, without 
the assent or consent of the other applicant. — Ex parte Fowler 
et al,, C. D., 1894, 109 ; 69 O. G., 1641 : Fisher, Actg. Commr. 

Conditional assignments. An assignment regular on its face 
and regularly recorded must be considered an absolute assign- 
ment until canceled upon the written consent of both parties, or 
upon the decree of a competent court. — Ex parte Nichols, C. D., 
1897, 70 ; 80 O. G., 1891 : Greeley, Aetg. Commr. 

See Rule 200 of the Rules of Practice, 16th ed. 

Right reserved. If in an instrument alleged to be an assign- 
ment the applicant has reserved to himself the right to use the 
invention for a certain purpose, the conveyance is only a li- 
cense, and the patent will not be issued to the grantee. — Ex 
part^ Rosback, C. D., 1899 ; 89 O. G., 705 : Duell, Commr. 

Transfer of part of invention. An instrument granting all 
right, title, and interest, excepting so much thereof as relates 
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** to the combination of the continuous with the interrupted or 
alternating system in the same circuit," is not an assignment. — 
Ex parte Hunter, C. D., 1891, 122; 56 O. G., 929: Froth- 
ing ham, Actg. Commr, 

Request in license. The presence, in an instniment that 
fails of being an assignment, of a request that the patent issue 
to the grantee, will not authorize the OflSce so to issue it. — Ex 
paHe Rosback, C. D., 1899 ; 89 O. G., 705 : EXuell, Commr, 

Notice of disregard. It is not the duty of the Office to 

notify a licensee under a license which contains a request to 
have the patent issue to him, that this request will be disre- 
garded.— JJr jt?arf« Ro9back, C. D., 1899; 89 O. G., 705 : Du- 
ELL, CoTrnnr. 

Payment of final fee. The payment of the final fee by a 
person who supposes himself entitled to have the patent issue 
to him, made without the Office knowing the source of the pay- 
ment, will not entitle such person to either appear as patentee 
or have the fee refunded. — Ex parte Rosback^ C. D., 1899 ; 89 
O. G., 705 : DuELL, Commr. 

Overiapping applications. When two applications having 
some subject-matter in common have been filed by the same 
applicant, and one of them has been assigned, or both have been 
assigned to difiPerent assignees, the assignee, or the assignee first 
in legal right, as the case may be, is entitled to a patent cover- 
ing everything patentable in the application assigned to him, 
while the applicant, or the other assignee, as the case may be, 
is entitled to whatever appears only in the other application, and 
for the purpose of properly restricting the latter application the 
applicant may inspect the former. — Ex parte McLaughlin, C. D., 
1891, 67-8 ; 55 O. G., 863-4 : Mitchell, Commr. Ex parte 
Spielman, C. D., 1891, 162 ; 50 O. G., 1707 : Simonds, Commr. 

Employer and employee. 

Not employed to invent. Under the authority of Solomons v. 
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United States^ 137 U. S., 342, when an employee who is not em- 
ployed to invent makes an invention in the line of his work, 
using the facilities of the employer for perfecting it, the addi- 
tional element of explicit assent to use of the invention by the 
employer must be shown, in order to constitute the latter a 
licensee ; this being true whether the employer is or is not the 
United States Government — Riley v. Barnard^ C. D., 1892, 127 ; 
59 O. G., 1919 : Simonds, Commr. 

Employed to Invent. In order to give an employer a right in 
an invention of an employee, on the ground that the latter was 
employed to invent it for the benefit of the former, it must very 
clearly appear that such was the condition of the employment. 
—Riley v. Barnard, C. D., 1892, 127; 59 O. G., 1919: 
Simonds, Commr. 



ASSIGNMENTS. 
Joint applicant. 

A joint inventor may assign his right without the assent of 
his co-inventor. — Ex parte Fowler and Sutton, C. D., 1898, 111 ; 
64 O. G., 1131 : Fisher, Asst. Comnir. 

Record. 

See Rtde 198 of tlie Rules of Practice, 16th ed. 

Protests. A paper stating that a certain assignment, which 
has been recorded, is false and fraudulent, is not entitled to be 
recorded or noted in connection with the said assignment on the 
record, nor will the Office refuse to record other conveyances 
resting on the same basis as the said assignment, on the strength 
of such protest, when the allegations contained in the latter 
have never been sustained by a court of competent jurisdiction. 
— Ex parte Backus Portable Steam Heater Co., C. D., 1892, 13; 
58 O. G., 385 : Simonds, Commr. 
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Validity. In recording assignments the Office acts minister- 
iaUy and will not investigate their vaUdity before recording 
them. — jEt parte Backus Portable Steam Heater Co.y C. D., 
1892, 13 ; 58 O. G., 385 : Simonds, Oommr. Ex parte Church 
et al., C. D., 1898, 35 ; 82 O. G., 1987 : Duell, Commr. 



ATTORNEYS. 

AUTHORITY. 
APPOINTMENT. 
REVOCATION. 
GROSS MISCONDUCT. 

Authority. 

Qeneral rule. The Office, having dealt with a regularly con- 
stituted attorney who has acted apparently within his authority, 
and not having been put upon its guard in any way against re- 
lying on his actions, will not subsequently receive evidence out- 
side the record to show that he exceeded his instructions. — Ex 
parte Fowler and Hutton, C. D., 1893, 111; 64 O. G., 1131: 
Fisher, Actg, Commr. 

Associate attorney. The rules of agency extend to the acts 
of associate attorneys performed in good faith. For example, 
it is within the authority of an associate attorney to divide a 
case, upon the requirement of the Office, and the claims thus 
divided out cannot be restored by the principal attorney, even 
though he was ignorant of the division at the time it was ef- 
fected.— JKr parte Clausen, C. D., 1899 ; 88 O. G., 2243 : 
Gbeely, Actg, Commr. 

Appointment. 

Joint applicants. When one of two joint applicants has filed 
a sole application for the same invention, his consent to the ap- 
pointment of an attorney in the joint application will be unnec- 
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essaiy. — Ex parte Benjamin and Bailey^ C. D., 1892, 85; 59 
O. G., 298 : Simonds, Commr. 

Revocation. 

See Rvle SO of the Rvles of Practice^ 16th ed, 
IDENTIFICATION OF INVENTION. 

General rule. The Ofi&ce cannot take notice of an alleged 
interest invoked to prevent the revocation of a power of attor- 
ney, when the instrument relied upon to establish that interest 
does not specifically designate the application intended. — Hx 
parte Gallatin, C. D., 1892, 106; 59 O. G., 1104: Simonds, 
Commr. 

Equitable interest. The Office cannot take notice of an al- 
leged interest invoked to prevent the revocation of a power of 
attorney, when the interest is only equitable. — Ex parte Firsch- 
ing, C. D., 1897,49 ; 80 O. G., 1272 ; Greeley, Actg. Commr. 

DEATH OF APPLICANT. 

Statement of attorney. A statement from an attorney that 
the applicant is dead is sufficient evidence on which to consider 
the power of attorney revoked, although it may not otherwise 
be sufficient evidence of death. — Decker v. Loosley, C. D., 1896, 
106 ; 77 O. G., 2140 : Fisher, Actg. Commr. 

ASSIGNED APPLICATION. 

A» to the requisites of assignments, under ivhich assignees can he 

recognized as such, see Assig^iees. 

Entire assignment. The assignee of the entire interest, 
whatever the date of assignment, may appoint and dismiss an 
attorney to the exclusion of the applicant, and while the latter 
may revoke a power given by himself, the assignee may, it would 
seem, reappoint the same attorney. — Ex parte Anderson, C. D., 
1893, 12; 62 O. G., 449: Simonds, Commr. 
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Part interest— Joint appointment. When an applicant has 
joined with an assignee of less than the whole interest, or with 
a grantee or licensee, in the appointment of an attorney, a joint 
revocation would seem to be necessary ; but the applicant may 
subsequently appoint an attorney to act alone. — Ex parte An- 
dersafi, C. D., 1893, 12; 62 O. G., 449: SmoNDS, Commr. 

Sole appointment. When an applicant alone has ap- 



pointed the attorney in a case where there is an assignee of less 
than the entire interest, or a grantee or licensee, he may revoke 
and reappoint without the assent of such interested party. — 
Ex parte Andersm, C. D., 1893, 12 ; 62 O. G., 449: Simonds, 
Cammr. 

Gross misconduct. 

See Mule 22 of the Mules of Practice, 16th ed. 

Nature of trial. The relation of an attorney to the Ofi&ce is 
not the same as the relation of a lawyer to a judge ; a proceed- 
ing to disbar an attorney for gross misconduct is not a quMsi 
judicial proceeding; the proof offered need not establish the 
charge beyond a reasonable doubt ; and the attorney respondent 
cannot, without prejudice, refuse to explain his reasons for not 
having performed a plain duty to a client, or for having mis- 
stated a fact to a client to his injury, or for having withheld a 
fact necessary for the client's guidance. — In re John Wedderbum 
and John Wedderbum ^ Co., C. D., 1897, 77 ; 81 O. G., 159 : 
BuTTERW^ORTH, Commr. ; Greeley, Asst. Commr. 

Corporation respondent. When a corporation conducts the 
business side of a patent business, while its representative be- 
fore the Office is an individual who is conversant with its busi- 
ness transactions, each is responsible for gross misconduct on the 
part of the other, and both may be disbarred ; and the employees 
of the corporation may be denied individual recognition, unless 
they can show by clear and convincing evidence that they had 
no part in, and no responsibility whatever for, its gross miscon- 
duct. — Ibid. 
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Conduct cognizable. The gross misconduct that is cogniza- 
ble by the Commissioner may pertain not simply to the prose- 
cution of applications, but to the methods of the attorney in 
jsecuring business and in dealing with clients. — Ibid. 

Standard of judgment. The standard of integrity and char- 
acter of attorneys practising before the Patent OiBce should be 
as high as that applied to members of the bar of a court — Ibid. 

Attorney and client. The relation of an attorney to his cli- 
ent is a confidential relation, the client resting confidence in the 
attorney, and the attorney giving his client, under the highest 
obligation, his best efforts and his best judgment, and acting 
toward him with perfect candor. — Ibid. 

Value of invention. It is gross misconduct to mislead clients 
by advertisements or correspondence as to the value of their 
supposed inventions, inducing them to believe that they have 
invented something remarkable, when it should be obvious to 
the attorney that they have discovered or invented nothing of 
value ; such means of deception comprising unwarranted praise 
of the invention, or money valuation set upon it, or prize 
awards, or rolls of honor, or medals, or newspaper write-ups, 
etc. — Ibid. 

Rights and prolmbilities. It is gross misconduct to implied- 
ly advise a client to take certain steps, by stating that they can 
be taken, and more especially by stating that the utmost efforts 
will be employed to make them successful, when the attorney 
knows that such steps can confer no rights upon the client ; as, 
for instance, to state the steps necessary to filing a^. application, 
after a search has disclosed a complete anticipation, even though 
the latter has been shown to the client ; or to state the steps re- 
quired for an appeal, in a similar case ; or for applying for for- 
eign patents, or for effecting a sale of the invention. — Ibid. 

Sell-laudation. Flaming and self-laudatory advei'tisements, 
while exceptional among capable and honorable lawyers, cannot 
be said to be immoral or reprehensible if properly utilized. — Ibid. 
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Qeneral intention of acts. While each act of a course of 
business may, considered by itself, merit no more than a rebuke, 
nevertheless the course of business as a whole may constitute 
gross misconduct, if it is designed to result, and does result, in 
obtaining money for little or no return. — Ibid, 

nisrepresentation of success. Misrepresentation of success, 
as of the amount of business done, or the ratio of successful re- 
sults, may be an element of gross misconduct. — Ibid. 

Prizes. Misleading statements as to prizes offered by an at- 
torney may be an element of gross misconduct. — Ibid. 

Selection of recipients. To advertise that all inventions 
submitted are to be passed upon by a board of award, and then 
to refer to that board only such of the inventions as have been 
selected for that purpose by other persons, may be an element 
of gross misconduct. — Ibid. 

Deception subsequently corrected. To get into communication 
with a client by deceptive advertisements, even though he after- 
ward, and before he has parted with money, is undeceived, may, 
in connection with other acts, be an element of gross miscon- 
duct — Ibid. 

Field for invention. To represent that old and well-worked 
fields of invention are instead new and untried fields, in which 
inventions of value could readily be made, may be an element 
of gross misconduct — Ibid. 

Results of searches. It is the duty of an attorney not only 
to have a search properly made by a competent person skilled 
in such matters, who shall personally thoroughly examine the 
records of the Patent Office, but it is also his duty to report the 
result fully and correctly to his client, explaining the bearing of 
such references as are not completely anticipating, but throw 
doubt on the advisability of taking out such a patent as could 
be obtained. — Ibid. 

Invention believed unpatentable. It is perhaps an open 
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question whether an attorney may properly prepare and file an 
application on an invention which he believes to be unpatenta- 
ble. If he absolutely knows that the invention is old, he is 
false to his client and to the Office, for he owes the latter a 
duty not to aid in attempting to take from the public what has 
become common property. If he does not know, but neverthe- 
less believes the invention to be unpatentable, he can only file 
an application by express direction of the client, after inform- 
ing him of his belief and of the reasons therefor. Anything 
else is gross misconduct. — Ibid. 

Retention of excess tees. A retention of excess fees after 
they are known to be in excess, is nothing less than petty cheat- 
ing. — IMd. 

Foreign patents. Advice to take out foreign patents should 
be given to clients only when it is clear that such patents will 
be of advantage to them, inasmuch as such patents, where the 
client has no means of exploiting them, and where the invention 
.is narrow, often give no return for their cost — Ibid. 

Advice of progress of case. While it is not an attorney's 
duty to notify his client of every action in advance, he is bound 
to inform him of what he should know, and, when he does in- 
form him, to disclose the truth and act with candor. Conceal- 
ment of the fact of rejection, while urging further expenditure, 
is gross misconduct. — Ibid. 

Obligation to contribute skill. An attorney is employed for 
his skill and experience, and when he not only fails to exercise 
them, but omits to do so for an unworthy purpose, it is gross 
misconduct. — Ibid. 

Appeals. To accept an appeal fee and prosecute an appeal, 
where the attorney knows that the case is unpatentable, pro- 
ceeding without hesitation or explanation, and keeping the 
client in ignorance of the true significance of the rejection, is 
gross misconduct. — Ibid. 

Failure to appear. Failure to appear in support of an appeal, 
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where there was patentable matter in the case, after agreeing to 
do 80, is gross misconduct. — Ibid, 



BILL IN EQUITY, 

Execution of decree pending appeal. Upon proceedings taken 
nnder R. S., § 4915, to obtain the issue of a patent when the 
application therefor has been denied by the Commissioner, if 
the circuit court enters a decree for the petitioner, the Com- \/ 

missioner will proceed at once to grant the patent, and will not 
delay by reason of an appeal from the decision of the circuit 
court haying been taken and allowed, provided the appeal, as 
taken, does not, by the rules of the appellate court, operate as a 
iupersedeas. — Daniels v. Morgan^ C. D., 1891, 31 ; 54 O. G., 
1113: Mitchell, Commr, 



CAVEATS. 

FILING. 
RENEWAL. 
NOTICE. 
SECRECY. 

Filing. 

General rule. In the absence of any expressed statute 
right, no one but the inventor himself can file or renew a caveat. 
--Ex parte Conklin, C. D., 1898, 86; 83 O. G., 1660: Duell, 
Commr, 

Executor. The executor of a deceased inventor cannot file a 
caveat for his invention. — Ex parte Conklin^ C. D., 1898, 85; 88 
0. G., 1660 : DUELL, Commr. 

Renewal. 

Ris:ht to renew. The so-called renewal of a caveat is not an 
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extension of the caveat originally filed, but is a new caveat 
based upon and utilizing the papers originally filed ; and the 
right to renew a caveat therefore depends upon the right to file 
a new and independent one. ( Cyrenu9 Wheeler jr. v. Q-. M. 
Peters, C. D., 1870, 141.^— Hx parte Conklin, C. D., 1898, 85 ; 
83 O. G., 1660 : Duell, Commr. 

Executor. The executor of a deceased inventor cannot renew 
a caveat filed by the inventor. — Ex parte Conklin, C. D., 1898, 
85 ; 83 O. G., 1660: Duell, Commr. 

Discontinuous renewals. It would seem that renewals of a 
caveat need not be continuous to retain their individual force. 
Ex parte Conklin, C. D., 1898, 85 ; 83 O. G., 1660 : Duell, 
Commr. 

Notice. 

Bxtension of time. The Office has no power to extend the 
time for filing the caveator's application. — Ex parte Moore, C. 
D., 1893, 53 ; 63 O. G., 463 : Frothingham, Asst. Commr. 

Renewal applications. When a renewal application is filed 
during the life of a caveat, the original application which was 
forfeited having been filed previously thereto, the caveator is 
not entitled to notice, his right to notice extending only to ap- 
plications filed for the first time during the life of the caveat. 
Ex parte Graves, C. D., 1893, 132; 65 O. G., 2059: Fisher, 
Actff. Commr. 

Secrecy. 

Evidence in suit. A party defendant in a suit on a patent 
which was granted on an application which was involved in an 
interference in which the applicant testified that he had filed a 
caveat protecting the invention, is not entitled, on this showing, 
to inspect the caveat. — Ex parte Pollok et al., C. D., 1892, 103 ; 
58 O. G., 939 : Simonds, Commr. 
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Interference. A party in interference is not entitled to ob- 
tain a copy of a caveat filed by his opponent and inferred to, 
and quoted from, by the latter in an affidavit under Rule 75 to 
antedate a reference cited in the ex parte treatment of the case 
prior to the institution of the interference. — In re Lowry C. D., 
1900 ; 90 O. G., 445 : Duell, Commr. 

After expiration. The secrecy that invests a caveat con- 
tinues after its expiration. — Ex parte Pollok et aL, C. D. 1892, 
103 ; 59 O. G., 939 : Simonds, Commr. 



CLAIMS. 

BREADTH. 

" MEANS," ETC. 

REDUNDANCY. 

MISCELLANEOUS. 

Breadth. 

General rule. It is the well-settled policy of the Patent 
Office to allow applicants to claim their inventions as broadly 
as possible in view of the state of the art. — Ex parte Halfpen- 
ny, C. D., 1895, 91 ; 73 0. G., 1135 : Fisher, J««f. Commr. 
Ex parte Weaver, C. D., 1897, 165; 81 O. G., 967: Butter- 
worth, Commr. Ex parte Rollis, C. D., 1899 ; 86 O. G., 489: 
Greeley, Asst Commr. 

Pioneer inventions. In patents representing the maturity of 
the art claims must be drawn with all reasonable restrictions, so 
that they shall be valid in spite of everything contained in the 
prior art ; while in the case of patents that represent the infancy 
of an art» or the stage of its earliest practical development, the 
Office is solicitous that the claims shall protect the inventor 
against infringement that appropriates the principle of the in- 
vention while evading the particular form and structure that 
the patent shows ; and in this case the Patent Office will respect 
the requirements of statute, yet will leave something to con- 
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struction in the courts. — Ex parte Pacholder^ C. D., 1890, 55; 
51 O. G., 295 : Mitchell, Commr, Ex parte Knudsen^ C. D., 
1895, 29 ; 72 O. G., 589 : Fisher, Actg. Commr. 

Order of combination. If the elements of a combination 
might be variously arranged, within the idea and scope of the 
invention in view of the prior art, it would seem to be the duty 
of the Patent Office to permit the terms of the claims to be 
broad enough to cover the various arrangements. — Ex parte 
Tobie, C. D., 1890, 28 ; 50 O. G., 992 : Mitchell, Commr. 

Idea dearly stated. Where the idea is clearly stated and the 
combination or relation of parts to produce a desired end is 
plainly expressed, the breadth of the statement of the claim is 
no reason for objecting to it. — Ex parte Weaver^ C. D., 1897, 
165 ; 81 O. G., 967 : Buttebworth, Commr. 

" Means," etc. 

Idea of means. When the word " means," or the like, is 
connected with limiting language which expresses the invention 
that has been made, as distinguished from the result attained by 
that invention, it is legitimately used. — Ex parte Pacholder^ C. 
D., 1890, 55 ; 51 O. G., 295 : Mitchell, Commr. 

•• Substantially as described." While the phrase " substan- 
tially as described " may be a sufficient limitation to the word 
" means," when the latter is applied to an adjunctive element 
in a claim, it is not a sufficient limitation to define the ele- 
ment of novelty; construing ex parte Pait/e (C. D., 1887, 
71) as establishing this point, but not as governing the extent 
to which additional qualification must be employed. — Ex parte 
Pacholder, C. D., 1890, 55 ; 51 O. G., 295 : Mitchell, Commr. 

Generic language. When a " device for " performing a spec- 
ified function is not claimed per se^ but only as one element of 
a combination, it is not a valid objection to such phraseology 
that it might apply to any of a plurality of specific devices 
described in the specification, but it should be excluded, if at 
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aU, as too broad in view of the prior art — Ex parte BaackeSy 
C. D., 1893, 70 ; 63 O. G., 909 : Frothingham, Actg. Commr. 

Anticipation. Claims that contain as elements ^^ means," or 
the like, for effecting certain functions, can only be rejected on 
references that show the same combination of elements having 
the same functional characteristics. — Ux parte Knudsen^ C. D., 
1895, 29; 72 O. G., 589 : Fisher, Actff. Commr. 

Functional limitation. The mere fact that the word 
** means," or the like, appears in a claim, limited only by the 
function which such means performs, does not make the claim 
vague or indefinite. — Ux parte Halfpenny, C. D., 1895, 91 ; 73 
O. G., 1135: Fisher, Asst. Commr . 

Combination. Where the invention does not lie in any par- 
ticular element, but in the combination claimed, the enumeration 
of the elements of the combination as " means," or the like, for 
performing stated functions, does not make the claim indefinite 
or vague, and any adverse action must be a rejection on the prior 
^rt—Hx parte Halfpenny, C. D., 1895, 91; 73 O. G., 1135: 
Fisher, Asst Commr. 

Question of novelty. Whether the novelty in a claim resides 
in the specific mechanism can be determined only by reference 
to the priof art, and the question resolves itself into one of 
novelty.— ^2: parte Halfpenny^ C. D., 1895, 91 ; 73 O. G., 1135 : 
FiSHBR, Asst. Commr. 

New element. Although the only element that distinguishes 
a combination claim from the prior art is expressed simply as 
" means " for doing a certain thing, the claim is not thereby 
rendered indefinite or objectionable, but must be dealt with on 
the meniB.—I!x parte Weaver, C. D., 1897, 165 ; 81 O. G., 967 : 
BuTTERWORTH, Commr. 



Redundancy. 

Genuine purpose of applicant. Where there is an evident 
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purpose on the part of the applicant to state the various claims 
in such a manner as not to embrace in any two' claims the same 
subject-matter of invention, the Office should not be exacting, 
but should remember that the exigencies of litigation cannot be 
altogether anticipated. — Ex parte Johnson^ C. D., 1891, 16 ; 54 
O. G., 505 : Mitchell, Cmtmr, 

Simple invention. A simple invention should not be made 
the subject of numerous claims dijffering in mere phraseology or 
mode of expression without a corresponding dijfference in the 
concrete subject-matter on which they are based. — Ex parte 
Johnson^ C. D., 1891, 16 ; 54 O. Q., 505 : Mitchell, Commr. 

Different elements. A variation in the number or identity of 
the elements of two or more claims shows that the claims are 
not objectionable as redundant. — Ex parte Sawn^ C. D., 1891, 
44 ; 54 O. G., 1561 : Mitchell, Commr. 

Elements not implied. A claim containing an element not 
expressed in another claim nor apparently necessarily implied 
therein, is not objectionable as redundant — Ex parte Baacke8j 
C. D., 1893, 70 ; 63 O. G., 909 : Frothingham, Actff. Commr. 

Application of tests. The Office is more liberal in construing 
the dijfferences between claims embraced in a single application 
than between claims in separate applications, both as to the ma* 
teriality and as to the patentability 'of those differences. The 
tests of patentability are the same in kind as if the claims were 
in different cases, but are not so rigidly applied, and all doubts 
should be resolved in the applicant's favor. This does not mean, 
however, that an applicant who has claims that fully cover his 
real invention may needlessly multiply them by the inclusion of 
well-known elements which produce no new results. — Ex parte 
Griffith, C. D., 1898, 233 ; 85 O. G., 936 : Greeley, Act^. 
Commr. 

Miscellaneous. 

spurious genus — Material. To make a certain article of a 



CLAIMS. 7^ 

substance not previously put to that use, which substance hap- 
pens to belong, for instance, to the animal kingdom, would seem 
to afford no basis for a claim to the said article when made of 
any animal substance whatever, even though the use of an ani- 
mal substance were novel in that connection. That would be 
to put up bars to future inventions by securing tiie use of all 
possible known and unknown animal substances that might, in 
the future, be found to be adapted to the same use : such a 
monopoly would go beyond the disclosure actually made and the 
advance actually effected in the art — Ex parte Opdyhe^ C. D.^ 
1890, 39; 50 O. G., 1293 : Mitchell, Commr. 

^Mechanism. When an application describes several 



forms of device, a good test of their being species of the same 
genus, and therefore being susceptible of protection in the same 
application by a broad claim, is the possibility of drafting some 
one definite form of expression that shall comprehend an inven- 
tive idea exhibited alike by each of the forms ; and if this cannot 
be done without a resort to phrases such as, " or equivalent de- 
vices," it is a fair inference that the applicant is trying to include 
several heterogeneous inventions in the same application. — Ex 
parte Cook, C. D., 1890, 81 ; 51 O. G., 1620 : Mitchell, Commr. 

Identity of language. Claims identical in language with 
those of a prior patent must be reworded to distinguish their 
subject-matter clearly from that of the patent, even though the 
Office has already decided that there is present no real interfer- 
ence in fact — Bissell v. Robert, C. D., 1890, 77 ; 51 O. G., 
1618 : Mitchell, Commr, 

Claim already in patent. When two applications having 
subject-matter in common have been successively filed by the 
same applicant, and the last filed application has been passed to 
patent with certain claims, the same claims cannot afterward be 
incorporated in the pending or first filed application on the plea 
that the latter, when issued, would anticipate the patent — Ex 
parte BarreU, C. D., 1891, 125; 56 O. G., 930: Frothing- 
HAM, A%%t. Commr, 
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Article defined by process. A claim may define an article by 
the process of producing it, when, and only when, definition is 
otherwise impossible. — Ex parte Painter^ C. D., 1891, 200 ; 57 
O. G., 999 : Simonds, Commr. 

Support in specification. It is objectionable to use a limiting 
term or phrase dependent upon the particular location or opera- 
tion of mechanism forming no part of the claim or invention, 
and not shown nor described. — Ex parte Baackes^ C. D., 1893, 
70 ; 63 O. G., 909 : Frothingham, Actg. Commr, 

Alternative form. The phrase " one or more " is objectiona- 
ble if the plural form denotes anything but a mere duplication 
of parts, and a proper test of this is whether the singular and 
plural number of parts could be interchanged in the mechanism 
shown.— JEr parte Bulberty C. D., 1893, 74 ; 63 O. G., 1687 : 
Fisher, Aast Commr. 



-Applicant's privilege. When the phrase ^^one or more 
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involves a mere duplication, the alternativeness is only apparent 
and not real, and the applicant's wishes should govern the Ex- 
aminer in permitting the phrase to remain in the claim. — Ex 
parte Thorsen, C. D., 1893, 75 ; 63 O. G., 1688 : Fisher, AB9t. 
Commr. 

Sets of mechanism. Claims specifying sets of mechanism by 
stating the results they severally produce, are in bad form. — Ex 
parte Knudsen, C. D., 1895, 29 ; 72 O. G., 589 : Fisher, Actg. 
Commr, 

Support in drawings. A claim cannot recite a specific con- 
struction which is not illustrated in the drawings. — Ex parte 
Shearman, C. D., 1898, 190; 84 O. G., 1730: Greeley, Actg. 
Commr, 

Definition of co-operation. The principle is well settled that 
a claim for a combination must clearly define the construction of 
the several elements, by which they are adapted to co-operate to 
effect a unitary vmvlt.— Ex parte Bmsell, C. D., 1898, 196 ; 84 
O. G., 1871 : Greeley, Actg, Commr. 
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Definiteness. While an applicaot is entitled to considerable 
latitade in the use of terms, and while claims necessarily are 
construed by the description and drawings, the claims must 
nevertheless be clear and distinct. — Ex parte Hamilton^ C. D., 
1898, 273 ; 85 O. G., 1742 : Greeley, Actg. Commr. 

Technical terms. Although terms used in a claim may have 
a technical meaning in the art to which the invention pertains, 
yet if they also have a general meaning in which the claim 
would be indefinite they must be qualified as to the purpose, lo- 
cation, or function, of the parts they designate, when this can 
be done without restricting the invention. — Ux parte HamiltoUy 
C. D., 18»8, 273 ; 85 O. G:, 1742 : Greeley, Actg. Commr. 

Process claims. An applicant may present in a single case 
a claim covering the principal or essential steps of a process, 
and another claim including these steps together with other 
and specific steps not absolutely necessary to the performance 
of the process but which add to its efficiency or make its oper- 
ation more perfect. — Ex parts Oxnard and Baur^ C. D., 1899; 
88 O. G., 1526 : Greeley, AssU. Commr, 



COMBINATION. 

Improved element. To use an improved element in a combi- 
nation in which an inferior one lias previously been used, is not 
to make a new combination, when the improved result comes 
from the improved element and not from any difference in the 
law of co-operation which characterizes the combination. — Ex 
paHe Faure, C. D., 1890, 128; 52 O. G., 752: Mitchell, 
Commr. Ex parte Griffith, C. D., 1898, 233; 85 O. G., 936: 
Greeley, Actg. Commr. 

Faure battery. A motor and a battery having been used 

together to propel a vehicle, and it being known that for this 
purpose the battery should have both power and lightness, and 
a new battery having been invented which is known to possess 
those qualities in a high degree, the use of such battery with a 
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motor in a vehicle does not make a new combination. — Exparte^ 
Faure, C. D., 1890, 128 ; 62 O. G., 752 : Mitchell, Commr. 

Latitude. The latitude allowed to an applicant in pre- 



senting a number of claims that are not clearly patentably dis- 
tinct will not warrant the allowance, in the same application, not 
only of claims covering an improved element of an old combi- 
nation, but also the old combination with the improved element 
in it.— Ex parte GhiffUhy C. D., 1898, 233 ; 85 O. G., 936 : 
Greeley, Actff. Commr. 

Process. When a process is a combination of process steps, 
if one of these steps be novel for the purpose in hand, it gives 
novelty to the process considered as a whole. — Ex parte Kal- 
teyer a7id Bartholomew, Jr., C. D., 1891, 202 ; 57 O. G., 1127 : 
SiMONDS, Commr. 

New result. A patent is not to be refused merely because 
the invention is the result of a combination of old devices, but 
the result must be a product of the combination, and not a 
mere aggregate of several results each the complete product of 
one of the combined elements. — Ex parte Perkins, C. D., 1899 ; 
88 O. G., 548 : Greeley, Asst. Commr. 



COMMISSIONER. 

Supervisory power. The Commissioner has a general power 
and duty expressly provided by statute, and incapable of being 
limited by the Rules of Practice, of supervision over the grants 
ing of patents, and he may review and reverse any favorable 
decision of a lower tribunal, not, however, in an arbitrary or 
unlawful manner, nor governed by caprice or any peculiar bias 
of mind as to what constitutes patentable invention. This 
power should be exercised only with the greatest caution, when 
extraordinary reasons exist, and when there is no room for an 
honest difference of opinion. — Ex parte Strong, C. D., 1891^ 
175; 57 O. G., 274: Simonds, Commr. Anderson aitd Dyer v. 
Lowry, C. D., 1899 ; 89 O. G., 1861 : Duell, Commr. 
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Preventing^ fraud. The Commissioner may sometimes 

properly act to prevent the accomplishment of a perfectly pal- 
pable and outrageous fraud, but such action must of necessity 
be an exception to his general rule of conduct, and be warrant- 
-ed by the executive discretion reposed in him. — Ex parte Qallor 
tin, C. D., 1892, 106; 59 O. G., 1104 : Simonds, Commr. 

\^See Attorneys^ Revocation,'] • 
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Designs. 

MOVABLE PARTS. 

General rule. A structure having movable parts cannot be 
the subject of a design patent, though the parts tliemselves may 
be patentable separately. — Ex parte Smith, C. D., 1897,170 ; 81 
O. G., 969 : Greeley, Actff. Commr, Ex parte Tallman^ C. D., 
1898, 10 ; 82 O. G., 337 : Greeley, Actg, Commr, Ex parte 
Adams, C. D., 1898, 115 ; 84 O. G., 311 : Greeley, Asst. 
Commr, Ex parte Kapp, C. D., 1898, 108 ; 83 O. G., 1993 : 
Duell, Commr, 

Detachajble parts. A structure having independent detacha- 
ble parts is not a unitary design capable of being covered by a 
single patent— JEi parte Brand, C. D., 1898, 62 ; 83 O. G., 
747 : Greeley, Asst, Commr, 

Disconnected parts. Several disconnected parts, though held 
in certain relative positions by a framework or the like, do not, 
by their juxtaposition, constitute a design, apart from the frame- 
work, a design being a unitary, unchangeable article of manu- 
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facture.— JEic parU Adams, C. D., 1898, 109 ; 88 O. G., 1994 : 
Greeley, Asst Cammr. 



«• riANUFACTURE." 

Rule of construction. The word " manufacture," in the de- 
signs statute, must be construed to mean the same as in the 
statute relating to mechanical patents. — Sx parte Lewis, C. D., 
1891, 61 ; 64 O. G., 1890 : Mitchell, Commr. 

General meaning:. The term <^ manufacture," as used in the 
designs statute, cannot be extended to include realty, but must 
be limited to manufactured articles — that is to say, articles made 
by hand, machinery or art, from raw or prepared materials. — 
Ex parte Lewis, C. D., 1891, 61 ; 54 O, G., 1890 : Mitchell, 
Commr. 

Edifice. A house is not a ^'manufacture," under the designs 
statute, and therefore a design for a house is not susceptible of 
being patented. — Ex parte Lewis, C. D., 1891, 61 ; 64 O. G., 
1890: Mitchell, Commr. 

Part of. Articles, like mantles, that are manufactured 

and sold with reference to ultimately becoming a part of a house, 
would seem to be manufactures, within the meaning of the de- 
signs statute. — Ex 'parte Lewis, C. D,, 1891, 61 ; 54 O. G., 
1890 : Mitchell, Commr. 



INVENTION. 

* 

General rule. Designs are required to have as high a degree 
of originality as are the subjects of other patents. — Ex parte 
Williams, Jr., C. D., 1892, 23 ; 58 O. G., 803 : Simonds, 
Commr. 

Artistic. Originality, as required of a design, must relate to 
appearance or ornamentation rather than to utility, in the com- 
mon sense of the latter word. — Ex parte Williams, Jr., C. D., 
1892, 23 ; 58 O. G., 803 : Simonds, Commr. 
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W0RD5 AND FIGURES. 

Admissibility. It might not be advisable to lay down as a 

general proposition of law that words and figures may never 

form part of the subject matter of a design patent. — Ex parte 

Van SlyJee, C. D., 1892, 175 ; 60 O. G., 898 : Frothingham, 

A9St, Cammr, 

When not part of design. When words or figures appearing 
on a design are not claimed by the applicant to be a part of it, 
they should be erased. — Ex parte Van Slyke^ C. D., 1892, 176 ; 
60 O. G., 893 : Frothingham, AbsI. Commr. 

UTILITY. 

The word " useful " in R. S. § 4929 has a wider meaning 
than freedom from harmfulness, and means that designs of the 
class in connection with which the term is employed, may, and 
perhaps always must, contribute to mechanical utility while 
preserving their artistic character, and that such mechanical 
utility may be the chief claim to patentability. — Ex parte Lun- 
ken, C. D., 1896, 22 ; 76 O. G., 785 : Seymour, Commr. 

Specification. 

See Rvle 81 of the Mules of Practice, 16th ed. 

Modifications. Independent designs. 

Segregable parts. Detailed description. 

Genus and species. Form of claim. 

Miscellaneous. 

nODIFlCATIONS. 

Qeneral rule. The description and claim must be limited to 
the thing produced, leaving to the courts to determine what are 
infringements ; overruling ex parte Luriken (C. D., 1896, 22; 76 
O. G., 785 : Seymour, Commr,), and ex parte Bark (C. D., 
1894, 108 ; 69 O. G., 369: Fisher, Actg. Commr.)— Ex parte 
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Petzold, C. D., 1891, 97 ; 55 O. G., 1652 : Mitchell, Commr. 
Hx parte Hess and Hess, C. D., 1891, 142; 56 O. G., 1334: 
Frothingham, Asst. Commr. Ex parte Finck, C. D., 1892, 
139 ; 60 O. G., 157 : Simonds, Commr. Ex parte Coe, C. D., 
1897, 187 ; 81 O. G., 2086 : Greeley, Actg. Commr. Ex parte 
Hill and Renner, C. D., 1898, 38 ; 82 O. G., 1988 : Duell, 
Commr. Ex parte Eldon, C. D., 1898, 63 ; 83 O. G., 748 : 
Greeley, -4««^ Commr. Ex parte Adams, C. D., 1898, 109; 
83 O. G., 1894 : Greeley, Asst. Commr. 

Surface ornamentation. Even though a design is a surface 
ornamentation, applicable to various articles, it should be de- 
scribed and claimed only in connection with a specific article ; 
e. g., a flag or banner, and not " banners, badges, buttons, and 
other decorative devices and displays." — Ex parte Amherg, C. 
D., 1898, 117 ; 84 O. G., 507 : Duell, Commr. Ex paHe 
Sartman, C. D., 1898, 120 ; 84 O. G., 648 : Duell, Commr. 

Preferred form. It is not permissible to state that the fea- 
tures described are the preferred form of the design ; overruling 
ex parte Petzold (C. D., 1892, 235 ; 61 O. G., 1789: Sevionds, 
Commr.)— Ex paHe Jenks, C. D., 1898, 81 ; 83 O. G., 1513 : 
Duell, Commr. 

5EQREQABLE PARTS. 

General rule. Separate claims for an entire design and a 
segregable part thereof must be presented in separate applica- 
tions; overruling ^2: joar^^ Gerard (C. D., 1888, 37: 43 O. G., 
\2Zb), ex parte Bennett (C. D., 1891, 100; 55 O. G., 1821), 
ex parte Petzold (C. D., 1892, 235 ; 61 O. G., 1789), and 
ex parte Petzold (C. D., 1891, 97; 55 O. G., 1652).— Ex parte 
Weissner, C. D., 1898, 236 ; 85 O. G., 937 : Greeley, Asst. 
Commr. 

GENUS AND SPECIES. 

General rule. The doctrine of genus and species does not 
apply to designs, and an applicant cannot show and describe two 
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or more species and cover them with a generic claim ; overrul- 
ing ez parte Bark (C. D., 1894, 108 ; 69 O. G., 869 : Fisher, 
Adg, Commr.) — Ex parte Hill and Hennery C. D., 1898, 38 ; 82 
O. G., 1988: Duell, Commr. Feder v. Poyet, C. D., 1899 ; 89 
O. G., 1343 : Greeley, A99t, Commr. 

Protection lor genus. If an inventor has a generic design 
capable of modification — that is, a design made up of a small 
number of simple elements to which other elements may be add- 
ed without modification of the essential elements — he should, in 
order to secure protection for the generic design, show the de- 
sign in his application in its simplest form. — Feder v. Poyet^ C. 
D.^ 1899 ; 89 O. G., 1343 : Greeley, A»st. Commr. 

INDEPENDENT DESIGNS. 

Juxtaposed patterns. Independent designs must be separate- 
ly patented, as for instance two patterns although juxtaposed 
on a single article. — Ex parte Petzold^ C. D., 1892, 231 ; 61 O. 
G., 1789: SiMONDS, Commr, 

Connected articles. Two distinct articles of manufacture, as 
a cradle-supporting frame and a cradle-body, cannot be claimed 
in the same application although connected in operation. — 
Ex parte Haggard, C. D., 1897, 47 ; 80 O. G., 1126 : Greeley, 
Actg, Commr. Ex parte Adams, C. D., 1898, 109; 83 O. G., 
1994 : Greeley, Asst. Commr. 

m 

interlocking parts. Two interlocking parts arranged for at- 
tachment and detachment do not together constitute a design. 
—Ex parte Brand, C. D., 1898, 62; 83 O. G., 747 : Greeley, 
A88L Commr. 

DETAILED DESCRIPTION. 

Validity of Rule. The decision of the Supreme Court in 
Doman v. Bobson (118 U. S. 10), wherein a particular specifi- 
cation was held sufficient to sustain the patent although the on- 
ly description was a general reference to the drawings, did not 
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impair the force of Rule 81, which requires that every de- 
sign application shall contain a detailed description with letters 
of reference.— ^a; ;?ar^« Pegel, C. D., 1891, 93 ; 55 O. G., 1528: 
Mitchell, Commr, 

Instance. A description of a design for a table-cover or cur- 
tain, which states that its leading features are a ^^ wide floral 
border A, surrounding an oval field center," — ^held sufficient — 
Ez parte Pegel, C. D., 1891, 93 ; 56 O. G.,' 1528 : Mitchell, 
Commr, 

FORM OF CLAIM. 

General rule. Although a design relates to an impression or 
ornamentation to be placed on an article of manufacture, it must 
be entitled and claimed as a design for the stated article, and 
not as a design for ornament for such article. — Ex parte Hemt- 
son, C. D., 1899 ; 87 O. G., 515 : Duell, Commr. 

Ornament. It is not intended to prohibit the use of the 
word " ornament " in a design claim, as that term would be per- 
missible to designate a tangible thing, such as a badge, bangle, 
or the like. — Ex parte Rewitson^ C. D., 1899; 87 O. G., 515: 
Duell, Commr. 

niSCELLANEOUS. 

Class of merchandise. " Tableware " is not specific enough 
for the claim for a design, but " vessel " would be sufficiently 
specific— ^2? ji?arte Proeger, C. D., 1891, 182; 57 O. G., 546 : 
Frothingham, As%t. Commr, 

Mechanical terms. The use of mechanical terms m denoting 
the form of a design is not objectionable when tlie form is so 
related to utility that such terms best describe it. — Ex parte 
Lunken, C. D., 1896, 22 ; 76 O. G., 785 : Seymour, Commr. 

Essential features. A design specification may specify the 
essential features of the design, and the drawings may indicate 
such features in full lines leaving the remainder of the desi*i^n 
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in dotted lines.— JEr parte Adams, C. D., 1898, 109 ; 88 O. G., 
1994: Greeley, ^«8t. Commr. 

Confis:uration and pattern. A design application should 
clearly indicate whether it is a configuration or a pattern that 
constitutes the design. — JEx parte Hartman, C. D., 1898, 120 ; 
84 O. G., 648 : Duell, Commr. 

Construction. While a design relates to external appearance 
merely, and not to internal structure, a skirt-binding, for in- 
stance, may be described as having a rib which has the appear- 
ance of being in one piece with the head portion and projecting 
equally on both sides of the median line thereof, i. e., not hav- 
ing the appearance of having been separately made and sewed 
or otherwise secured to the head portion so as to project on one 
side only of the median line. — Feder v. Poyet, C. D., 1899 ; 89 
0. G., 1343 : Greeley, As%t Commr. 



Drawings. 

See Rule 83 of tlie Rules of Practice^ 16th ed. 

Photographs. § 4930 R. S., in providing that " The Com- 
missioner may dispense with models of designs when the design 
can be suflSciently represented by drawings or photographs," 
vests in the Commissioner, and not in the applicant, the right to 
make choice between drawings and photographs, in any and all 
cases.— ^i: jt?arfe Poole, C. D., 1892, 233; 61 O. G., 1655: Si- 
MONDS, Cammr. Ex parte Aumouier, C. D., 1893, 77; 63 O. G.,. 
1815 : Fisher, Act^. Commr. 

Draftsman. The chief draftsman is the person to decide 

whether a photograph is admissible, and therefore the applicant 
cannot demand that the case be forwarded to the Primary Ex- 
aminer ioT decision.^ Ujt parte Aumonier, C. D., 1893, 77; 63 
O. G., 1815: Fisher, Act (/. Commr. 



Procedure to introduce. Instead of petitioning after a 

single action of the Examiner requiring a line drawing to be 
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substituted for a photograph, the applicant should call for a 
second action, and request a recommendation from the Exami- 
ner that the photograph be admitted in the case, stating why 
the design cannot be adequately represented by a drawing. — Ex 
paHe Fetzoldy C. D., 1891, 99; 55 O. G., 1653: Mitchell, 
Cammr, 

Essential features. The drawing may, equally with the 
specification, distinguish between the essential and unessential 
features of the design, as by showing the latter in dotted lines. 
—Hx parte Adams, C. D., 1898, 109 ; 83 O. G., 1994 : Greb- 
LEY, Asst Cammr. 

Parts not involved. Nothing but the design itself should be 
shown in the drawings. — Ex parte Adams, C. D., 1898, 109; 83 
O. G., 1994 : Greeley, Asst. Commr. 

Entire design. The drawings of a design application should 
show the entire design. — Ex part^ Parker, C. D., 1897, 73 ; 80 

O. G., 1892 : Greeley, Aci(/. Commr. 

« 

Ornamentation. Although a design relates to ornamen- 
tation applied to a particular portion of an article, the whole 
article should be shown. — Ex parte ffewitson, C. D., 1899; 87 
O. G., 515 : DuELL, Commr. 

Inscriptions. When the specification of a design application 
states that any suitable inscription may be placed on a given 
part of the design, the drawings should not show a specific in 
scription in that place. — Ex parte Requa, C. D., 1892, 148 ; 60 
O. G., 295 : Simonds, Commr. 

Term. 

See Rule 80 of the Rules of Practice, 16th ed. 

Election. An applicant for a short-tenn design patent can- 
not, after receiving favomble action upon his application, obtain 
an alteration of the term by pa3ring a proportionate fee, unless, 
perhaps, he can show such mistake as a court of equity would 
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recognize. — Hx parte Kinneary C. D., 1890, 54; 61 O. G., 156: 
Mitchell, Cammr. 
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OVERLAPPING CLAIMS. 
MUTUAL DEPENDENCE. 
PROCESS AND MACHINE. 
PROCESS AND PRODUCT. 
SPECIES OF SAME GENUS. 
INDIVISIBILITY. 
MISCELLANEOUS. 



Overlapping: claims. 

In general. 

Legitimacy of combination. 

Coin-controlled apparatus. 

Illustrations. 

IN GENERAL. 

General rule. A claim for a principal combination, and 
claims for sub-combinations and single elements thereof, may 
be included in one application, notwithstanding such subcom- 
binations and elements can be used in other relations, except 
when, in addition to being capable of such use, they have also 
obtained a distinct status in the arts. — Ux parte Mullen and 
Mullen, C. D., 1890, 9 ; 50 O. G., 837 : iliTCHELL, Commr. 
Ex parte Speckbrauch, C. D., 1891, 36 ; 54 O. G., 1265 ; Mitch- 
ELL, Commr, Ex parte Hine^ C. D., 1892, 11 ; 58 O. G., 385 : 
SmoNDS, Cammr. Ex parte Kerr^ C. D., 1892, 61 ; 58 O. G., 
1553 : SiMONDS, Commr, Ex parte Tyme%on and Borland^ C. 
D., 1898, 48 ; 83 O. G., 593 : Duell, Commr. Ex parte Feucht^ 
C. D., 1899 ; 88 O. G., 2066 : Greeley, Actg. Commr. 

riutual dependence. A claim for a principal combination, 
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and claims for sub-combinations and single elements thereof, 
may be included in one application, notwithstanding such sub- 
combinations and elements have obtained a distinct status in 
the arts, providing there is a sufficient degree of cooperation 
and dependence present, — Ex parte Bancroft and Thame^ C. D., 
1900 ; 90 O. G., 1539 : Greeley, Asst. Commr. 

Use in other relations. Where there are overlapping claims, 
the item of distinct status in the arts is not enough to necessi- 
tate division, where there is not a capability of use in other re- 
lations.— JEr parte Learned, C. D., 1893, 84 ; 63 O. G., 1962 : 
SiMONDS, Commr. 

-Varieties of same machine. Capability of use in ma- 



chines of the same general class (as, for example, watches), but 
of a different variety or type, is not capability of use in other 
relations.— jBi parte Learned, C. D., 1893, 84 ; 63 Q. G., 1962 : 
SiMONDS, Commr. 

Distinct status indicated by classification. The importance 
of classification can hardly be overestimated, and it is a grave 
objection to any suggested course of action that it will increase 
the work of examination by ignoring the Office classification. — 
Ux parte Lord, C. D., 1890, 16; 50 O. G., 987: Mitchell, 
Commr. Ex parte Burgess, C. D., 1897, 64 ; 80 O. G., 1759 : 
Buttebwokth, Commr. 

Different Divisions. The fact that devices are classified 



in different Divisions of the Office is of weight in determining 
whether they have obtained a distinct status in the arts. — Ex 
parte Wendell, C. D., 1892, 95 ; 59 O. G., 630 : Simonds, Commr. 

Different subclasses. The fact that devices are classified 

in different subclasses in the same Division is of weight in 
determining whether they have obtained a distinct status in the 
arts ; overiTding ex parte Carr, (C. D., 1894, 11 ; 66 O. G., 
653: Seymour, Commr.) — Ex parte Burgess, C. D., 1897, 64; 
80 O. G., 1759: B utter wouTH, Commr. Ex parte Healey, C. 
D., 1898, 157; 84 O. G., 1281 : Greeley, Asst. Commr. 
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LEQITIMACY OF COMBINATION. 

General rule. Where there are claims for distinct inventions 
and also overlapping claims containing some elements out of 
each invention, division cannot be required until it is first set- 
tled whether such overlapping claims are for a true and novel 
combination, except where, under the rules stated in the preced- 
ing paragraphs, division ought to be required irrespective of the 
patentable nature of such overlapping claims. — Ex parte Speck- 
hrauch, C. D., 1891, 86 ; 54 O. G., 1265 : Mitchell, Commr. 
Ex parte Feucht, C. D., 1899 ; 88 O. G., 2066 : Greeley, Actg, 
Commr. 

Jurisdiction. The Commissioner will not undertake to de- 
cide upon the legitimacy of a combination in a case involving a 
requirement of division, but will leave that matter for regular 
action and appeal on the merits. — Ezparte Oormelly^ C. D., 1892, 
102 ; 59 O. G., 787 : FrothixghAxM, AssL Commr, 

COIN-CONTROLLED APPARATUS. 

In the treatment of combinations of coin-actuated mechanism 
and apparatus actuated thereby, the following disposition should 
l)e observed. 

1. To the class of coin-controlled apparatus should be as- 
signed all applications containing any claim for the coin-con- 
trolled device, or for the combination of such device with the 
apparatus or machine to which it is applied, or for any structure 
of that apparatus which would be useful only in a coin-con- 
trolled device. 

2. If such a case contains, in addition to the matter above 
specified, any claim for the specific construction of the machine 
to which the coin-controlled apparatus is applied, and which 
would not be limited in its use to the coin-controlled apparatus, 
it should be divided out, and, if made the subject of another 
application, should be classified with that class of machines to 
which the coin-controlled apparatus is applied. 
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3. If a case contains a claim for a combination of a coin- 
controlled device, broadly or specifically stated, with any machine 
to which it is applied, a claim for the same combination, differ- 
ing only in setting forth a specific construction of the machine 
to which the coin-controlled apparatus is applied, should not be 
allowed in that application or in any other, unless the specific 
form of such machine is not merely an improvement in the ma- 
chine, but actually enters into the new combination affecting the 
action of the coin-controlled apparatus. This is for the reason 
that if the broader combination be allowed the more specific 
combination cannot give any additional protection, except such 
as would be given by a claim to such specific machine in a di- 
visional or second application. If the broad combination be re- 
jected, a specific claim should not be allowed, because the im- 
provement is not in the combination, which is old, but in such 
specific machine. In either case the novel specific construction 
of the machine to which the coin-controlled apparatus is applied 
should be claimed as an improvement in such machine in a sep- 
arate application from that in which the broader combination is 
claimed, and passed upon by the Division in which such machines 
are classified, and not by the Examiner who has charge of coin- 
controlled apparatus, and who may be unfamiliar with that class 
of machines. 

4. When an application contains claims for a coin-controlled 
apparatus, in combination with a machine to which said appara- 
tus is applied, and also claims broadly for means for setting that 
apparatus in operation, in combination with the apparatus, and 
the only means shown for setting the apparatus in operation is 
the coin-controlled means, all the claims should remain in the 
same application, and the case be classified under coin-controlled 
apparatus. 

5. If a claim reads, " In a coin-controlled apparatus, a tele- 
phone," for example, followed by a specific statement of the 
construction of the telephone, such a claim should be classified 
with telephones, and not with coin-controlled apparatus, as un- 
der the court decisions the introductory phrase is not an element 
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of the combination, and does not limit the claim to such appa- 
ratus. 

By the foregoing disposition the class of coin-controlled appa- 
ratus will be kept clear of all claims covering per se the con- 
struction of the machine to which the coin-controlled apparatus 
is applied, and the classes to which such machines are assigned 
will also be kept clear of claims involving, broadly or specifi- 
cally, a coin-controlled device. 

Overruling ex parte Mathews (C. D., 1898, 34 ; 82 O. G.,- 
1691), and ex parte Richter (C. D., 1898, 274 ; 85 O. G., 1908). 
—Hx parte Caller, C. D., 1900; 90 O. G., 446: DuELL, 
C&mmr. 

ILLUSTRATIONS. 

Printing press. In a printing press the printing mechanism, 
the feeding mechanism, and the inking mechanism, are not de- 
vices that have obtained a distinct status in the arts. — Ex parte 
Speckbrauch, CD., 1891, 36; 54 O. G., 1265: Mitchell, 
Commr. 

Addressing attachment. In a machine for folding and ad- 
dressing newspapers, the latter operation, consisting in applying 
a gummed label to the folded paper, has obtained a distinct 
status in the arts. — Ex parte SavxHy C. D., 1891, 44 ; 54 O. G., 
1561 : Mitchell, Commr, 

Sewing-machine. In a sewing-machine, the feeding mechan- 
ism, needle-operating mechanism, and pressure-foot-lifting mech- 
anism have not obtained a distinct status in the arts. — Ex parte 
Sine, C. D., 1892, 11 ; 58 O. G., 385 : Simonds, Commr. 

Bag-machine. In a bag-machine it is doubtful whether the 
folding apparatus can be held to have obtained a distinct status 
m the KT{&.—ExpaHe Kerr, C. D., 1892, 61 ; 58 O. G., 1553 : 
Simonds, Commr, 

Belt-shifting device. In a mangle a belt-shifting device must 
be held to have obtained a distinct status in the arts. — Ex parte 
Wendell, C. D., 1892, 95 ; 59 O. G., 630 : Simonds, Commr. 
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Watch-pinions. A cannon-pinion, a center arbor, and a hol- 
low center pinion, claimed separately and in combination, and 
actually united to co-operate, with a spring, as a single struc- 
ture to effect a certain result in a watch movement, may be in- 
cluded in a single application. — Ex parte Learned^ C. D., 1893, 
84 ; 63 O. G., 1962 : Simoxds, Commr. 

Elevated railway. In an elevated railway a car-truck struc- 
ture and a track structure have obtained a distinct status in the 
9iX{B.— Ex parte Korff, C. D., 1893, 120; 64 O. G., 1397 : Fish- 
er, Asst. Commr, 

Coin-controlled game apparatus. A game apparatus and a 
coin-operated mechanism for actuating it, have obtained a dis- 
tinct status in the arts. — Ex parte 3Iathetcs^ C. D., 1898, 34; 82 
O. G., 1691 : Greeley, Asst. Commr. 

Winding yarn and weaving. A process of winding yam and 
a process of producing a woven fabric may be included in the 
same application when there is also a legitimate combination 
claim embracing the steps of both processes. — Ex parte Tymeson 
and Borland, C. D., 1898, 48 ; 83 O. G., 593 : Duell, Commr. 

Cab-door. A cab-door opeher and a cab-door hinge must be 
divide4» the former being examinable in one Division under 
" Fences, gate -openers, cab-doors," and the latter in another Di- 
vision under "Builders' hardware, hinges, coach." — Ex parte 
Laivrence, C. D., 1898, 142; 84 O. G., 1141: Duell, Commr. 

Double-acting spring-hinge. Where a claim was drawn upon 
the complete hinge, others upon a sub-combination embracing a 
two-part loose plate, and still others upon a sub-combination of 
clutch devices applicable in connection with any structure of 
loose plate, held that division should not be required. — Ex parte 
Moore, C. D., 1898, 214; 85 O. G., 152: Greelev, Actg. 
Commr. 

Educational desk. The Examiner required division between 
one group of claims as relating to a desk structure and another 
as relating to a system of tanks, pumps, valves, water-supply, 
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and their connections. Held, that as all the claims related to 
the same structure — ^a desk for educational purposes — and as the 
second group of claims did not cover the tanks, etc., per se^ but 
only in combination with the other parts of a desk as an educa- 
tional apparatus, division should not be required, even though 
an examination must be made in one Division under '^ Desks,'' 
and in another Division under '^ Baths, closets, basins, and 
stands." Distinguishing ex parte Burges% (C. D., 1897, 64 ; 80 
O. G., 1759), and ex parte Tymeson and Borland (C. D., 1898, 
48 ; 83 O. G., 59S).—JSx paHe Crowell, C. D., 1898, 219 ; 85 O. 
G., 289 : DuELL, Commr. 

Qrindins^-machlne. In a grinding-machine, normally adapted 
for grinding tools having plane surfaces, an attachment to be 
inserted in the tool-chuck, to hold a tool with curved surfaces, 
may be claimed in the same application, even though attach- 
ments of the kind specified may have obtained a distinct status 
in the arts, because there is an adequate degree of co-operation 
and dependence present to warrant such inclusion in a single 
application. — Ex parte Bancroft arid Thorne, C. D., 1900 ; 90 
O. G., 1539 : Greeley, Asst. Commr. 

Mutual dependence. 

GENERAL RULE. 

When a machine is old and well-known, and the inventions 
in question are simply improvements in it, the necessity of divi- 
sion between them is governed by their relation to one anoth- 
er, and not by the fact that they pertain to one machine. — 
Ex parte Mullen and Mullen, C. D., 1890, 9 ; 50 O. G., 837 : 
Mitchell, Commr. Ex parte Speckhrauch, C. D., 1891, 36 ; 54 
0. G., 1265: Mitchell, Commr. Ex parte Steinhilber, C. D., 
1891, 236; 57 O. G., 1720: Simonds, Commr. Ex parte Bur- 
gess^ C. D., 1897, 64 ; 80 O. G., 1759 : Butterworth, Commr. 
ExpaHe Healey, C. D., 1898, 157 ; 84 O. G., 1281 : Greeley, 
A9Bt. Commr. Ex parte Wilkerson, C. D., 1899 ; 87 O. G., 513 : 
DuELL, Commr. 
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MISCELLANEOUS. 

Single result. The " single result " that Rule 41 requireff 
the inventions in question to contribute in producing, as a pre- 
requisite to their being joined in a single application, is not the 
same as the unitary result of a technical combination. The in- 
ventions in question, despite what appears to be implied in 
ex parte Herr (C. D., 1887, 105), need not result in a third in- 
vention, in order to be susceptible of joinder. — Ex parte Lord,, 
C. D., 1890, 16 ; 50 O. G., 987 : Mitchell, Commr. 

Generic capacity. If several inventions included in an appli- 
cation contribute, in point of fact, to the single result that was 
had in view by the applicant as his proximate purpose, the ad- 
ditional fact that one of them is adapted also to other purposes 
does not necessitate division. — Ex parte Norwood, C. D., 1890,. 
29 ; 50 O. G., 1129 : Mitchell, Commr. 

Adaptation. When the question concerns the capacity 



of each device for use with any device of the class of which the 
other is a species, it is not necessary in applpng this test to 
show tiiat no change whatever would require to be made, but 
only that no invention would be required to make the necessary 
changes.— JEr ;?arf6 Mathews, C. D., 1898, 34; 82 O. G., 1691 : 
Greeley, AbbL Commr. 

Indispensabltity. Mutual dependence does not require that 
each of the inventions in question be absolutely indispensable to 
the exercise of the other, but may be present when another 
force or instrumentality might be substituted for one of the said 
inventions. — Ex parte Norwood, C. D., 1890, 29 ; 50 O. G., 
1129: Mitchell, Commr. 

Classification. Where distinct features of a mechanism are 
dependent upon each other for tlie production of a single result 
and mutually contribute toward the same, the Office classifica- 
tion, when it obstructs, must give way. — Ex parte Burgess, C. 
D., 1897, 64; 80 O. G., 1759: Butterworth, Commr. 

Validity of patent. Where different improvements on an 
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old device, claimed in the same application, are entirely inde- 
pendent of each other, the proper test is not whether a patent 
granted on such an application would be sustained by the courts, 
but whether the improvements, by inventors themselves and the 
manufacturing interests of the country, have been made a dis- 
tinct subject of invention and manufacture, and are classified 
separately in the Office. — Ex parte Burgess^ C. D., 1897, 64 ; 80 
O. G., 1759 : BuTTERWORTH, Commr. 

Alternative use. The fact that either device may be used 
separately to attain the same result, indicates that, whether or 
not they are different species of the same genus, they are inde- 
pendent inventions and therefore should be divided. — Ex parte 
miliarm, C. D., 1898, 76 ; 83 O. G., 1346 : Duell, Commr. 

Pioneer invention. When two inventions are independent 
of each other and there are no overlapping claims embracing 
both, the fact that the applicant is a pioneer inventor in accom- 
plishing the result sought does not warrant the inclusion of both 
inventions in the same application. Ex parte Osborne, C. D., 
1899; 86 O. G., 492: Greeley, Actg. Commr. 



ILLUSTRATIONS. 

Grain-drill. In a gmin-drill, a feed-regulating device, and a 
spring-tooth device, applicable to grain-drills irrespective of any 
specific feed-regulating device, are independent inventions. — 
Ex parte Mullen and Mullen, C.T>., 1890, 9 ; 50 O. G., 837: 
Mitchell, Commr. 

Car-range. In a range for dining-cars, various improvements 
in water-heating devices may be claimed in the same application, 
and various improvements in the fume-hood may be claimed in 
the same application ; but the claims for the former devices can- 
not.be included in the same application with those for the latter. 
Ex parte Steames, C. D., 1890, 49 ; 50 O. G., 1768 : jNIitchell, 
Commr. 

Stock-car. In a stock-car, an improvement in the car-door. 
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consisting in a certain kind of window, cannot be claimed in the 
same application with other features of the car, the only co-op- 
eration between them being in the production of a better stock- 
car.— JEr j^ar^ Steinhilber, C. D., 1891, 236 ; 57 O. G., 1720: 
SiMONDS, Commr. 

Charging sugar-mills. In an apparatus for charging sugar- 
mills, a bundle-carrier and a hoisting and conveying apparatus 
need not be divided, when the bundle-carrier does not act as a 
mere bundle-carrier, nor the hoisting and conveying apparatus 
merely as such, but the two co-operate to charge the mill uni- 
formly.— ^a: j^ar^g Carr, C. D., 1894, 11 ; 66 O. G., 653 : Sey- 
MOUK, Commr. 

Incandescent light. An incandescent light and an exhaust- 
ing apparatus require to be divided, since each could be used 
with any form of the other. — Ex parte Olan^ C. D., 1897, 24 ; 
79 O. G., 861 : Fisher, Actg. Commr. 

Gun-barrel. In a gun, a barrel having a novel form of 
rifling requires to be divided from other features of the gun. — 
Ux parte Burgess^ C. D., 1897, 64; 80 O. G., 1759: Butter- 
worth, Commr. 

Hame attachment. In an attachment for hames by which 
the lines or other parts of the harness may be held in place on 
the hames when it is desired to unhitch the horse, a bar or rod 
and a keeper therefor attached at one portion of the hame, and a 
spring-metal strip and keeper therefor attached at another portion 
of the hame, both devices being adapted to hold the lines, etc., 
are independent inventions and require division. — Ux parte 
Williams, C. D., 1898, 76; 83 O. G., 1346: Duell, Commr. 

Bicycle. Claims to improvements in the following parts of a 
bicycle, held to be all independent of one another and to require 
separate applications : — Crank-shaft, handle-bar-stem clamp, 
wheel-hub, wheel-axle and cone, seat-post clamp, fork-crown, and 
handle-bar grip. — Fx parte Healeij, C. D., 1898, 157 ; 84 O. G., 
1281 : Greeley, Anst, Commr. 
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Preservation of meats. The subject-matter of the applica- 
tion related to the preservation, storage, and transportation of 
meats, poultry, fish, etc., without putrefaction, and some of the 
claims were properly classifiable in one Division of the Office, 
under " Preserving," while the rest fell under " Refrigeration," 
in another Division : heldj that division should be required. — 
Hx parte Bappleye, C. D., 1898, 289; 85 O. G., 2096: Gbeb- 
IjEY, A%%t, Commr. 

Bending printing-forms. In an apparatus for bending 
printing-forms to the curvature of the cylinder of the press, a 
device which effects an initial or approximate bending, and 
which broadly speaking is merely a bending device for metal 
plates and by itself would properly be classified not under 
" Printing " but under " Metal-bending," must be covered in a 
separate application from the device for effecting the final and 
accurate shaping of the printing-form. — Ex parte Osbomey C. D., 
1899 ; 86 O. G., 492 : Greeley, Actg. Commr. 

Dental chair. In a dental chair in which the improvements 
related respectively to an adjustable back, an adjustable foot-rest, 
an adjustable head-rest, and a hydraulic apparatus for raising 
and lowering the chair, held that the adjustable back and foot- 
rest might be included in the same application, even although 
separately classified in the Office, but that the head-rest and 
hydraulic lifting mechanism must each be covered by a separate 
application. [The case itself must be referred to for an ade- 
quate statement of the reasons for these conclusions.] — Exparte 
Wilkersoii, C. D., 1899 ; 87 O. G., 513 : Duell, Commr. 

Bride-machine. In a compressed-air-operated hydraulic 
brick-machine, held that the hydraulic compressing mechanism, 
classified in one Division of the Office under " Presses," and the 
molding apparatus, classified in another Division under " Brick- 
machines," should be presented in separate applications. — 
Exparte Rome, C. D., 1899; 88 O. G., 2242: Gkeeley, Actg. 
Commr. 
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Process and machine. 

PRESENT DOCTRINE. 

A process and a machine for canying the process into effect 
must be presented in separate applications. — JSx parte Boucher, 
C. D., 1899 ; 88 O. G., 545 : Duell, Commr. 

See also Rule 4^1 of the Rules of Practice^ 16th ed. 

Retroaction. The doctrine established in ex parte Boucher 
(ante), and confirmed in amended Rule 41, mnst be applied to 
all cases pending at the date of such decision, as well as to those 
afterward filed.— ^x parte Farquhar et aL, C. D., 1899 ; 89 O. 
G., 706 : Duell, Commr. 

SUPERSEDED CASES. 

Qeneral rule. A process and a machine used in performing 
the process are not, as such, incapable of being included in the 
same application. — Ex parte Lord, C. D., 1890, 16 ; 50 O. G., 
98T : Mitchell, Commr. Ex parte Everson^ C. D., 1893, 73 ; 
63 O. G., 1381 : Fisher, Asst. Commr, 

Same Division. If examination in the same Division is called 
for to determine the novelty of a process and an apparatus, 
division will not be required between them on the ground of 
classification.— jEt paHe Lord, C. D., 1890, 16 ; 50 O. G., 987 : 
Mitchell, Commr. Ex parte Curtis, C. D., 1891, 206 ; 57 O. 
G., 1128: SiMONDS, Commr. 

Different Divisions. Although a process and a machine are 
mutually dependent, nevertheless if they are classified in differ- 
ent Divisions they must be divided. — Ex parte Everson, C. D., 
1893, 73; 63 O. G., 1381 : Fisher, Asst. Commr. 

Indispensability. To warrant the inclusion of a process 
and an apparatus in the same application, it is not essential that 
the process could be performed by no other apparatus tlian the 
one described, nor that the apparatus could be used only to per- 
form the process described. — Ex parte Nonvood, C. D., 1890, 
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29 ; 50 O. G., 1129 : Mitchell, Commr. Ex parte Eyde^ C. 
D., 1890, 41; 50 O. G., 1293: Fisher, Acty. Commr. Ex parte 
Curtis, C. D., 1891, 206; 57 O. G., 1128: Simonds, C(ymmr. 

Illustrations Centrifugal washing-machine. A centrifu- 
gal washing-machine and the process of washing by forcing 
water through clothes, etc., by centrifugal force, may be claimed 
in a single application. — Ex parte Norwood^ C. D., 1890, 29 ; 50 
0. (i., 1129 : Mitchell, Commr. 

Vacuum gun. A gun consisting of a tube removably 

sealed at both ends and having means to exhaust the air from it 
and means to admit air at the breech, behind the projectile, may 
be claimed in the same application with the process of throwing 
projectiles which consists in exhausting the air from a chamber 
containing the projectile, and then admitting air into the cham- 
ber, behind the projectile. — Ex parte Hyde, C. D., 1890, 41 ; 50 
0. G., 1293 : Fisher, Actg. Commr. 

Process and product. 

PRESENT DOCTRINE. 

Division between a process and its product should not be re- 
quired.— JEc paHe Thomson, C. D., 1894, 8 ; 66 O. G., 653 : 
Seymour, Commr. 

See also Ride 41 <>f ^he Rules of Practice, as amended 

Feb. 1, 1900. 

SUPERSEDED CASES. 

General practice. Process and product claims may ordinarily 
be included in the same application wherever the patent would 
not be rendered invalid thereby, or wherever separate patents 
would be of doubtful validity. — Ex parte Dem^ny, C. D., 1893, 
125; 64 O. G., 1649: Seymour, Commr. Ex parte Kny, C. 
IX, 1893, 131 ; 65 O. G.,1403 : Seymour, Commr. 

Same Division. If a process and its product will require a 
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single search in a single Division of the Office, division will not 
be required between them on the ground of classification. — 
Ex parte Fef el, C. D., 1891, 176; 57 O. G., 409: SmoNDS, 
Commr. 

Indispensability. If the product can be made by other pro- 
cesses and the process does not necessarily produce the specific 
product claimed, and the product and process are classified in 
different Divisions of the Office, division will be required. — Ex 
parte Greenfield, C. D., 1892, 5 ; 68 O. G., 274 : Feothing- 
HAM, As8t. Commr. 

Same classification. If the process will necessarily pro- 
duce the product, but the product may be produced by other 
processes, and substantially no wider range of search will be 
required for one than for the other, division will not be required. 
—Ex parte Hines, C. D., 1892, 164 ; 60 O. G., 576 : Simonds, 
Commr. 



Different classification. If it appears that the process 

can result in no other product, and the product be produced by 
no other process, then even although examination in different 
Divisions is required, the process and product may be included 
in a single application. — Ex parte Bemeny, CD., 1893, 125 ; 64 
O. G., 1649 : Seymoub, Cmrntr. 

Illustrations — Photographic plate. A process of producing 
positive photoscopic exhibition-plates, and the plates them- 
selves, may be claimed in a single application. — Ex parte Deme- 
ny, C. D., 1893, 125 ; 64 O. G., 1649 : Seymour, Commr. 

Surgical sutures. Surgical sutures and a method of pro- 
ducing them may be included in a single application. — Ex parte 
Kny, C. D., 1893, 131 ; 65 O. G., 1403 : Seyi^iour, Commr, 

Species of same genus. 

General rule. It is well settled that only one species of the 
same genus can be claimed in the same application. — Ex parte 
Cook, C. D., 1890, 81 ; 51 O. G., 1620: Mitchell, Commr. 
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One product. When a set of claims can be based on one 
specific product, they may be presented in the same application. 
Thus, the product being specifically a chemical compound which 
may be symbolized as A^ dissolved in B^ and A^ being a species 
of A^, which in turn is a species of A, while B^ is a species of 
B, the following claims are permissible in the same application : 
(1) A dissolved in B ; (2) A dissolved in B^ ; (3) A^ dissolved 
in B ; (4) A« dissolved in B ; (5) A^ dissolved in B^ ; (6) A" 
dissolved in B^. — Ex parte O-assmanrij C. D., 1900 ; 90 O. G., 
959: DuELL, Commr. 

Indivisibility. 

m 

General rule. Only a single patent can issue containing a 
claim or claims drawn upon a single structure and differing 
among themselves simply in scope. — Ux parte Woodward^ C, D., 
1890, 169; 53 O. G., 1090 : Mitchell, Commr. 

Function and means of performing the same. Claims cov- 
ering a structure with reference to its general function, and 
claims covering the same structure with reference to minor 
characteristics that enable it to perform the said function, are 
claims to the same invention so as to preclude division. — Ex 
parte Edison, C. D., 1891, 1 ; 54 O. G., 268 : Mitchell, Commr, 

Second fiatent equivalent to a reissue. A second patent will 
not be granted which would amount in effect to a reissue of a 
prior one. — Ex parte Edison, C. D., 1891, 1 ; 54 O. G., 263 : 
Mitchell, Commr. 

Co-pending applications. The fact that two applications which 
contained claims to the same invention were co-pending does not 
warrant the allowance of such claims in one of them after the 
other has been passed to issue. — Ex parte Woodward, C. D., 
1890, 169; 53 O. G., 1090: Mitchell, Commr. Ex parte HuU 
hert, C. D., 1894, 1 ; 66 O. G., 315 : Fisher, Asst. Commr. Ex 
parte Jewett, C. D., 1894, 4 ; 66 O. G., 651 : Seymour, Commr. 

Illustration, phonogram-blank. A claim for a phonogram- 
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blank carrier adapted to receive a removable phonogram-blank, 
is indivisible from a claim for the combination of a tapering 
phonogramKsylinder and a phonogram having a tapering bore to 
fit thereon and a cylindrical outer surface. — Ex parte Edi9on^ C. 
D., 1891, 1 ; 54 O. G., 263 : Mitchell, Commr. 

Miscellaneous. 

Election Mnding. Where division is optional, it is accom- 
panied by the responsibility of electing whether to divide or 
not, and also by the obligation to stand by the election when 
decisively made.— JEr parU Lillie, C. D., 1890, 181 ; 53 O. G., 
2041 : Mitchell, Commr. 

Citation of references. While an exhaustive search cannot 
be made in advance of compliance with a requirement of divis- 
ion, the Examiner should furnish all information readily acces- 
sible as the result of a cursory examination which would guide 
the applicant in dividing the application. — Ux parte SteameSjC. 
D., 1890, 49 ; 50 O. G., 1768 : Mitchell, Commr. Ux parte 
SteinhUber, C. D., 1891, 236 ; 57 O. G., 1720 : Simonds, 
Commr. 

Cancelation from parent case. Rule 42 in effect requires 
the cancelation of all matter in the nature of a statement of 
invention equivalent to the divided-out claims; and, where 
practicable, of all descriptive matter and drawings pertaining to 
the subject-matter divided out. — JEx parte Hunter, C. D., 1892, 
136 ; 59 O. G., 1922: Simonds, Commr. 



DIVISIONAL APPLICATION. 
Divisional relation. 

HATTER ORIGINALLY UNCLAIMED. 

In order that one application may rank as a division of 
another, it is not necessary that the subject-matter of the former 
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should originally have been claimed or embraced in the state- 
ment of invention, in the latter, provided it was disclosed theTe- 
in.— Forbes i\ Tkamsoyi, C. D., 1890, 61 ; 51 O. G., 297, and on 
rehearing, C. D., 1890, 185; 53 O. G., 2042: Mitchell, 
Commr. Ex parte Henry, C. D., 1893, 88; 64 O. G., 299: 
Fisher, Actg. Commr. 

[The contrary doctrine was held by Mr. Commr. Simonds in 
Van Depoele v. Daft (C. D., 1892, 15 ; 58 O. G., 520), and ex 
parte Freeman (C. D., 1892, 20 ; 58 O. G., 522).] 

ADDITIONAL MATTER. 

General rule. The subject-matter of a divisional application 
must always be a part of the subject-matter of the original ap- 
plication, without additions thereto. — Ex parte Fuller, C. D., 
1892, 27 ; 58 O. G., 804 : Simoxds, Commr. Searle v. Fruni- 
veller v. Sessions, C. D., 1892, 27 ; 58 O. G., 804: Frothing- 
HAM, Asst. Commr. Ex parte Hunter, C. D., 1892, 136; 59 O. 
G., 1922: Simonds, Commr. Ex parte Hunter, C. D., 1892, 
149; 60 O. G., 295: Simonds, Commr. 

Details. Mere changes in minor detail that do not affect the 
scope of the subject-matter of an alleged divisional application 
do not destroy its divisional character. — Phelps v. Hardy v. Gati^- 
man and Stem, C. D., 1896, 70; 77 O. G., 631: Seymour, 
Commr. 

s 

New matter. Additional matter that would not be objection- 
able as new matter in the original application, does not destroy 
the divisional character of an alleged divisional application. — 
Ex parte Keyser, C. D., 1898, 65; 83 O. G., 915: Greeley, 
Asst. Commr. 

Function. To mention in an alleged divisional applica- 
tion a function exhibited in the original application, but not 
there mentioned, does not destroy the divisional relationship 
thereof.— JEr parte Keyser, C. D., 1898, 65 ; 83 O. G., 915 : 
Greeley, Asst. Commr. 



102 DBAWINOS. 



To mention the degree of size, or the like, that 
a feature may possess, when such size, etc., does not alter the 
functions of the feature, does not destroy the divisional relation- 
B\np.—Ez parte Keyser, C. D., 1898, 65; 83 O. G., 916: Gree- 
ley, As9t. Commr. 



STATEHENT IN APPLICATION. 

When an application stated to be a division of a specified 
former application is not legitimately so, the proper action on 
the part of the Office is to require cancelation of such state- 
ment— JEr parte Hunter, C. D., 1892, 136 ; 59 O. G., 1922 : 
SiMONDS, Commr. 

Claims. 

flatter ori^nally unclaimed. Claims in a divisional appli- 
cation covering matter disclosed but not claimed in the parent 
application, should be supported by a supplemental oath ; the 
averments of the latter being incorporated into the regular oath 
forming a part of the divisional application, when such claims 
are filed with the same. — Ex parte Henry, C. D., 1893, 88; 64 
O. G., 299 : Fisher, A%9t. Commr. 

Issue. 

A divisional application need not issue simultaneously with 
the parent application; overruling ex parte Holt (C. D., 1884, 
43 ; 29 O. G., VlV).—ExparU Ihawbaugh, C. D., 1893, 85 ; 64 
O. G., 155 : Fisher, Asst. Commr. 



DRAWINGS. 
Signature. 

stamped. Drawings must have a written, not stamped, sig- 



DRAWINGS. 108 

nBLtUTe.—Ex paHe Krause, C. D., 1891, 164 ; 56 O. G., 1708: 
SiMONDS, Commr. 



Affidavit. In case the signature to a drawing appears to 

have been stamped, instead of written, the OflBce may require 
an affidavit averring that the signature was in fact written. — Hx 
parte Krause, C. D., 1891, 164; 56 O. G., 1708 : Simonds, Commr, 

^Tracing over. If the signature to a drawing was stamped, 

instead of* being written, the Office may permit the person to 
trace over the signature as an alternative to furnishing a new 
ArdLVfing.— Ex parte Krause, C. D., 1891, 164 ; 56 O. G., 1708 : 
Simonds, Commr. 

* 

Witnesses. 

What they attest. The witnesses required upon the draw- 
ings attest the signature and not the drawings Ex parte Kyle^ 

C. D., 1890, 84 ; 51 O. G., 1621 : Mitchell, Commr. 

Memiier of firm of attorneys. A member of the firm that 
sign the drawings for the inventor is not a competent witness to 
that signature.— JEr parU Kyle, C. D„ 1890, 84 ; 51 O. G., 1621 : 
Mitchell, Commr. 

Miscellaneous. 

Reference letters for modifications. Different constructions 
or modifications, though claimed to be equivalents, must be 
designated by different reference letters, although it is permissi- 
ble to vary only the index, e. g., A, A*, A^ etc., thus suggesting 
similarity.— JJc parte Cook, C. D., 1890, 81; 51 O. G., 1620: 
Mitchell, Commr. 

Transfer to new application. The drawings of an applicar 
tion stricken from the files because sworn to in blank, cannot be 
transferred to a new application filed in place of the imperfect 
oiiQ.—ExparU Ayre%, C. D., 1890, 103; 51 O. G., 1944 : FiSH- 
EB, Aetg. Commr. 
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Trade-mark applications. The drawings forming part of a 
trade-mark application must be substantially of the same size as 
in applications for patents. — Ex parte Archer^ C. D., 1891, 179 ; 
67 O. G., 410 : SiMoxDS, Commr. 

Superfluous views. When every feature covered by the 
claims is shown in certain views and the invention is readily 
understood therefrom, another view on a separate sheet, showing 
the exact shape of certain parts whose exact shape is immaterial, 
is superfluous and should be canceled. — Ex parte Griffin^ C. D., 
1898, 224 ; 85 O. G.,454 : Duell, Commr. 

Entire invention. The drawings must show the entire de- 
vice stated in the description as the applicant's invention, and 
not merely the subject-matter of the claims. — Ex parte Lefehvre^ 
C. D., 1899 ; 86 O. G., 995 : Greeley, Asst. Commr. 



ERRORS IN PATENTS. 

See Rule 170 of the Rules of Practice^ 16th ed, 

instructions to amend. When the instructions in an amend- 
atory paper were clear and could reasonably have been read as 
actually read, the error will not be corrected. — Ex parte Fernan- 
dez, C. D., 1898, 5; 82 O. G., 186: Greeley, Actg. Commr. 

Inconsistent. If the Office in amending has literally 



followed the instructions of the applicant, even though they were 
in point of reason inconsistent, the error will not be corrected, 
since certificates are issued to make the patent conform to the 
record of the case, and not to correct the mistakes of the applicant. 
— Ex parte Burson, C. D., 1899 ; 87 O. G., 698 : Duell, Clwiwir. 

Neglect of duty by Office. A neglect of duty on the part of 

the Office is not a sufficient reason for issuing a certificate of 

correction, unless the correction is necessary to make the patent 

conform to the records of the Office. — Ex parte Roshack, C. D., 

] 1899 : 89 O. G., 705 : Duell, Commr. 



EXECUTORS AND ADMINISTRATORS. — FEES. 106- 

EXECUTORS AND ADMINISTRATORS. 

As to the effect of the failure of an executor or administrator 
to intervene to prosecute an application, see Abandonment of ap- 
plication, abandonment, prosecution, intervention by executor ; 
also Interferences, serving notices. 

Foreig^n administrator. An application on the invention of 
a deceased foreign inventor, made by an administrator holding 
foreign letters of administration, has no standing in the Office, 
and cannot be saved by the substitution of an administrator ap- 
pointed in this country, no matter if in the meantime a statutory 
bar to a new application has arisen. — Ex parte Langen^ C. D.> 
1899 ; 87 O. G., 697 : Duell, Commr. 



MISCELLANEOUS. 
FINAL FEE. 
REPAYMENT. 



Miscellaneous. 

See Rule 207 of the RuleB of Practice^ 16th ed. 

Application striclcen from files. The original fee paid upon 
an application subsequently stricken from the files because 
sworn to in blank, will not be transferred to a new application 
filed in place of the imperfect one. — Hz parte AyreB^ C. D., 1890,. 
103 ; 51 O. G., 1944 : Fisher, Actg. Commr. 

Certificate of deposit. A defect in the original certificate on 
file in the Treasury, consisting in an omission to identify the ap- 
plication on which the fee was intended to be paid, the said 
omission not occurring in the certificate issued to the payee, may 
he cured by the affidavit of the latter. — Ex parte Wiegand^ C. D.^ 
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1891, 249 ; 56 O. G., 808 : Dbcis. Sbcb- Int^ opinion of AssL 
Atty. Gen, Shields. 

Copies of decisions and actions. A single uncertified copy 
of a decision or action by any tribunal of the Office will be fur- 
nished to the interested party 'or parties without charge. — Ex 
parte Failor, C. D., 1892, 96; 59 O. G., 630: Simonds, 
Commr. % 

Recipient. The fact tiiat a person is an officer or employee 
of the government and even of the Interior Department, does not 
authorize the payment of a Patent Office fee to him, since the 
statute (§4935} in authorizing certain officials to receive patent 
fees excludes all others. — Ex parte Poulter^ C. D., 1892, 241 ; 
58 O. G., 519 : — Decis. Sbcr. Int., opinion of Asst. Atty. Gen, 
Shields.' 

Clieques. Payment of a fee by a cheque on a national bank 
is not a payment under Rev. St., § 4935, and if the cheque is dis- 
honored, although by failure of the bank itself, the applicant 
must make good the amount, together with costs of protest. — In 
re Nashy C. D., 1897, 204 ; 81 O. G., 799 : Decis. Secr. Int., 
opinion of Asst Atty, Gen. Van Devanter. 



Final Fee. 

See Rules 164 ^^ ^07 of the Rules of Practice^ 16th ed. 

LIMIT OF TIME. 

Extension. When a case is duly allowed, the Commissioner 
has no authority to extend, directly or indirectly, and with no 
other purpose, the time within which the final fee is by statute 
payable.— JJr^arte Sinumson, C. D., 1890, 177 ; 53 O. G., 1571 : 
Mitchell, Commr. 

Time of mailing. The Commissioner has no discretion to ac- 
cept a final fee arriving too late at the Office, on the g^round 



FEES, FINAL FEB. 107 

that it was mailed before the expiry of the six months — Ex parte 
Riley, C. D., 1891, 136 ; 56 O. G., 1203: Frothingham, AbsL 
Commr, 

Certificate of deposit. It having been the practice of the Of- 
fice to accept certificates of deposit presented long after their is- 
sue, the Office cannot adopt a difl^erent practice without prelim- 
inary notice. — Ex parte JViegand, C. D., 1891, 249; 56 O. G., 
803 : Decis. Secr. Int., opinion ofAsst Atty. O-en. Shields. 

^Transmission. The clause of Rule 207 requiring the 

transmission of a treasury certificate of deposit of a final fee 
within six months from the date of allowance, having been ap- 
proved on June 18, 1897, does not apply to certificates issued 
prior to that date, but such certificates must be filed within 
thirty days from July 27, 1897, the date of this decision. — Ex 

parte Griffith, C. D., 1897, 46 ; 80 O. G., 1126 : Greeley, Actg. 
Commr. 

Excuse. Whatever excuse there may have been for not 

immediately forwarding a certificate of deposit, prior to the 
adoption of present Rule 207, on June 18, 1897, there was none 
thereafter. — Ex parte Stevenson, C. D,, 1898, 113; 84 O. G., 
147 : DuELL, Commr, 

Discretion. The Commissioner has no discretion to receive a 
final fee after the expiration of six months from the date of al- 
lowance, no matter what excuses are offered. — Ex parte Ander- 
son, C. D., 1892, 221 ; 61 O. G., 886 : Simonds, Commr. 

Holiday. When the last day of the six months is a holiday, 
the fee is due on the previous day. — Ex parte Milh, C. D., 1893, 
11 ; 62 O. G., 317: Frothingham, Asst. Commr. 

•• riontli.** The six months within which the final fee must 
be paid are six calendar months. — Ex parte Broum (decided 
1890), C. D., 1893, 64; 63 O. G., 759: Mitchell, Commr. 
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MISCELLANEOUS. 

Recipient. To leave the final fee, after the closing hour on 
tlie last day for payment, with a watchman not an employee of 
the Office, the fee not coming into the hands of the Office till 
the next day, is not due payment — Ex parte PoulteVj C. D., 
1891, 205 ; 57 O. G., 1128 : Simoxds, Commr. Ex parte Paul- 
ter et aL, C. D., 1892, 241 ; 58 O. G., 519: Decis. Secr. Int., 
opinion of Asst. Atty. Gen. Shields. ^ 

Notice of stricter practice. If the practice has obtained of 
paying final fees after office hours to the watchman at the In- 
terior Department, and if such fees have been credited as paid 
on the day when so delivered, notice should be given of a change, 
and the Commissioner would have discretion to accept fees so 
paid in a particular case under such practice. — Ex parte Poulter^ 
et at, C. D., 1892, 241 ; 58 O. G., 519 : Decis. Secr. Int., 
opinion of Asst. Atty. Gen, Shields. 

Desig^n applications. No final fee requires to be paid on a 
design application, as § 4885 R. S. applies only to mechanical 
applications. Ex parte Flomerfelt, C. D., 1895, 101 ; 73 O. G.^ 
1411: Decis. Seck. Int., opinion of Asst, Atty, Gen, Hall. 



Repayment. 

See Rule 209 of the Rules of Practice, 16th ed. 

Unentitled applicant. When an applicant who is not en- 
titled to do so files an application, then although afterward the 
proper party makes application, and no examination has been 
undertaken on the former application but the only action has 
been a refusal to entertain it, nevertheless the fee on such appli- 
cation will not be returned. — Ex parte Coventry Machinist Co.j 
Ltd,, C. D., 1892, 137 ; 59 O. G., 1923: Frothixgham, Asst. 
Commr, 

Trade-mark law of 1870. A fee or part fee paid under the 
trade-mark law of 1870, since declai-ed unconstitutional, will 
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not be repaid, inasmuch as the subsequent law of 1881 did not 
authorize such repayment, but directly authorized the transfer 
of such fees to applications filed under the new law. — Ex parte 
J. R. Leeson ^ Co., C. D., 1892, 158 ; 60 O. G., 297 : Froth- 
INGHAM, AssU Commr. 

Duplicate applications. When registration has been secured 
for a given party on a given trade-mark, and a second applica- 
tion is made on behalf of the same party for registration of the 
same mark by a representative of such party who is in igno- 
rance of the former registration, the fee paid on the later appli- 
cation will be returned upon formal abandonment of such 
application. — Ex parte Finlayson, Bousfield ^ Co,, C. D., 1892, 
201 ; 61 O. G., 152 : SmoNDS, Commr. 

5econd renewal application. When a second renewal appli- 
<;ation was filed on the same day on which a decision of the 
Secretary of the Interior was published in the Official Gazette 
wherein it was held that such applications could not be enter- 
tained, although in practice they had theretofore been enter- 
tained, the fee on the said application will be returned as paid 
by im&\»ke.— Ex parte Smith, CD., 1895, 99; 71 O. G., 297 : 
Decis. Sbcr. Int., opinion of ABst. Atty. Q-en. Hall. 

Withdrawal of application. A design application for a 
three-and-one-half year patent was filed and allowed, and then 
the applicant requested that it be suspended to permit him to 
file a new application for a patent of longer term. Pending 
decision on his request he filed such new application. The re- 
quest was denied, and he then filed a withdrawal or abandon- 
ment of the allowed application, which reached the Office on the 
Kiay the patent was issued. Held, that the fee on the second 
application was not paid by mistake and could not be repaid. — 
Ex parte Flomerfelt, C. D., 1895, 101 ; 73 O. G., 1411 : Decis. 
Sbcr. Int., opinion of Assf, Atty. Gen. Hall. 

Appeal not prosecuted. An appeal fee on appeal from the 
Examiners-in-Chief to the Commissioner will not be returned 
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because the appeal is not prosecuted — Ex parte Bortan, C. D., 
1896, 99 ; 77 O. G., 2137 : Seymour, C(mmr. In re Barton, 
C. D., 1897, 207; 81 O. G., 800: Dbcis. Sbcb. Int., opinion of 
Asst. Atty. Gen. Van Devanter. 

Assurance of consideration. A fee paid by an applicant up- 
on assurance by an official of the Patent Office that a desired 
standing to be secured thereby would be considered and if possi- 
ble given, will not be returned upon subsequent refusal to give 
such standing.— ^x joar^g Hallberg, C. D., 1898, 68; 83 O. G., 
1208: DuELL, Commr. 

Completion of application. When an incomplete application 
is deposited, lacking the fee, and afterward the fee is deposited 
accompanied with a new specification and a letter referring to 
the incomplete application in such language as to justify the 
Office in entering the fee and specification therein, the fee will 
not be returned under guise of transfening it, together with the 
new specification, to a new application. — Ex parte Arakeliony C. 
D., 1898, 243 ; 85 O. G., 1077 : Greeley, Aci^. Commr. 

Contradictory application. When the papers of an applica- 
tion are so contradictory as to whether the invention is sole or 
joint that the defect cannot be cured by amendment but requires 
a new application properly executed, the fee paid on the former 
application may be transferred to the latter. — Ex parte Henze^ 
C. D., 1900 ; 90 O. G., 2507 : Dubll, Commr. 

Final lee paid by assignee. When an assignee or other 
gi'antee who is not entitled to have the patent issue to himself 
nevertheless supposes that he is, and pays the final fee, but 
without the Office knowing the source of the payment, this is 
not a state of facts that warrants the return of the fee. — 
Ex parte Eosback, C. D., 1899; 89 O. G., 705: Duell, 
Commr. 
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INTERFERENCES. 

INSTITUTION. 

INTERMEDIATE MATTERS. 

PRELIMINARY STATEMENTS AND EVIDENCE. 

MOTIONS TO DISSOLVE. 

DISSOLUTION WITHOUT MOTION. 

FINAL HEARING. 

[^See also Priority^ and Testimony.'] 

Institution. 

Patentable subjbct-matteb. 

Interference in fact. 

Antedating affidavitb. 

Preparation. 

Creation of interference. 

Issue. 

PATENTABLE SUBJECT-MATTER. 

See Rule 93 of the Rules of Practice^ 16th ed. 

No interference should be declared between the allowed claims 
of one application and the rejected claims of another. — Hammond 
V. EaH, C. D., 1898, 52; 83 O. G., 743: Dubll, C(mmr. 
Calm V, Dolley v. Finzelherg and Schmidt^ C. D., 1898, 194 ; 84 
O. G., 1869 : Duell, Commr. 

INTERFERENCE IN FACT. 

Same criterion lor courts and Patent Office. The courts 
have clearly held that the interference proceeding of R. S. § 
4918 is the same as that of R. S. 4904. The difference lies only 
in the forum. The Examiner or Commissioner treating the 
question of interference should put himself in the place of a 
judge of the United States circuit court, and should treat the 
applications, or the patent and application, as though they were 
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both issued patents pending before the court — Reed v. Landman^ 
C. D., 1891, 73 ; 55 O. G., 1275 : Mitchell, Cammr. Ham- 
mond v. Hart, C. D., 1898, 52; 83 O. G., 743: Duell, Commr. 

General rule of Hammond v. Hart. In order to interfere, 
two claims must have the same tenor and scope, or, in other 
words, cover the same patentable invention. It is not enough 
that one claim infringeB another, is dominated by it. — Hammond 
V. HaHy C. D., 1898, 52 ; 83 O. G., 743 : Duell, Commr. 

Abridgement of patentee's monopoly. In the case of a pa- 
tent and an application, the mere fact that the patentee's rights 
would be abridged or infringed by the grant of a patent upon 
the application, is not a reason for declaring an interference, 
when the parties do not claim substantially the same patentable 
invention. The latter test is the true one. — Ex parte Whit-- 
ney, C. D., 1898, 82 ; 83 O. G., 1659 : Duell, Commr. 

Hammond v. Hart interpreted. In deciding the case of 
Hammond v. Hart (83 O. G., 743), it was the intention to bring 
about a practice in the Office that would result in making the 
issue of an interference both definite and clear, and to that end 
to cause the parties to the proposed interference to claim sub- 
stantially the same patentable invention, so as to obviate the 
many motions and appeals that have unnecessarily arisen in the 
Office.— Wolfenden v. Price, C. D., 1898, 87 ; 83 O. G., 1801 : 
Duell, Commr. 

Qenus and species— Drawn^on different structures. A claim 
to a genus and a claim to a species do not interfere when they 
are drawn upon different structures. — Heed v. Landman, C. D., 
1891, 73 ; 55 O. G., 1275 : Mitchell, Commr. Searle v. Frum- 
velUr V. Sessions, C. D., 1892, 27; 58 O. G., 804: Frothing- 
HAM, Asst. Commr. 

Drawn on the same structure. Even when drawn upon 

the same structure, a claim to a genus and a claim to a species 
do not interfere. This doctrine does not conflict with the decis- 
ion of the Supreme Court in Miller v. Eagle Mfg. Co. (66 O. G., 
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846).— WUliams v. Perl, C. D., 1899 ; 87 O. G., 1607 : Duell, 
Commr. 

Both parties applicants. The fact that both parties are 



applicants does not affect the question of interference between 
a specific claim and a generic claim. — Mammond v. Hart^ C. D., 
1898, 52 ; 83 O. G., 743 : Duell, Commr. Grimm v. Bolan, 
C. D., 1898, 70; 83 O. G., 1209: Duell, Commr. Williams 
V. Perl, C. D., 1899 ; 87 O. G., 1607 : Duell, Commr. 

Process and apparatus. Process and apparatus being dis- 
tinct inventions, claims respectively covering them cannot be 
put iQto interference with each other. — Crane v. Merriam, C. 
D., 1890, 92; 51 O. G., 1783: Mitchell, Commr. 

Identity of lans^uas^e — Not necessary. While, in order to 
warrant an interference, it is not necessary that the claims of the 
parties be expressed in identical language, nevertheless when 
different words are used they must mean and refer to the same 
things. The claims must cover the same elements and contain 
the same limitations. — Wo^fenden v. Price, C. D., 1898, 87 ; 83 
O. G., 1801 : Duell, Commr. 

Not sufficient. If the claims of two applicants do not 

cover the same subject-matter, they do not interfere with each 
other, even though they be similar or identical in language. — 
Ghray v. Robertson, C. D., 1890, 1 ; 50 O. G., 165 : Mitchell, 
Commr. Rogers v. Winssinger, C. D., 1891, 111 ; 56 O. G., 
804 : Mitchell, Commr. Newton v. Woodward, C. D., 1898, 
206 ; 84 O. G., 2020 : Greeley, Asst. Commr. Edgecombe v. 
Hastman v. Htmston, C. D., 1899 ; 89 O. G., 707 : Duell, 
Commr. 



Function and result. If elements which nominally cor- 
respond are really different in mode of operation and in result 
there is no interference. — Ghray v. Robertson, C. D., 1890, 1 ; 50 
O. G., 165 : Mitchell, Commr. 



^Specification. In determining identity of subject-matter, 

each claim should be construed in the light of the corresponding 
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Specification. — Rogen v. Wirunnffer^ C. D., 1891, 111 ; 56 O. 
G., 804 : Mitchell^ Ccmmr. 

Differentiatioa. When inteiference in fact is found not 



to exist between two claimantB whose claims are identical in Ian- 
gruage, a change in such language will be insisted upon prior to 
allowance to make each claim homogeneous with its correspond- 
ing specification. — RogerM r. Win^singer^ C. D., 1891, 111 ; 66 O. 
G., 804 : Mitchell, Commr. 



Claims of patentee copied. When an applicant copies the 

claims of a patentee, and the question arises whether the appli- 
cant has a right to claim the invention, what the invention is 
must be determined from the patent. — Reichenbaeh v. Q-oodwin^ 
C. D., 1898, 50 ; 63 O. G., 811 : Simonds, Commr. 

identity of elements. Two claims, in order to interfere, must 
embrace the same elements. — Short v. Sprague^ C. D., 1891, 166 ; 
66 O. G., 1708 : Simonds, Commr. Dodd v. Beading^ C. D., 
1892, 49 ; 68 O. G., 1413 : Simonds, Commr. Wolfenden v. 
Price, C. D., 1898, 87 ; 83 O. G., 1801 : Duell, Commr. 

. Identity of limitations. Two claims, in order to interfere, 
must contain the same limitations. — Wolftnden v. Price, C. D., 
1898, 87 ; 83 O. G., 1801 : Duell, Commr. Bullier v. WiUMon, 
C. D., 1899 ; 87 O. G., 180 : Greeley, JLwf. Commr. WUliams 
V. Perl, C. D., 1899 ; 87 O. G., 1607 : Duell, Commr. 

l^See also later, under this same title of interferences, the suh- 
title motions to dissolve, grounds of motions, interference in fact.'^ 

Inclusion of claims not patentably distinct. Claims that are 
not the issue but are regarded by the Examiner as not patent- 
able over the issue, should not be included in the interference. 
It might be well for the Examiner to notify the claimant that in 
the event of an adverse decision in the interference these claims 
would stand rejected as not involving invention. — Wolfenden v. 
Price, C. D., 1898, 87 ; 83 O. G., 1801 : Duell, Commr. 

In another application. If a claim considered by the Ex- 



aminer not to be patentably distinct from Uie issue is contained 
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in a separate application of the same applicant, the latter should 
not be included in the interference but should be held up to 
await its outcome. — Hastman v. Saustony C. D., 1899 ; 87 O. 6., 
1781 : DuELL, Commr. 

Ambis^uous claims. If a claim, although capable of a con- 
struction that would exclude it from the interference, is never- 
theless liable to be construed so as to interfere, it cannot be ex- 
tricated from the interference except by so altering it as to re- 
move all reasonable doubt of its interfering. — Ehrlich v. Van 
Horn, C. D., 1891, 17; 54 O. G., 506 : Mitchell, O&mmr. 

Patent and application. If the claims of a patentee and the 
claims of an applicant cannot be read literally, each upon the 
other's construction, no interference exists. It will not do to 
say that the differences are immaterial: the courts have too 
often held patentees to their restrictions, and therefore, for the 
purpose of declaring an interference, the claims of a patent 
must be taken as they read. — Ex parte Whitney^ C. D., 1898, 
82 ; 83 O. G., 1669 : Duell, Commr. 

Construction of broad claim. Whatever may be the lim- 
ited construction that would be put upon a broadly-worded claim 
in a patent by a court in order to save it from anticipation, and 
whatever may be the Examiner's opinion as to the scope of such 
claim, he cannot institute an interference between such patent 
and an application containing a claim restricted in language, 
when the restrictions have been introduced for the very purpose 
of distinguishing the claim from the prior art. — Ex parte Thorn' 
at, C. D., 1898, 186; 84 O. G., 1729 : Gbeeley, Actg. Commr. 

Desis^ns. In determining the question of interference in faet 
between designs, the drawings are of primary importance, and 
the description is auxiliary, inasmuch as a generic form of de- 
scription cannot give the case a scope beyond that w)iich the 
drawings would warrant. — Feder v, Poyet, C. D., 1899 ; 89 O. 
G., 1343 : Greeley, Asst. Commr. 

Patentable difference. An issue should not be formulated 
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between two applications which includes features not disclosed 
in one of them, merely because, in the Examiner's opinion, the 
devices are not patentably distinct. — Edgecombe v. Eastman v. 
ffoustan, C. D., 1899 ; 89 O. G., 707 : Duell, Commr. 

ANTEDATING AFFIDAVITS. 

See Ride 94 of the Rules of Practice^ 16th ed. 

Application oath. An application is not entitled to be put 
into interference with a patent that antedates it, merely because 
the applicant has stated in the preamble and in the oath of his 
application that he has a foreign patent for the same invention, 
which foreign patent antedates the patent with which he wishes 
to be put into interference. An affidavit, as provided by Rule 
94 (2), is his proper mode of antedating the adverse patent. — 
Tavener v. Thomson, C. D., 1890, 71 ; 51 O. G., 1465 : Mitch- 
ELL, Commr, 

Qenus and species. As no interference properly exists be- 
tween generic and specific claims, when an applicant with a 
generic claim is confronted by a patent with a specific claim, and 
makes affidavit to having invented the genus before the filing of 
the application on which the patent was granted, he is entitled, 
not to be placed in interference with the patent, but to receive 
his own patent — Hammond v. Hart, C. D., 1898, 52 ; 83 O. G., 
743 : Duell, Commr. 

Facts. It would seem that paragraph 2 of Rule 94 does not 
call for the showing of facts that is required in ex parte cases by 
Rule 75, but merely requires an identification of the invention 
in controversy and a statement that the affiant made such in- 
vention before the date of filing of the patentee's application. — 
Ries V. Thomson, C. D., 1891, 233 ; 57 O. G., 1598 : Simonds, 
Commr, 

Discretion. In an affidavit under Rule 94 the Office may 

call for facts, but should only do so under extraordinary circum- 
stances.— ^i€« V. Thomson, C. D., 1891, 233 ; 57 O. G., 1698 : 
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Dictum by SlMONDS, Commr. Ex parte Davis^ C. D., 1893, 41 ; 
62 O. G., 1516 : Frothingham, Asst. Commr. 

Secrecy » It would seem that an affidavit under Rule 94 is 
not open to examination or question by other parties. — JRies v. 
Thomson^ C. D., 1891, 233 ; 67 O. G., 1598 : Simonds, Oommr. 

Adverse party. The adverse party in a prospective interfer- 
ence has no right to be heard on the consideration of the suffi- 
ciency of an affidavit filed under Rule 94, his remedy being by 
motion under Rule 122 after the interference has been insti- 
tuted.— /aVver* V. Shuman, C. D., 1896, 47; 76 O. G., 1714: 
Fisher, Actg. Commr. 

Co-pendency. An interference between an application and 
a patent which was co-pending therewith will be instituted un- 
der the first section of Rule 94, and not under the second sec- 
tion of that Rule, and therefore no affidavit need be filed, such 
as tlie second section requires ; and this is true although the 
interfering claims in the application were inserted therein sub- 
sequent to the grant of the patent, and although the patent 
was pending prior to the filing of the application. — Ex parte 
TMey, C. D., 1899 ; 89 O. G., 2259 : Dubll, Commr. 

Patent and reissue application. While there is considerable 
conflict between the authorities, the Rules do not expressly pro- 
vide for an interference, and it is open to doubt whether an in- 
terference should ordinarily be declared between an application 
for reissue and a patent not only granted but also applied for 
subsequent to the grant of the patent sought to be reissued ; 
the question being open to decision on the special circumstances 
of each case.— jBbft v. Ingernoll, C. D., 1898, 200 ; 84 O. G., 
1873 : Greeley, Actg. Commr. 

Lack of diligence. A reissue applicant, who had the 

opportunity of obtaining an interference with another applicant, 
but failed to do so by reason of lack of diligence in preparing 
1113 case, cannot thereafter avoid an interference with a patent 
issued on such other application, on the ground that the latter 



118 IIITBRFSBBIICB8, IK8TITUTIOK. 

WB8 filed after his own patent was granted. — JHolt v. JngersoU^ 
C. D., 1898, 200 ; 84 O. G., 1878 : Gbbeley, Actff. Cammr. 



PREPARATION. 

See Rule 95 of the Rules of Prax^ice^ 16th ed. 

Statutory bar. Whatever be the practice in deferring an ex 
parte question arising during the course of an interference, con- 
cerning a statutory bar, such a question, if it arises prior to the 
institution of the interference, cannot give way, and will pre- 
clude any interference until it is removed by a decision in favor 
of the applicant — Ex parte Meuceit C. D., 1890, 65; 51 O. G., 
299 : Mitchell, Commr. 

Uninvolved claims, interfering patent a reference. When 
the interfering patent discloses but does not claim an invention 
clsilmed by the applicant, aside from the interfering claims, and 
an affidavit under Rule 75 is necessary to overcome the patent 
as a reference against such uninvolved claims, the filing of such 
affidavit will not be made a prerequisite to the declaration of 
the interference, but will be deferred until after its conclusion. 
—Exparte Sorlle, C. D., 1900 ; 90 O. G., 2133 : Greeley, 
A%%t. Commr, 

CREATION OF INTERFERENCE. 

See Rule 96 of the Rules of Practice^ 16th ed. 

Condition proper for allowance. Rule 96, which allows an 
interference to proceed without waiting unreasonably for a party 
" to put his application in a condition proper for an interfer- 
ence," [or by Rule 96 as amended, "for allowance,"] does not 
refer to the condition of the claims involved in interference, 
and does not warrant the declaration of the interference before 
those claims are put into allowable shape, in conformity to the 
preceding Rule (95). What Rule 96 refers to is matter not in 
interference, and matter of a merely formal character (as de- 
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fective drawings, etc.). — Hammond v. Hart^ C. D., 1898, 52; 88 
0. 6., 743 : Dubll, Cammr. 

Decisions precedinj: present rule. The following decisions, 
preceding present Rule 96, and therefore either overruled or 
superseded by it, bear on the making of suggestions by the Ex- 
aminer to the parties to bring about an interference, and on pro- 
cedure arising from variation of the claims from the issue. — Sx 
parte Weeden, C. D., 1892, 185; 60 O. G., 1191. Sweemy v. 
Jaros, C. D., 1892, 197 ; 60 O. Q., 1888. Moore v. Holland, C. 
D., 1893, 83 ; 63 O. G., 1962. Dixon v. Van Auken, C. D., 1893, 
105 ; 64 O. G., 1005. IR7iyon v. Carter, C. D., 1894, 2 ; 66 O. 
G., 613. Duncan v. We^tinghovse, jr., C. D., 1894, 12; 66 O. 
G., 1005. Grimmett v. Willett, C. D., 1894, 16 ; 66 O. G., 1006. 
Morgan v. Hanson, C. D., 1896, 65 ; 77 O. G., 154. Hammond 
V. Hart, C. D., 1898, 52 ; 83 O. G., 743. Wolfenden v. Price, 
C. D., 1898, 87 ; 83 O. G., 1801. Fitzgerald v. Guillemet, C. 
D., 1898, 204; 84 O. G., 2017. 

ISSUE. 

See Rule 97 of the Rules of Practice, 16th ed. 

Interpretation. 

Acceptation by parties themselves. When an issue has been 
drawn and certain claims of each party have been included un- 
der it, and it has been accepted by both parties without motion 
to dissolve, the appellate tribunals will accept the issue as un- 
derstood by the parties, and will not exclude any of the included 
claims from the interference. — Sehmertz v. Appert, C. D., 1898, 
77 ; 83 O. G., 1511 : Duell, Commr. 

m 

Invention. The issue must be construed as broadly as the 
real invention involved, and any construction falling witliin the 
latter will fall within the former. — Breul v. Smith, C. D., 1897, 
3 ; 78 O. G., 1904 : Fisher, Actg. Commr. 

Cancelation of claims. When a party has assented to a cer- 
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tain construction of his invention by canceling claims express- 
ing a broader construction, he cannot afterward, when in inter- 
ference, claim for the issue thereof such broad construction. — 
Bretd v. Smith, C. D., 1897, 12; 79 O. G., 153: Fisher, Actff. 
Commr. 

Patent. If one party is a patentee, and the opposing applicant 
has made his claims in view of the patent, the issue will be con- 
strued by the terms of the patent, and the applicant cannot 
contend for a construction that would make him prevail, if by 
any reasonable construction the claims of the patent can be so 
interpreted as to make the patentee prevail. — Latham v. Force 
and Parenteau, C. D., 1898, 32 ; 82 O. G., 1690 : Greeley, 
AbbI. Commr, 

Design. Where the invention is a design, it is subject 

to the same rule as is a mechanical case, as to the interpretation 
of the issue by the patent, when a patent is involved in the in- 
terference.— JPed<;r V. Poyet, C. D., 1899 ; 89 O. G., 1343 : 
Greeley, Asst. Commr, 

Decision on appeal. A decision rendered on appeal in the ex 
parte treatment of a case subsequently involved in interference 
must have weight in determining the meaning of an issue based 
on the appealed claim. — Edgecombe v, Uastman v. Hbustan, C. 
D., 1899 ; 89 O. G., 707 : Duell, Commr. 

riiscellaneous. 

Breadth. The issue must be as broad as the broadest claim 
included under it. — Morgan v, Hanson, C. D., 1896, 65 ; 77 O. 
G., 154 : Fisher, Actg, Commr. 

Identical with a claim. The Examiner must not construct 
an issue that is not an allowed claim of either party. The ap- 
plicants should make the issue by their claims, and if the Ex- 
aminer wishes the issue to be different, he must arrive at it by 
requiring amendment of the claims. — Ex parte Whitney y C. D., 
1898, 82; 83 O. G., 1659: Duell, Commr. 
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Number of counts. There is no necessity for making two 
counts, unless they differ materially from each other, for to do 
so will merely lead to confusion in taking testimony. — Kane v. 
Brill and Adam$, C. D., 1898, 146 ; 84 O. G., 1142 : Greb- 
LEY, As8t, Commr. 

Intermediate matters. 

Service of notices. 

Postponement of filing of preliminaby statements. 

Filing divisional applications. 

DiSCLAIMEBS. 

Inspection of files. 

Amendment claiming unclaimed invention. 

SERVICE OF NOTICES. 

See Rule 103 of Rules of Practice^ 16th ed. 

Applicant dead. If an applicant is dead and his executor 
has not intervened, the Office should attempt to learn who the 
heirs are, as by addressing a communication to them as such, 
inquiring their identity, and if all such communications are re- 
tamed, the interference should proceed as in other cases where 
communication cannot be had. — Decker v. Loosleyy C. D., 1896, 
106 ; 77 O. G., 2140 : Fisher, Actg. Commr. Handly v. Brad- 
ley, C. D., 1899 ; 89 O. G., 522 : Duell, Commr. 

Senior party. Even though the applicant be dead, and 

the fact appear that his legal representatives will not prosecute 
the interference, the interference should proceed if the deceased 
applicant was the senior party, inasmuch as his opponent may 
fail to overcome* his record date. — Becker v. Loosley, C. D., 
1896, 106 ; 77 O. G., 2140 : Fisher, Actg. Commr. Handly v. 
Bradley, C. D., 1899; 89 O. G., 524 : Duell, Commr. 

Appearance by administrator. If a copy of the letters of 
administration is filed in the case in interference without the 
knowledge or authorization of the administrator, it cannot be 
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construed as an appearance by ihe latter so as to bUid him by 
subsequent proceedings;— JSr parte Woodworthj C. D., 1898, 
127 ; 84 O. G., 811 : Greeley, AssL Cammr. 

POSTPONEMENT OF FILING OF PRELIMINARY 

STATEMENTS. 

See Mule 104 ^f ^^ HiUes of Practice^ 16th ed. 

Discretion. Discretion to dispense with service of notice un- 
der Rule 104 means a sound discretion, to be exercised only in 
a real emergency and where service cannot reasonably be ef- 
fected— /S^uar^ V. EllioUv.PaUUon, C. D., 1892, 217 ; 61 O. G., 
721: SiMONDS, Commr. 

FILING DIVISIONAL APPLICATIONS. 

Dividins^ out non-interfering^ matter. 

Test of non-interference. It is only those parts of the inven- 
tion that are not in any manner involved in interference, and 
that cannot be affected by the judgment, which may be included 
in a divisional application and allowed to go out of the Office 
during the pendency of such interference. — Ex parte Neitwanger^ 
C. D., 1890, 37 ; 50 O. G., 1132 : Fisher, A9%t Cammr. 

Qenusand species. In consonance with the rule laid down in 
ex parte Holt, CD., 1884, 43, and in ex parte^ Raw%om, 39 O. 
G., 119, to the effect that generic and specific claims based upon 
the same structure cannot be divided, the Office will refuse to 
allow a party in interference to transfer specific claims covering 
his species to a divisional application, freed from the interference, 
while his generic claim remains in the contest. — Ex parte Nei^ 
wanger, C. D., 1890, 37 ; 50 O. G., 1132 : Fisher, A%9t. Commr. 

Uninvolved species. An applicant who has an applica- 
tion in interference containing a generic claim and a claim to one 
species under that genus may prosecute to issue independent of 
the interference a second application disclosing and claiming a 
different species of the same genus, provided the latter species is 
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not disclosed in the applications in interference and is patent- 
able oyer the said applications, and provided proper cross-refer- 
ring disclaimers are incoiporated in his two applications. — Ex 
parte Wilhan, C. D., 1892, 111; 59 O. G., 1267: Simonds, 
Commr. 

flatter common to both applications. In a divisional appli- 
cation made to receive non-interfering matter, no claims can be 
made to matter shown or described in the application remaining 
in interference. — Ex parte Neiswanger^ C. D., 1890, 87 ; 50 O. 
G., 1132 : Fisher, AsbL Commr. 

Dividing out interferins: matter. 

Successive divisions. Under a liberal construction of Rule 
106 it is not necessary to file separate divisional applications to 
receive separate portions of subject-matter involved in interfer- 
ences successively declared, but the divisional application oc- 
casioned by the first interference may be utilized to receive such 
portions. — Ex parte Neiswaiiger^ C. D., 1890, 37 ; 50 O. G., 
1132: Fisher, Asst. Commr. 

Related portion of file contents. A divisional application 
under Rule 106, containing the interfering matter, need not be 
accompanied with a copy of the file contents of the original case 
or such portion thereof as relates to the interfering matter, what- 
ever may be the rights of the opposing paity to obtain access to 
such file contents.— JKr jr^arf^ Perkins, C. D., 1892, 222; 61 O. 
G., 1015 : Frothingham, Act{f. Commr. 

Alteration of subject-matter. It is not permissible for an ap- 
plicant, in filing a divisional application containing the interfer- 
ing matter, to substitute for new and improved parts old and 
well-known parts, in order to keep tiie knowledge of the new 
and improved parts from the opposing party, even though such 
substitution would not effect the issue of the interference, since 
the disclosure in a divisional application cannot difiPer from that 
in the parent application except in extent — Ex parte Barry, C. 
D., 1898, 9 ; 82 O. G., 337 : Greeley, Actg. Commr. 
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Ex parte matter. So far as appears, it has never been claimed 
that the right conferred by Rule 106 may not be exercised pre- 
cisely as if the application were not in interference, that is, 
without motion or notice to adveree parties. — Diescher v. Walker 
V. IHescher and McGill, C. D., 1890, 119 ; 52 O. G., 459 : Mitch- 
ELL, Commr. 

DISCLAinER5. 

See Rule 207 of Utiles of Practicey 16th ed. 

Time of filing. No warrant for disregarding Rule 107 and 
filing a disclaimer after the opening and approval of the prelim- 
inary statements, is to be found in the fact that the opposing 
party has a generic claim. From the time of the declaration of 
an interference, each applicant is supposed and entitled to know 
the ^^ matter in issue,'' and it is the matter in issue which must 
form the subject-matter of the disclaimer. [Rendered immate- 
rial by decison in Hammond v. Hart (C. D. 1898, 52 ; 83 O. G., 
743), that generic and specific claims do not interfere.] — Clark 
V. Lord V. Grimes, C. D., 1890, 100 ; 51 O. G., 1948 : Mitchell, 
Commr. 

An ex parte proceeding. A disclaimer under Rule 107 may 
be filed without the making of any motion or the giving of any 
notice to the other parties in interference, and the question of ad- 
mitting the disclaimer is an ex parte question on which the other 
parties have no hearing. — Diescher v. Walker v. Diescfier and 
McOilU C. D., 1890, 119; 52 O. G., 459 .-[iMitchell, Commr. 
Carpenter V. Mallory, C. D., 1898, 223 : 85 O. G., 291 : Greeley, 
Actg. Commr. 



Accompanying motions. If a motion is made to suspend 

the interference pending the filing of a disclaimer or pending 
the determination of the question whether a disclaimer ought to 
be permitted, the case, as to such motion, is a contested one^ 
and notice should be given to the other parties. — IHescher v. 
Walker V. IHescher and McCKll, C. D., 1890, 119; 52 O. G., 
459 : Mitchell, Commr. 
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Form. A disclaimer under Rule 107 must recite the inven- 
tion disclaimed, preferably in the exact words of the issue, or 
at any rate in equivalent terms, and it is not sufficient to use 
such language as, '^ I disclaim the issue of this interference." — 
Cook V. Stover, C. D., 1896, 61 ; 76 O. G., 2007 : Fisher, Aetg. 
Commr. 

Introduction into specification. A disclaimer filed under the 
second part of Rule 107, must be incorporated in the specifica- 
tion of the disclaiming party, equally with one filed imder the 
first part of the Rule. — Cook v. Stover, C. D., 1896, 61 : 76 O. 
G., 2007 : Fisher, Actg. Cmrnr. 

INSPECTION OF FILES. 

See Rule 108 of the Rides of Practice, 16th ed. 

Disclosure in decision. In announcing his decision on a mo- 
tion to dissolve heard prior to the approval of the preliminary 
statements and hence prior to the existence of the contestants' 
right of access to each other's files, the Primary Examiner will 
be careful to make no disclosure of the contents of the files. — 
Laurent^Cely v. Payen, C. D., 1890, 68 ; 51 O. G., 621 : Mitch- 
ell, Commr. 

Uninvolved matter. If an application contains the descrip- 
tion and claims of one or more inventions not related to the inven- 
tion in issue in such a manner as to affect its scope or meaning, 
the opposing party will not be allowed to inspect that part of 
the application.— -2fm«tw«cA v. Witteman, C. D., 1896, 8 ; 75 O. 
G., 183 : Fisher, Actg. Commr. 

- — Indivisible invention. In was never intended by Rules 
105, 106, and 108 that a parly should be permitted to conceal 
from his opponent anything but a clearly divisible invention not 
claimed by the latter.— JZr 'parte Walrath, C. D., 1899; 87 O. 
G., 1397 : DuELL, Commr. 



Divisional application. When an alleged divisional applica- 
tion is in interference and its divisional relation is relied on to 
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fix the rights of the applicant who filed it, the opposing party 
may inspect the whole of the parent application and the file 
thereof. This is true even where the divisional application has 
been filed after the institution of the interference, under Rule 
106, to receive the interfering matter. — In re Swikart^ C. D., 
1900 ; 90 O. G., 601 : Duell, Commr. 

Caveat. A party in interference is not entitled to obtain a 
copy of a caveat filed by his opponent and referred to, and 
quoted from, by the latter in an affidavit under Rule 75 to ante- 
date a reference cited in the ex parte treatment of the case prior 
to the institution of the interference. — In re Lowry^ C. D., 1900 ; 
90 O. G., 445 : Duell, Commr. 

AMENDMENT CLAIMING UNCLAIMED INVENTION. 

See Rvle 109 of the Rules of Practice, 16th ed. 

Question raised. On motion to amend, brought under Rule 
109, the only question under consideration is the propriety of 
admitting such amendment, and such motion does not raise the 
question of dissolution of the interference that is to be declared 
on the new claims, and such question of dissolution may there- 
after be raised by motion under Rule 122. — Jenne v. Brown v. 
Booth, C. D. 1892, 78 ; 59 O. G., 158 : Frothingham, AsbL 
Commr, 

Estoppel and patentability. Whether a party is estopped 

from making certain claims, and whether they are patentable to 
him, are questions that cannot be considered on a motion under 
Rule 109 to amend, but must be deferred till the claims have 
been admitted and have come before the Primary Examiner for 
action on the merits. — Bechman v. Wood, C. D., 1899 ; 87 O. G., 
1078-4 : Duell, Commr. 



Interference in fact. Whether the amendment presents 

claims interfering with claims of the opposite party, is a ques- 
tion for the Primary Examiner. — Hou%e v. *Butler, C. D., 1893, 
14 ; 62 O. 6., 587 : Frothingham, A%9t. Commr. 
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Limit of lilins:. After the twenty days specified in Rule 109, 
have expired, a motion to file an amendment may be granted by 
the Examiner of Interferences, on a proper showing. — House v. 
Butier, C. D., 1893, 14 ; 62 O. G., 587 : Frothingham, Asst. 
Commr. Richards v. Tracy, C. D., 1898, 217 ; 85 O. G., 288 : 
DuELL, Commr. 

Appeal on transmission. If one party moves to amend under 
Rule 109, and the Examiner of Interferences transmits his mo- 
tion, and the adverse party appeals from such transmission with- 
out stating in his appeal his grounds of appeal ; the appeal will 
not be decided favorably without first giving the amending party 
a hearing by brief or otherwise. — Crocker v, Allderdice, C. D., 
1898, 167 ; 84 O. G., 1434 : Greem:y, Actg. Commr. 

Discretion of Examiner of Interferences. If a sufficient 

showing has been made to warrant the exercise of discretion on 
the part of the Examiner of Interferences in transmitting a mo- 
tion to amend under Rule 109, presented after the twenty days 
limited therein, the Commissioner will not pass upon the ques- 
tion whether the showing actually warranted such transmission. 
— Richards v. Tract/, C. D., 1898, 217 ; 85 O. G., 288 : Dubll, 
Commr. 

Pending dissolution. The fact that a motion to dissolve has 
been decided by the Primary Examiner and is subject to appeal, 
will not warrant a party in refraining from moving to amend 
under Rule 109, although it maybe permissible for the Exam- 
iner of Interferences to postpone the hearing thereon until the 
final determination of the motion to dissolve. — Richards v. Tracy, 
C. D., 1898, 217 ; 85 O. G., 288 : Duell, Commr. 

Concurrent motions. It seems to be in accordance with the 
spirit of the decision in Crocker v. Allderdice, (C. D., 1898, 167 ; 
84 O. G., 1434 : Greeley, Actg. Commr.) and with the general 
spirit of the practice in interferences, that all questions that can 
fairly be considered at the same time should be so considered, 
and this practice accords with that of the courts. Hence when 
a motion to amend and a motion to dissolve for want of inter- 
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ference are before the Primary Examiner, be sbould not give 
tbe latter tbe preference but should decide both at once. — 
Uehelacker v. Brill, C. D., 1899 ; '87 O. G., 1783 : Greeley, 
AssL Commr. 

After Judgment on the record. A motion to amend, under 
Rule 109, may be brought after judgment has' been rendered on 
the record, as well as in other cases, and should be transmitted 
if filed in time, although it may appear to the Office that no sub- 
stantial advantage is gained by bringing the motion rather than 
waiting till the judgment becomes final and amending ex parte* 
— Dempset/ etal. v. Wood, C. D., 1899 ; 86 O.G., 182: Greeley, 
Asst. Commr, 

Re-trial of old Issues. Amendment under Rule 109 will not 
be permitted for the purpose of introducing claims of the op- 
posing party on which a prior interference has been decided in 
his favor, when the amending party has been aware of the facts 
in connection with the prior interference and has nevertheless 
delayed before moving to amend ; and especially is this true 
where the real party in interest is the assignee both of the de- 
feated party in the prior interference and of the amending party 
in the pending one, and is virtually attempting to re-try the old 
issue by filing or amending a second application. This pro- 
cedure cannot be too strongly condemned. — Bechman v. Wood, 
C. D., 1899 ; 87 O. G., 1073-4 : Duell, Commr. 

NEW REFERENCE. 

See Rule 128 of the Rules of Practice, 16th ed. 

Limit of appeal. If a party whose claims have been rejected 
upon a new reference negligently or wilfully refrains from appeal- 
ing, the interference will be dissolved and the adverse party will 
receive his patent. [In this case the Commissioner intimated 
that a delay of some eight months (the statutory limit of appeal 
being at that time two years), in disregard of timely notice to 
proceed, warranted dissolution.] — Abel and JDewar v. Maxim v. 
Nobel, C. D., 1891, 102 ; 56 O. G., 139 : Mitchell, Commr. 



INTEBFBBENCB8, INTERMEDIATE MATTERS. 129 

Rejection. On receiving the files from the Examiner of In- 
terferences and deciding that a new reference is pertinent, the 
Primary Examiner should not direct the parties to show cause 
why the interference should not be dissolved, and then, in default 
of a response by the parties, return the files to the Examiner of 
Interferences for a dissolution of the interference with a view 
to subsequently resuming ex parte proceedings. Instead his ac- 
tion should be a rejection upon the reference, in order that the 
right of appeal may be properly conferred. — Westinghovse v, 
Thomson, C. D., 1891, 110; 56 O. G., 142: Mitchell, 
Commr. 

Hearing on question of suspension. The ^^ reference " re- 
ferred to in Rule 128 necessarily means one that seems to the 
Examiner to anticipate the claims of at least one of the parties, 
and the- purpose of the suspension is to determine its pertinency 
in the light of argument by the parties ; consequently the par- 
ties are not entitled to be heard on the question whether such 
suspension and hearing shall be granted, nor to be furnished with 
copies of a letter from the Primary Examiner to the Examiner 
of Interferences advising him of his decision not to request a 
suspension of the interference. An alleged reference, newly 
found, may of course, however, be made the occasion of a proper 
and timely motion to dissolve, brought under Rule 122, upon 
which motion the moving party is heard as of right. — Hageman 
V. Yaunffy C. D., 1898, 18; 82 O. G., 1049: Greeley, Actg. 
Commr. 



ADDITION OF PARTIES. 

See Rule 129 of the Rules of Practice, 16th ed. 

Original party in default. If one of the original parties has 
failed to take testimony within the time set, a new party will not 
be added, a course which would practically reinstate the party 
in default, but the original interference will be allowed to pro- 
ceed and the prevailing party will then be put into interference 
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with the new party. — Wein t». Northrop, C. D., 1892, 57 ; 58 O- 
G., 1416 : SiMONDS, Commr. 

Redeclaration. Although in redeclaring an interference the 
Examiner of Interferences may omit to include in direct terms, 
one of the old applications, nevertheless if the subsequent pro- 
ceedings are such as to render it evident that that application 
was included, it is not open to the applicant to plead a misun- 
derstanding of this fact as an excuse for any delay on his part. 
—Hunter v. Knight, C. D., 1892, 211 ; 61 O. G., 423 : SiMONDS, 
Commr. 

Claimant by testimony. A third person who in testimony 
taken in an interference claims the invention as his own, is not 
entitled to any standing as respects the interference, nor will his 
deposition be treated as an incomplete or informal application 
or caveat which he should be notified to complete, nor be treated 
as such a statutory bar as would warrant the interruption of the 
interference. — Bohh v. Bonsack, C. D., 1893, 54 ; 63 O. G., 464 : 
Frothingham, Asst Commr, 



AHENDnENT PENDING INTERFERENCE. 

See Rule 130 of the Rnle% of Practicej 16th ed. 

Delay in prosecuting. When an interference has been sus- 
pended for the consideration of a claim newly introduced by one 
of the parties, and the claim has been rejected, and the said par- 
ty has delayed further action until almost the end of the statu- 
tory limit of appeal, and his action, when finally taken, has been 
to file a new claim, and thereupon the Examiner has reinstated 
the interference, the Office will refuse to suspend the interfer- 
ence again for consideration of the latter claim. — Holt v. Mills, 
C. D., 1891, 126; 56 O. G., 1059 : Simonds, Commr. 
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Preliminary statements and evidence. 

Preliminary statements. 
Inspection of statements. 
Amendment of statements. 
Judgment on the record. 
Order of parties. 
Burden of proof. 
Statements as evidence. 
Judgment in default of testimony. 
Postponements and extensions. 



PRELiniNARY STATEMENTS. 

See Rvie 110 of the Rules of Practice, 16th ed. 

Identification of invention. A vague issue does not warrant 
a vague preliminary statement. The latter should in such case 
be framed in accordance with the note appended to the form 
therefor in the Rules of Practice, and should be confined to the 
invention contained in the claims of the application which have 
been declared to be involved in the interference. — ffatiff v. Du 
Bois, C. D., 1891, 131 ; 56 O. G., 1061 : Frothingham, ^wf. 
Commr, 

Construction of vague issue. If the issue is vague, it never- 
theless will not be construed by the Office prior to the opening 
of the preliminary statements to inspection. — Hav^ v. Du Boia, 
C. D., 1891, 181 ; 56 O. G., 1061 : Frothingham, Asst Cammr. 

Return wlien unused. A preliminary statement will not be 
returned to the party by whom it was made, even though the 
interference has terminated without its being opened or used 
after being sealed up by the Examiner of Interferences. — JSx 
parte Baxter, jr., C. D., 1891, 147 ; 56 O. G., 1448 : Froth- 
ingham, A%9t. Commr. 

Filed by mistake. A second preliminary statement filed 

without the intent of the party (e. g., filed by an attorney after 
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another attorney has been appointed and a proper statement 
has been filed through the latter), will not be returned. — Con- 
verse v. Kerst, C. D., 1898, 154 ; 84 O. G., 1146 : Greelev, 
Asst. Commr. 

Estoppel. Whether, by analogy to the pleadings in a suit, the 
preliminary statement in an interference estops the party mak- 
ing it from setting up different facts and dates, qtiaere. — Huson 
V. Yates, C. D., 1896, 45 ; 72 O. G., 1201 : Seymour, Commr. 

Subsequent interference. Averments made in a prelim- 
inary statement do not create an absolute estoppel in a subse- 
quent interference between the same parties, even on the same 
\sme.—SieveH v. Shuman, C. D., 1896, 47 ; 76 O. G., 1714 : 
Fisher, Actg, Commr. 

Extent of use. The requirement of a statement of the ex- 
tent of use is not simply for the purpose of disclosing the bar 
of public uge, if such exists, and therefore cannot be dispensed 
with when the alleged reduction to practice is within two years 
of the filing of the application, but must always be made and 
must set forth the extent of use in concise and explicit terms, 
without prolixity or needless detail. — Loeben v. Hamrich, C. D., 
1899 ; 89 O. G., 1672 : Duell, Commr. 

INSPECTION OF STATEHENTS. 

See Rule 111 of the Rides of Practice, 16th ed. 

Inspection after Judgment on the record. A party against 
whom judgment on the record has been entered will not be al- 
lowed to inspect his opponent's preliminary statement. — Lindsay 
V. McBonough, C. D., 1891, 89; 55 O. G., 1402: Mitchell, 
Commr. 

Filed without intent. A preliminary statement filed without 
the intent of the party (for instance, by an attorney after the 
appointment of another attorney and the filing of a proper 
statement through the latter), will not be opened to inspection. 
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^Convene v. Kerst, C. D., 1898, 154; 84 O. G., 1146: Grbb- 
LEY, As9t. Commr. 

AMENDMENT OF STATEMENTS. 

Alteration of essential dates. 
Evidential value of known facts. 
Discovery of facts. 
Delay in making motion. 
Miscellaneous. 

See Rule 113 of the Rides of Practiee, 16th ed. 

Alteration of essential dates. 

Model. It is a favorable fact that a proposed amendment to 
the preliminary statement would leave the essential dates of 
conception, disclosure and reduction to practice undisturbed ; 
for instance, that the amendment relates to the making of a 
model which had been forgotten. — Maltby v.Miehle, C. D., 1898, 
11 ; 82 O. G., 749: Greeley, Actg. Commr. 

Drawing. The principle of Maltby v. Miehle (ante') applies 
to the setting back of the date of a portion of a drawing. — An- 
cora V. Keiper^ C. D-, 1899 ; 86 O. G., 2171 : Greeley, ^««^. 

Commr, 

» 

Reduction to practice. That an amendment would not change 
the date of conception or of any evidence thereon, but only of 
reduction to practice, i& a point in its favor. — McConnellv.Lind- 
satf arid Tonnevy C. D., 1898, 8 ; 82 O. G., 337 : Greeley, 
Actff. Commr. 

Disclosure. That an amendment respecting the date of dis- 
closure would not change the relative position of the parties on 
disclosure is a point in its favor. — Webb v. Levedahl^ C. D., 1898, 
126 ; 84 O. G., 810 : Greeley, Aaat Commr. Ancora v. Keiper, 
C. D., 1899 ; 86 O. G., 2171 : Greeley, Aaat. Commr. 

During testimony. When a party moves to amend after his 
opponent has taken testimony, it does not matter whether his 
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essential dates would be carried back of his opponent's alleged 
dates or not, they might still be carried back of those which, in 
his opinion his opponent could actually prove ; and therefore as 
strong a showing is required in one case as in the other to 
support the amendment — Bernard v. Huebel^ C. D., 1898, 187 ; 
84 O. G., 1729 : Greeley, Actg. Commr. 

Before testimony. If no testimony has been taken, and the 
motion has been brought without unreasonable delay, and the 
opposing paity has not been misled nor had the expenses of the 
proceedings increased, an amendment setting a new date of con- 
ception, disclosure, drawing, and model, and supported by the 
affidavit of a disinterested person, may be admissible. — May r. 
Merker, C. D., 1898, 211 ; 85 O. G., 150 : Duell, Commr. 

Evidential value of known facts. 

Assistance of counsel. That a party had not the assistance 
of counsel in preparing his preliminary statement, is immaterial 
as to the recital of plain facts not requiring legal assistance. — 
Foster and Foster v. Bent, C. D., 1896, 89 ; 77 O. G., 1781 : 
Seymour, Commr, 

Reduction to practice — Date of finishing machine. The fact 
that in preparing his first statement a party was under a mis- 
understanding as to what would constitute a reduction to prac- 
tice, and hence gave as the date thereof the date of fully finish- 
ing the work on a machine that was practically operative before 
that date, should be considered on a motion to amend. — Mc- 
Connell v. Lindsay arid Tonner, C. D., 1898, 8 ; 82 O. G., 337 : 
Greeley, Actg. Commr. 

Supposed mere model. A party, having alleged in his 

preliminary statement tliat he made a model of the invention at 
a certain time, and later a reduction to practice, may afterward 
amend to claim the so-called model as itself a reduction to pr^^- 
tice, if it appears that his original allegation was made under a 
misapprehension of what the law and decisions would accept as 
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a reduction to practice. — Richardson v. Humphrey^ C. D., 1899 ; 
88 O. G., 2241 : Greeley, Actg. Commr. 



Cross-examination. When a party is permitted to 

amend to claim as a reduction to practice what he originaL^i 
only claimed as a model, opportunity will be given to the op- 
posing party to further cross-examine the witnesses on this 
point. — Richardson v. Humphrey^ C. D., 1899; 88 O. G., 2241 : 
Greeley, Actg. Commr. 

Disciosure to counsel. A party who employs an attorney is 
bound to inform him of all the facts and circumstances known 
to him, irrespective of his own idea as to their evidential value. 
—Bernard v. Euebel, C. D., 1898, 187 ; 84 O. G., 1729: Gree- 
ley, Actff. Commr. 



Discovery of facts. 

Date of occurrence. When a material fact has been known 
from the first, but was not mentioned in the preliminary state- 
ment, and circumstances have intervened which would prevent 
the deficiency from being cured by an amendment, such amend- 
ment will not be rendered permissible by reason of additional 
information,, subsequently acquired, as to the exact date of oc- 
currence of the said fact. — Washburn v. Hadfield^ C. D., 1891, 
234; 57 O. G., 1719: Simonds, Commr. 

Degree of diligence, transposition of parties. An amend- 
ment which cariies the date of the amending party back of that 
of his opponent should not be allowed unless it appears that 
the exercise of the utmost care and diligence (not simply rea- 
sonable diligence) would not have produced the new fact in the 
beginning. — Henderson v. Noakes^ C. I)., 1892, 114; 59 O. G., 
1431 ; and on rehearing, C. D., 1892, 123 ; 59 O. G., 1762 : Si- 
MONDS, Commr. 

Memory impaired. Although the applicant's memory was 
impaired at the time the original statement was filed, it must 
further appear that he could not have discovered the new fact 
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by inquiry among those who had to do with the invention. — 
Henderson v. Makes, C. D., 1892, 114 ; 59 O. G., 1431 : Si- 
MONDS, Commr, 

Hasty preparation of statement* When a material fact is 
alleged not to have been remembered at the time the original 
statement was prepared, an averment that such preparation 
was hasty and without careful revision, condemns rather than 
excuses the lapse of memory. — Todd v. Campbell, C. D., 1892, 
198; 60 O. G., 1884: Frothingham, Actg. Commr. 

Doctrine of Cross v. Phillips. The doctrine of Cross v. 
Phaiips (C. D., 1899; 87 O. G., 1399 : Ct. App. D. C.) is not 
that a party who alleges a certain date in his preliminary state- 
ment cannot use evidence of facts occurring at a prior date, 
even to prove the one alleged ; but even if this were the doc- 
trine of that case a party could not amend on the mere plea 
that the testimony had developed the earlier date, without any 
showing to negative laches. — Miehle v. Read, C. D., 1899 ; 89 
O. G., 354 : Greeley, Actg. Commr. 

Delay in making motion. 

Disclosure by decision. When an amendment is based on a 
different evidential value to be given to facts already set forth 
in tiie preliminary statement, and this evidential value has only 
developed upon the decision on final hearing, there is no laches 
in bringing the motion for amendment immediately after the de- 
cision. — Richardson v. Humphrey, C. D., 1899 ; 88 O. G., 2241 : 
Greeley, Actg. Commr. 

Delay of a month. Where the amendment related to 

the date of reduction to practice and was based on the decision 
of the Examiner of Interferences on final hearing holding some- 
thing to be a reduction to practice which had only been termed 
a model in the preliminary statement, held that an interval of a 
little over a month between that decision and the motion to 
amend was not unreasonable in view of an intervening motion 
for rehearing which consumed most of the time, and of the time 
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needed for communicating with the applicant and for his con- 
sideration of the matter. — Richardson v. Humphrey^ C. D., 1899 ; 
86 O. G., 1804 : Gbebley, Asst. Commr. 

Laches in d^ubt. Where the question of laches is in dispute, 
it may be advisable to admit the amendment and defer the ques- 
tion to final hearing in the light of the testimony. — Webb v, Leve- 
dahlj C. D., 1898, 126 ; 84 O. G., 810 : Greeley, AssL Commr. 

Specific instance. Four months and a half of delay in mov- 
ing to amend, after the error was discovered, held fatal to the 
motion, even in a case where the amendment does not appear to 
be very material, — Gomall v, Lovejoy^ C. D., 1891, 119 ; 56 O. 
G., 927 : SiMONDS, Commr, 

MiBcellaneous. 

General practice. It is not true that the practice in granting 
motions to amend has recently become more lenient than in the 
past and that amendment will be allowed where refusal to do so 
would prevent a consideration of testimony that might have a 
bearing on the question of priority. Such is not the true inter- 
pretation of the cases of May v. Merker (85 O. G., 150) and 
RUher v. Russell et al. (65 MS. Dec, 463). While motions to 
amend preliminary statements are to be decided in view of die 
particular factB disclosed in each case, and therefore no cast-iron 
rule can be applied to all cases, it may be said that amendments 
should be permitted only when the motion has been made 
promptly after the discoveiy of the error, and then only when 
equity and justice requires ; as, for example, where no testimony 
has been taken, or, if taken, where the other party will not be 
injured save as the true state of facts may be injurious, and the 
opponent would not be misled nor the expenses of the proceed- 
ing increased. — Whitney v, Gibson^ C. D., 1899 ; 86 O. G., 1983 ; 
DtTELL, Commr. 

Weiglit of evidence required. It is not necessary to present 
evidence, in seeking to amend a preliminary statement, that 
would conclusively establish Uie fact to which it is adduced. 
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The Commissioner may be justified in admitting the amend- 
ment and deferring the accurate weighing of the testimony un- 
til final hearing of the case on its merits. — Zweituach v. Stockheim, 
C. D., 1890, 151 ; 53 O. G., 755 : Mitchell, Commr. 

Establishment of alles^ed facts. The question whether the 
moving party will be able to establish the facts that he seeks to 
introduce by his amendment, is not material on the motion to 
amend. — Ancora v. Keiper^ C. D., 1899 ; 86 O. G., 2171 : Gree- 
ley, AsBt Commr. 

Occasional hardship. The general rules respecting amend- 
ment of preliminary statements will be enforced although they 
may work occasional hardship. — Wa%hburn v. Hadfield^ C. D., 
1891, 234 ; 57 O. G., 1719 : Simonds, Commr. 

Fact known, date unknown. K a party knows of a fact ma- 
terial to his case, but is unable to ascertain the date thereof, he 
should state the fact and the reason for being unable to deter- 
mine its date, and omission to make such statement cannot be 
cured by amendment. — Washburn v. Hadjield^ C. D., 1892, 89 ; 
69 O. G., 463 : Simonds, Commr. 

Judicial matter. The function of the Office in admitting or 
refusing an amendment to a preliminary statement is not merely 
ministerial but in the highest degree judicial. — Henderson v. 
Noakes, C. D., 1892, 123 ; 59 O. G., 1762 : Simonds, Commr. 

Equal treatment of parties. When both parties are moving 
to amend, or when one party is moving to amend after the other 
has been permitted to amend, both amendments will be admitted 
or both excluded, although one party may stand better than the 
other technically, if an initial and important fact leading him 
thereto was his own error in his original statement. — Pratt and 
Johns V. Thomson, C. D., 1893, 13 ; 62 O. G., 449 : Simonds, 
Commr. 

Force of original statement. Even where amendment of the 
preliminary statement is permitted as being clearly necessary to 
the accomplishment of justice, as where new evidence has been 
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found which could not with reasonable diligence have been 
found when the original statement was made, nevertheless the 
original statement remains in the case and is strong evidence 
against the party who made it. — FoBter and Foster v. Bent^ C. D., 
1896, 89 ; 77 O. G., 1781 : Seymour, Commr. May v. Merker, 
C. D., 1898, 211 ; 85 O. G., 150 : Duell, Commr. 

Inattention. The evidential force of the original state- 



ment cannot be broken by an averment that it was prepared 
without due attention to the accuracy of the facts and dates al- 
leged, for a party must be considered to have testified under 
solemn oath and with a motive and a bona fide and adequate at^ 
tempt to state his best case. — Foster and Foster v. Bent, C. D., 
1896, 89 ; 77 O. G., 1781 : Seymour, Commr. 

Amendment during testimony — Consideration of whole 
recsord. While by analogy to pleadings in court the preliminary 
statement of a party in interference may be amended at any stage 
of the proceedings upon a proper showing, nevertheless when 
such amendment is presented after testimony has been taken the 
OflSce is justified in going back of the affidavits offered in sup- 
port of the motion for amendment and examining the case on its 
merits. — Foster and Foster v. Bent, C. D., 1896, 89 ; 77 O. G., 
1781 : Seymour, Commr, 

Opportunity to rebut. That the opposing party will 



still have opportunity to rebut averments sought to be intro- 
duced into the preliminary statement by amendment, is a point 
in favor of allowing the amendment. — Webb v. Levendahl, C. 
D., 1898, 126 ; 84 O. G., 810 : Greeley, Asst, Commr. 

Stipulation for use of testimony. After the parties have 
stipulated that any testimony taken may be used in, or in sup- 
port of, any statement that may thereafter be entered in the 
case, and after testimony has been taken without objection, and 
the witnesses cross-examined, in accordance with this stipula- 
tion, the opposing party has no equitable right to oppose the 
grant of a motion to amend. — Shantz v. Osborn, C. D., 1898, 
251 ; 85 O. G., 1224 : Greeley', Actg. Commr. 
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Appeal as waiver. The filing of an appeal on final hearing 
is not a waiver of the right to move to amend the preliminary 
statement on grounds based on the decision appealed from. — 
Richardson V. Humphrey^ C. D., 1899; 86 O. G., 1804: Gree- 
ley, A%%t. Commr, 

Petition to restore jurisdiction. On a petition to restore to 
the Examiner of Interferences jurisdiction to hear a motion to 
amend, the merits of the amendment are not in question, but 
only the formal requisites thereof, such as the matter of due 
diligence in bringing the motion. — Richardson v, Humphrey^ C. 
D., 1899 ; 86 O. G., 1804 : Greeley, Asst. Commr. 

Construction of issue. On the question whether the moving 
party misconstrued the issue, the following facts have weight : 
that he is a mechanical expert ; that he is familiar with patents 
and the phraseology of claims ; that the issue is not a compli- 
cated one ; that he himself makes no affidavit that he miscon- 
strued it ; and that his attention has repeatedly been called to 
the matter of the construction of the issue during the taking 
of testimony.— Whitney v. Gibson, C. D., 1899 ; 86 O. G., 1983 : 
DuELL, Commr. 

New case lor opponent. That the admission of an amend- 
ment would require the reopening of the case for the opposing 
party to enable him to take testimony that before was immaterial, 
and that to take such testimony would be rendered difficult or 
impossible by circumstances, is a point against amendment. — 
Whitney v. Gibson, C. D., 1899 ; 86 O. G., 1988 : Duell, Commr. 

JUDGMENT ON THE RECORD. 

Motions after judgment. 
Vacation of judgment. 
Miscellaneous. 

See Rule 114 ^f ^^^ Rules of Practice, 16th ed. 

Motions after juds^ment. 
5tay of time. In order to operate to stay the running of the 
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time limited for appeal under Rule 114, a motion must not only 
be filed within such limit, but also be noticed for a hearing fall- 
ing within such limit — Meyrose v. Jahn^ C. D., 1891, 145 ; 56 
0. G., 1447 : Frothinghaai, Asst. Commr. Trevette v. Dexter^ 
C. D., 1898, 160 ; 84 O. G., 1283 : Greeley, Asst. Commr. 

notions within limit. The Examiner of Interferences is 
bound to transmit motions made within the limit of appeal un- 
der Rule 114, if they are in proper form. — Trevette v. Dexter^ C. 
D., 1898, 160 ; 84 O. G., 1283 : Greeley, Asst. Commr. 

Postponement of liearins:. If a motion to reopen an in- 



terference is originally noticed for hearing within the limit of 
appeal from a judgment on the record, a postponement of the 
actual hearing to a time beyond that limit will not divest the 
Examiner of Interferences of jurisdiction to hear themo tion. — 
Shinn V. McElroy, C. D., 1891, 35 ; 54 O. G., 1115 : Mitch- 
ell, Commr. 

Extension of limit. If the limit of appeal has been ex- 



tended a motion to dissolve may be made without a special 
showing within such extended limit. — Law v. Woolf^ C. D., 1891, 
91 ; 55 O. G., 1527 : Mitchell, Commr. Morss v. Henkle, C. 
D., 1899 ; 86 O. G., 183 : Greeley, Asst. Commr. 

Limit iieyond twenty days. The twenty-day limit of 



Rule 122 does not operate to restrict the time of making a mo- 
tion as of right under Rule 114, but such motion may be made 
within whatever limit is fixed under the latter Rule. — Law v. 
Woolf, C. D., 1891, 91 ; 55 O. G., 1527 : Mitchell, Commr. 

Motions after limit. The Office practice on extension of the 
limit of appeal is not strictly analogous to the court practice, 
and when it is discovered that the time originally set was not 
sufficient, it may be extended by the Office of its own motion, 
or on request of a party. — Trevette v. Dexter^ C. D., 1898, 160; 
84 O. G., 1283 : Greeley, Asst. Commr. 

Discretion of Examiner of Interferences. When a mo- 
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tion is noticed for hearing after the limit of appeal has expired, 
the Examiner of Interferences has 'discretion, even after such 
expiration, to extend such limit and transmit the motion. The 
question need not first be brought before the Commissioner, as 
decided in Garrison v. Hvbner (C. D., 1891, 59 ; 54 O. G., 
1889 : Mitchell, Commr,^^ and Guerrant v. Cable v. Coffee (C. 
D., 1892, 205 ; 61 O. G., 285 : Simonds, Commr.), these de- 
cisions being on this point reversed. — Trevette v. Dexter^ C. D., 
1898, 160 ; 84 O. G., 1288 : Greeley, Asst Commr. 

Particular case. In a case where a motion to dissolve 



was filed within the limit of appeal, although the motion to 
transmit the same was not noticed for hearing until four days 
after the expiration of such limit, held proper to extend the 
limit and transmit the motion. — Trevette v. Dexter^ C. D., 1898, 
160 ; 84 O. G., 1283: Greeley, A%%t. Commr, 

Affidavits. If the limit of appeal has expired, a motion 



to transmit a motion to dissolve the interference should be ac- 
companied with an affidavit stating the facts that are relied 
upon, both in excuse of delay and in justification of the grant- 
ing of the motion at a later date than that specified in Rule 114. 
—Garrison v. Hubner, C. D., 1891, 59 ; 54 O. G., 1889 : iMiTCH- 
bll, Commr. 

Vacation of juds^ment. 

Divisional application. When a party against whom judg- 
ment on the record has been rendered moves to vacate the judg- 
ment on the ground that he is properly the senior party by 
reason of his application being a division of an older one, the 
Examiner of Interferences should not deny the motion on the 
ground that the statement furnished to him by the Primary Ex- 
aminer did not specify that the application was a divisional one, 
and throw the applicant upon his remedy by motion to dissolve 
or to change the burden of proof, but should ascertain the fact 
for himself by inspection of the file or by reference to the Pri- 
mary Examiner, and thereupon grant the motion. — Hunter v. 



INTERFEBENGBS, JUDGMENT ON THE RECORD. 143 

Wightman, C. D., 1897, 175 ; 81 O. G., 1788 : Greeley, Actff. 
Cammr. 

Orisrinality. A party who moves to vacate a judgment on the 
record because of want of originality of invention on the part 
of his opponent, need not allege facts, which, if true, would 
necessitate judgment for himself, but need only make, in his 
showing, a reasonable suggestion to the desired effect, providing 
it was not through his fault that the first judgment was ren- 
dered without giving him an opportunity to establish his con- 
tention. — Shields v. Lawrence and Kennedy/, C. D., 1897, 184 ; 
81 O. G., 2085 : Greeley, Actg. Commr. 

Fraud of attorney. That the attorney of an applicant against 
whom judgment on the record has been rendered for failure to 
file a preliminary statement, has fraudulently kept his client in 
ignorance of the existence of an interference, is not a sufficient 
reason for vacating the judgment to permit a re-declaration of 
the interference, when the party himself made the deceit possi- 
ble by lack of attention. Such applicant has had his day in 
court, and an injury not inflicted by the Office, nor by the op- 
posing party, but by his own agent, cannot be remedied at the 
expense of his opponent. — Corson v. Souser, C. D., 1898, 252; 
85 O. G., 1226 : GreeJjEY, Actff. Commr. 



ili5cellaneous. 

Suspension of juds^ment. When the preliminary statement 
of a junior party to an interference fails to overcome the prima 
facie case of his opponents, the proper course under Rule 114, 
is an immediate rendering of judgment, without any hearing or 
order to show cause why judgment should not so be rendered, 
leaving the junior party to file motions subsequently, within the 
Umit of appeal. Judgment will not, therefore, be suspended for 
the previous admission of such motions ; overruling Booth v. Ly- 
man, (C. D. 1880, 62 ; 17 O. G., S9S).— Kendall v. Frasch, C. 
D., 1890, 36; 50 O. G., 1132: Mitchell, Commr. 
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Appeal. Appeal from a judgment on the record goes to the 
Examiners-in-chief.— il!fc(7t*ir« v. ffill, C. D., 1898, 184 ; 84 O. 
G., 983: Greeley, Asst. Commr, 

• 

Testimony. When judgment on the record is rendered by 
the Examiner of Interferences, while there is in the case evi- 
dence which, if given a different weight, would result in the va- 
cation of such judgment, he will nevertheless not direct the tak- 
ing of testimony on the ground that the whole case should go 
up by appeal at one time ; for when once he renders a decision 
on priority, using his best judgment, he is not authorized to ex- 
tend the contest further, nor to anticipate an adverse decision 
on Appeal.— McGuire v. Hill, C. D., 1898, 134 ; 84 O. G., 983 : 
Greeley, Asst, Commr. 

m 

Reduction to practice. If the preliminary statement of the 
junior party sets up a conception of the invention prior to the 
filing of the senior party's application, and does not negative 
the existence of reasonable diligence in reducing to practice, the 
mere fact that such reduction is alleged to have occurred sub- 
sequent to such filing date will not entitle the senior party to a 
judgment on the record. — Kane v. Brill and AdamSjC, D., 1898, 
146 ; 84 O. G., 1142 : Greeley, Asst Commr. 

ORDER OF PARTIES. 

See Rule 116 of the Ruies of Practice, 16th ed. 

Divisional application — Disclosure enough. In the determi- 
nation of seniority, a divisional application will take the filing 
date of the parent application, irrespective of whether the latter 
claimed as well as described the invention in controversy. — 
Forbes v. Thomson, C. D., 1890, 61 ; 51 O. G., 297 : and on re- 
hearing, CD., 1890, 185; 53 O. G., 2042: Mitchell, Commr. 



Other requisites. In order that, for the purpose of de- 
termining seniority, an application in interference may take the 
filing date of a former application describing, but not claiming, 
the invention in controversy, all other requisites of a divisional 
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application must be present. — Forbes v. Thomson^ C. D., 1890, 
61 ; 61 O. G., 297 ; and on rehearing, C. D., 1890, 185; 53 O. 
G., 2042 : Mitchell, Commr. 

Disclosure not enough. In the determination of senior- 



ity a divisional application will not take the filing date of the 
parent application, unless the latter contained a claim or state- 
ment of invention embracing the invention in controversy. — Van 
Depoele v. Daft, C. D., 1892, 15 ; 58 O. G., 520 : Simonds, C<mmr. 

[Appears to have been superseded by the amendment of April 
19, 1897, to Rule 116.] 

Scope of Van Depoele v. Daft. Van Depoele v. Daft 

(ante) has no application outside of deciding who shall be the 
senior party. — Sprague v. Hunter , C. D., 1892, 116 ; 59 O. G., 
1605: Simonds, Commr. 

[Same note as above.] 

Statement of invention. A statement of invention, to 

be sufficient under the rule of Van Depoele v. Daft, must make 
it substantially certain whether it is an element or a combina- 
tion of elements that the applicant sets f ortli as of his invention. 
—Sprague v. Hunter, C. D., 1892, 115 ; 59 O. G., 1605 : Si- 
monds, Commr, 

[Same note as above.] 

Delay In filing. An application otherwise properly di- 
visional is not deprived of its divisional character by being filed 
after an interval of time from the cancelation of the divisional 
matter from the original application, even though such period 
exceeds two years, so long as the filing occurs during the pen- 
dency of the original application. — liichardson v. Leidgen, C. 
D., 1896, 63 ; 77 O, G., 153 : Seymouk, Commr. 

Renewal application. In determining seniority a renewal 
application takes the filing date of the forfeited application on 
which it is based, if the claim in interference was an allowed 
claim in the forfeited application. — Duchemin v. Priester and 
Schutz, C. D., 1892, 56 ; 58 O. G., 1416 : Simonds, Commr. 
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Superseded Rule ii6. On the superseded form of Rule 116, 
in accordance with which the several parties were presumed 
to have made the invention in the chronological order in which 
they laid claim to it in their applications, the following decisions 
have a Ijearing : — Rennysonv. Merritt^ C. D., 1892, 54; 58 O. 
G., 1415. G' ShanighneH^y V. VanDepoele^ C. D., 1893, 19; 62 
O. G., 1063. Reichenhach V. Goodwin, C. D., 1893, 50; 63 
O. G., 311. Husonv. Crowell v. Yates, C. D., 1893, 107; 
64 O. G., 1006. Edison v. Ball, C. D., 1895, 811; 71 O. G., 
1313. jPratt and Johns v. Thomson, C. D., 1895, 816; 72 
O. G., 1347. Richardson v. Leidgen, C. D., 1896, 63; 77 O. 
G., 153. Phelps V. Hardy v. Gattman arid Stem, C. D., 
1896, 70; 77 O. G., 631. 

Readjustment of parties. A readjustment of the par- 



ties from the order that they held under the superseded form 
of Kule 116 to the order that they should hold under the pres- 
ent Rule, can be effected at any time upon motion of any par- 
ty, the question of laches in bringing the motion not being a 
material question; for as all parties are privileged to bring the 

motion, the delay of any one should not prejudice him. — Fair- 
fax V. Huti/n amd L^lanc v. Patten v, Sieinmetz v. Scott, C. 

D., 1898, 246; 85 O. G., 1222: Duell, Commr. 

Pending: interferences. The amendment to Rule 116, 



made April 19, 1897 [superseding the form stated above] ap- 
plied to all pending interferences. — Fairfax t». Hutin and Le- 
hlancv. Patten V. Steinmetz v. Scott, C. D., 1898, 246; 85 
O. G., 1222: Duell, Commr. 

Substituted application. When in place of a pending appli- 
cation the applicant substitutes a new application, at the same 
time expressly abandoning the first, and the said new applica- 
tion becomes involved in an interference, the said applicant 
will be entitled to stand upon his original filing date for the 
purposes of Rule 116. — Parrniy v. Sochlhaiis&n, C. D., 1891, 
180; 57 O. G., 545: Frothingham, Asst. Commr. 

Prior unconnected application, new matter. The junior ap- 
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plicant in an interference cannot transform himself into a senior 
applicant by virtue of having previously made an attempt to 
introduce the invention now in issue by amendment into a prior 
application that contained no basis for it, the said amendment 
not having been accompanied by an oath, and having been re- 
fused admission by the Office. — Lorraine v. Thurmond^ C. D,, 
1890, 86 ; 51 O. G., 1781 : Mitchell, Commr. 

Reissue application. A reissue application has the same 
standing as the original patent on the question of order of par- 
ties. — Hu9on V. Crowell v. Yates, C. D., 1898, 107 ; 64 O. G., 
1006 : Fisher, Actg. Commr. 

Broadened reissue. A broadened reissue is not to be 

disconnected from the original patent on the subject of order of 
parties on the ground that the original patent dedicated the 
broad invention to the public by not claiming it; for the Office, 
by the very act of allowing a reissue application, negatives such 
dedication. — Hu9on v. Crowell v. Yates, C. D., 1893, 107 ; 64 O. 
G., 1006 : Fisher, Actg. Commr. 



Inoperativeness. The allegation in a reissue application 

that the original patent did not lay any foundation for the 
claim in issue and was for that reason inoperative, is not evi- 
dence that the original patent failed to clearly illustrate and de- 
scribe the invention covered by that claim. — Walsh v. Hallbauery 
C. D., 1899; 88 O. G., 2409: Greeley, Actg. Commr. 

Finai hearing. Although the order of the parties during 
the taking of testimony may have been incorrect, and although 
no motion is made to correct it, the Office cannot ignore its own 
records when it comes to final hearing, and must then consider 
the parties as standing in the order the records give them. — 
Fairfax v. Hutin and Leblanc v. Patten v. Steinmetz v. Scott, C. D., 
1898, 246 ; 85 O. G., 1222 : Duell, Commr. 

Motion to sliift burden of proof. If a motion nominally to 
shift the burden of proof is really based on the absence of right 
to make the claim, as for instance op the warrant in an original 
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* 

application for a claim made in a reissue application, appeal will 
not lie from a decision denjring the motion. Jurisdiction can- 
not be conferred by misnaming a motion. — Walsh v, HaUhauer^ 
CD., 1899; 88 O. G., 2409: Greeley, Actg. Oammr. 

BURDEN OF PROOF. 

See Rule 116 of the Rules of Practice, 16th ed. 

Applicant against applicant. 

Prima facie case. The rule placing the burden of proof on 
the junior applicant means that he must prove his case or fail, 
and that the senior party may be absolutely silent until B.prima 
facie case is made out against him. — Ecavhert v. Hofman, C. D., 
1890, 143 ; 52 O. G., 2107 : Mitchell, Commr. 

Not iieyond reasonable doubt. Where both parties are ap- 
plicants, the junior applicant is not required to prove his case 
beyond a reasonable doubt. — Woodward v. Burton, C. D., 1891, 
281 ; 57 O. G., 1597 : Simonds, Cammr. 

Beyond reasonable doubt. In an interference between two 
applicants, the junior party must prove his case beyond a rea- 
sonable doubt. — Young v. Donnelly, C. D., 1898, 20; 82 O. G., 
Hl7 : DuELL, C(ymmr. 

Back of record date. The junior party must carry his date 
of conception back of his opponent's filing date by evidence that 
is absolutely conclusive. — Tompkins t\ Selkirk, C. D., 1892, 94 ; 
69 O. G., 629 : Simonds, Commr. 

Applicant against patentee. 

• 

Patent issued before application filed ««Beyond a reason- 
able doubt.'* The burden of proof is upon an applicant whose 
application was filed subsequent to the issue of a patent to his 
rival, to prove priority beyond a reasonable doubt. — Dillon t\ 
Kimball and Wirt, C. D., 1892, 9; 58 O. G., 384: Simonds, 
Commr, Edison v. Swan (citing authorities), C. D., 1892, 143 ; 
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60 O. G., 158 : SiMONDS, Commr. Feder v. Poyet, C. D., 1899 5 
89 O. G., 1343 : Greeley, Asst. Commr. 



On originality. The burden upon an applicant of prov- 
ing his case against a patentee beyond a reasonable doubt, is es- 
pecially imperative in a contest not of priority but of originality. 
— Weston V. Richardson, C. D., 1891, 216; 57 O. G., 1425: 
SiMOXDS, Commr. 

•• Proof clear, positive, and unequivocal." When placed 



in interference with a patent granted before the filing of his ap- 
plication, an applicant must discharge " by proof clear, positive, 
and unequivocal " (^Thayer v. ffart, C. D., 1884, 319; 20 Fed. 
Rep. 693) that burden which is heavily upon him. — Zwietusch 
V. Stockheim, CD., 1890, 151; 53 O. G., 755: Mitchell, 
Commr, 

"What would Invalidate In court." The burden of 



proof is heavily upon an applicant as against a patentee, and his 
evidence must be such as would be sufficient in a court to inval- 
idate the patent. — Deprez and Carpentier v. Bernstein v. Hunter ^ 
V. Gaulard and Gibbs, C. D., 1891, 53 ; 54 O. G., 1711 : Mitch- 
ell, Commr. 



•• Clear case." An applicant can prevail against a pa- 
tentee only in a clear case. — La Flare v. Chase, C. D., 1895, 32 ; 
72 O. G., 741 : Seymour, Commr. 

Opposite decisions. The fact that the lower tribunals 



have rendered opposite decisions is evidence that the party on 
whom the burden of proof rests has not discharged it. — Edison 
V. Swan, C. D., 1892, 143; 60 O. G., 158: Simonds, Commr. 

Patentee diligent. The fact that the patentee was espec- 



ially diligent in developing his invention makes it proper to 
apply the rule as to burden of proof with full force. — Slattery 
V. Shallenherger, C. D., 1893, 39; 62 O. G., 1515 : Simonds, 
Commr. 

Caveat. When a patent has issued on an application 
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made during the life of a caveat filed by the adverse party in 
interference, in the absence of notice to the caveator, as required 
by statute, and of actual knowledge on his part as a substitute 
for notice, and in the absence of a showing that he would have 
filed or desired to file his application if he had been duly noti- 
fied, and of the actual filing of such application during the life 
of the caveat, such patent will have the standing of an applica- 
tion as respects the degree of burden of proof. — Kelleher and 
Grimm v. Mayhew, C. D,, 1895, 86 ; 72 0. G., 895 : Seymour, 



Ocmmr. 



Notice to caveator. The fact that no memorandum of 

notice and no minute of sending of notice appears of record in 
the files of a caveat, is not admissible evidence to prove that such 
notice was not sent. The presumption remains that it was sent, 
and is strengthened in a case where the alleged error concerns 
the administration of a preceding Commissioner. — Kelleher and 
Orimm v. MayheWy C. D., 1895, 86 ; 72 O. G., 895 : Seymour, 
Commr, 

Knowledge of caveator. Where a case depends on the 



ignorance of a caveator that an adverse application existed, he 
must by his own testimony establish prima fa^ie such ignorance. 
— Kelleher and Orimm v. Mayhew^ C. D., 1895, 36; 72 O. G., 
895: Seymour, Commr. 

Patent issued after application filed. A patent put into in- 
terference with an application filed before the patent was issued 
is to be treated in the interference as an application would be 
treated.— Jwwter V. Miller, CD., 1890, 42; 50 O. 6., 1765: 
Mitchell, Commr. Challoner v. Perkins, C. D., 1892, 151 ; 60 
O. G., 296 : Slmoxds, Commr. Young v. Donnelly, C. D., 1898, 
20 ; 82 O. G., 1417 : Dcell, Commr. Ex parte Tizley, C. D., 
1899 ; 89 O. G., 2259 : Duell, Commr. 

Former Commissioner. Where an interference is between 



a patent and an application which were co-pending in the Office, 
and the patent was issued by a former Commissioner while the 
opposing application lay rejected and was not in condition for 
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an interference, the patent will be treated as an application only 
in a clear case of mistake in thus issuing it. — Catty v. Kellogg^ 
C. D., 1895, 83 ; 73 O. G., 285 : Seymour, Commr. 

Applicant against reissue applicant. 

The same presumptions apply to an application for the reissue 
of a patent as to the patent, and the weight of evidence required 
of an opponent is the same in both cases. — Hansen v, Davi%^ C. 
D., 1891, 72 ; 55 O. G., 998 : Mitchell, Commr. 

General course of proof. 

The important point in an interference case is to fix the earli- 
est date of invention, and in considering the evidence the pro- 
ceedings may be said to advance through their first stages by a 
series of aflSrmative steps, no issue being joined by either party, 
but each party assuming the burden of proof in turn, and seek- 
ing to establish a prior date of invention for himself. It is one 
of the primary rules of evidence that the burden of proof is on 
him who asserts an affirmative, and it makes no practical differ- 
ence in considering evidence as just indicated, and so far as 
shifting the burden of proof is concerned, whether the various 
stages and all of them are established or not Each party by 
assuming to prove an affiimative and establish a yet earlier date 
introduces an independent element into the case, and one for 
which he alone is responsible, and naturally takes upon himself 
the burden of its proof. The issue is reached, as it is in any case, 
when either party meets the other's allegations with a denial 
that offers evidence to impeach or weaken the other's testimony. 
Issue is then joined upon the particular date that is denied, and 
this question is to be decided, like any other contested question 
of fact, by a preponderance of evidence." — Clark v. Broad^ C. 
D., 1891, 217 ; 67 O. G., 1426 : Frothingham, Asst. Commr. 

STATEMENTS AS EVIDENCE. 

See Rule 117 of the Rules of Practice^ 16th ed. 

Operativeness. The averments of a preliminary statement 
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cannot be used to overcome an objection to the same party's ap- 
plication, as that of inoperativeness. — Cahn v, Schweinitz v. Dol- 
ley V. adder, C. D., 1899 ; 86 O. G., 1633 : Duell, Commr. 



JUDGflENT IN DEFAULT OF TESTIMONY. 

See Rvle 119 of the Rules of Practice, 16th ed. 

Suspension of proceedings. If an interference is indefinitely 
suspended, to be resumed upon notice given by either party to 
the other (which is a practice to be condemned), by a stipula- 
tion providing that the dates for taking testimony shall com- 
mence to run upon such notice, the senior party cannot there- 
after move, without giving such notice and awaiting the expiry 
of the time that was left to his opponent when the suspension 
took effect, for judgment for default. — Baglin t\ Doubleday, C. 
D., 1890, 179: 53 O. G., 1883: Mitchell, Commr. 

Collateral questions. If the moving party under Rule 119 
raises a collateral question at the hearing on his motion, it will 
not be there decided, but if the Commissioner holds that it ought 
to be settled at that stage he will suspend the interference for 
its consideration by the Primary Examiner. — Baglin v. Double- 
day, C. D., 1890, 179 ; 53 O. G., 1883 : Mitchell, Commr. 

Failure of negotiations. That a party took no testimony be- 
cause of pending negotiations for a settlement of the interfer- 
ence off the record, is not a good reason for withholding a judg- 
ment in default of testimony and setting new times for taking 
' testimony. — Igleheart Brothers v. Houston, Meeks ^ Co., C. D., 
1899 ; 86 O. G., 631 : Greeley, Asst. Commr. 

Change of policy. That on account of a change of policy a 
party now desires to prosecute an interference which he had be- 
fore allowed to go by default, even though such change of policy 
is the result of the discovery of new facts, is not a good reason 
for averting a judgment under Rule 119, when such facts would 
not be evidence in the interference. — Igleheart Brothers v. Hous- 
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tan, Meeks ^ Co., C. D., 1899 ; 86 O. G., 631 : Greeley, Asst. 
Cammr. 

Restoration of jurisdiction. The showing necessary to war- 
rant the granting of a -motion to restore jurisdiction to the Ex- 
aminer of Interferences to enable him to entertain a motion to 
vacate a judgment rendered under Rule 119 and set new times 
for testimony, is not as great as the showing necessary to war- 
rant tiie Examiner of Interferences in granting tiie latter motion 
after he has taken jurisdiction thereof. — Igleheart Brothers v. 
Land et al., C. D., 1899; 86 O. G., 632: Greeley, As9t. 
Commr. 

[See also, post. Interferences, reopening.'] 

Laclies. The lapse of fifteen days between the discovery of 
new evidence and the bringing of a motion to vacate a judgment 
rendered under Rule 119, does not indicate laches in bringing 
such motion, when the accompanying affidavits were made dur- 
ing that time. — Igleheart Brothers v. Land et al., C. D., 1899 ; 86 
O. G., 632 : Greeley, Asst. Commr. 



POSTPONEMENTS AND EXTENSIONS. 

See Rules 120 and 121 of the Rules of Practice, 16th ed. 

Definiteness. An interference should never be suspended 
during the pleasure of the parties, and all postponements should 
be to a fixed and reasonable future time.-^5a^Zm v. Dovhleday, 
C. D., 1890, 179 ; 53 O. G., 1883 : Mitchell, Commr. 

Rights of public. While counsel will be given a reasonable 
time to prepare their arguments, yet if an interference has been 
pending many years the public have some rights, and as early a 
date should be set as is compatible with tiie interests of the 
parties. — Freeman v. Bernstein et ah, C. D., 1898, 39 ; 83 O. G., 
156: Duell, Commr. 
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Motions to dissolve. 

Jurisdiction. 

Time of filing. 

Form of motion. 

Grounds of motions. 

Res adjudicata. 

Public use, etc. 

Motions involving evid ence. 

Piecemeal motions. 

Miscellaneous. 

Stay of proceedings. 

Appeal to Commissioner. 

Appeal to Examiners-in-Chief. 

Appeal on part of motion not granted. 

Appeal on cross-motions. 

See Rule 122, 123 and 124 of the Rules of Practice, 16th ed. 

JURISDICTION. 
Primary Examiner. 

Regularity of motion. It is not for the Primary Examiner 
to dismiss as irregular a motion to dissolve when transmitted to 
him by the Examiner of Interferences ; for the Rule provides for 
transmission " for determination," thereby resting jurisdiction of 
the question of regularity in the Examiner of Interferences, with 
appeal to the Commissioner from his decision, and restricting 
the Primary Examiner to a decision on the merits of the motion 
as transmitted. — Laureivt-Cely v. Payen, C. D., 1890, 68 ; 51 O. 
G., 621 : Mitchell, Commr, 

Other grounds of dissolution. When a motion to dissolve is 
brought on one ground, and is transmitted to the Primary Ex- 
aminer the latter has no jurisdiction to entertain a motion pre- 
sented directly to him to dissolve on another ground, and his 
decision, and any decision on appeal therefrom which goes on 
the same ground as his, will be vacated without prejudice to 



IKTEBFBBKKCES, MOTIONS TO DISSOLYE. 155 

the right of the moving party to renew his motion. — Hutt and 
Phaiips V. FogleBong, C. D., 1892, 190 ; 60 O. G., 1477 : Si- 
MONDS, Ccmmr. 

Estoppel. A motion to dissolve on the ground that the op- 
posing party is not entitled to an interference in view of a prior 
interference between the same parties, is equivalent to a motion 
to dissolve on the ground that the opposing party has no right 
to make the claim, and therefore such motion should not be 
heard by the Examiner of Interferences under Rule 123, but 
should be transmitted to and heard by the Primary Examiner 
under Rule 122. — Foglesong v. Hutt and Phillips, C. D., 1892, 
200 ; 61 O. G., 151 : Simonds, Commr. 

Examiner of Interferences. 

Successive motions. The mere fact that the Examiner of 
Interferences has transmitted a motion does not divest him of all 
jurisdiction in the case until that ^motion has been finally de- 
cided, and he may transmit such other motions as are proper, in- 
asmuch as the Primary Examiner, by the transmission of a mo- 
tion to him, acquires jurisdiction only over the subject-matter of 
that particular motion. — Crocker v. Allderdice, C. D., 1898, 167 ; 
84 O. G., 1434 : Greeley, Actg. Commr. 

[See canstructian of this case under Interferences, intermediate 
^matters, amendment claiming unclaimed invention,'] 

Elements of res^ularity. The Examiner of Interferences has 
to decide whether a motion to dissolve is in proper form, is sea- 
sonably presented, alleges grounds which may properly support 
it, and is proper in other respects not involving the merits of 
the motion it&eH.—Hotvard v. Hey, C. D., 1899; 86 O. G., 184 : 
Greeley, Asst. Commr, 

Dissolution. The Examiner of Interferences cannot dissolve 
an interference except on the decision of the Primary Examiner 
upon a motion to dissolve brought under Rule 122 and trans- \ 

mitted as provided for by that Rule. — Wethey v, Roberts, C. D., 
1898, 177 ; 84 O. G., 1586 : Greeley, Actg, Commr, 



i 
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TIME OF FILING. 
Matter of right. 

Within the period that may be limited for appeal from judg- 
ment on the record, the motions permitted by the Rules may be 
made as of right, and their transmission may of right be de- 
manded if they are in proper form. — Grarrison v. Hubner^ CD., 
1891, 59 ; 64 O. G., 1889 : Mitchell, Commr. 

Before approval of statements. 

Qeneral rule. If a motion to dissolve is filed prior to the 
approval of the preliminary statements, its transmission cannot 
be demanded as of right, providing it is in proper form ; but the 
moving party must show that if the motion were entertained the 
outcome could fairly be treated as res adjudicata, — Laurent^ 
Cell/ V. Payen, C. D., 1890, 68 ; 51 O. G., 621 : Mitchell, 
Commr. 

Piecemeal motions. Even although the outcome of amotion 
to dissolve, brought before the approval of the preliminary 
statements, might properly be considered as res adjudicator 
other grounds for a motion to dissolve might remain open and 
result in piecemeal motions ; while very rarely, if ever, would 
hardship be done by a refusal to transmit till after the approval 
of the statements. — King and Babendreier v. Libby^ C. D., 1899.; 
89 O. G., 2653 : Duell, Commr. 

Brought by patentee. In an interference between an appli- 
cant and a patentee, a motion to dissolve for want of interfer- 
ence in fact, based on the file of the patent and the claims of the 
applicant, will not be transmitted prior to the approval of the 
preliminary statements. — King and Babendreier v. Libby, C. D., 
1899 ; 89 O. G., 2653 : Duell, Co7nmr. 

Delay. 

Judgment on record. In passing upon a motion to excuse 
delay in moving for dissolution, it must be remembered that a 
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judgment upon the record under Rule 114 is a judgment ren- 
dered before the Office has had the benefit of the views of coun- 
sel for either party on the questions involved therein, and be- 
fore either party has had access to his opponent's application ; 
and that a mistake made under these conditions concerns not only 
the injured party but the entire public. — Garrison v, Hvbner^ 
CD., 1891, 59; 54 O. G., 1889 : Mitchell, Cammr. 

Power of attorney. Tlie fact that the firm of attorneys repre- 
senting the party on whose behalf the motion is made was re- 
oiganized prior to the expir}' of the limit of appeal, and was 
unable to obtain a new power of attorney from the said party, 
who was abroad and sick, before the said expiry, the said firm mis- 
takenly supposing that they could do nothing without such power, 
is a good excuse for delay. — Garrison v. Huhner^ C. D., 1891, 59 ; 
54 O. G., 1889 : Mitchell, Commr. 

Renewal of motion. Where there has been considerable de- 
lay in bringing the original motion, and a renewal of that motion 
has been permitted under circumstances that served to warn the 
moving party to put his best case forward, and both motions have 
been denied, a second renewal will not be permitted. — ffall v, 
Latta, C. D., 1892, 91 ; 59 O. G., 463 : SmoNDS, Commr. 

Discretion of Examiner of Interferences. Rule 122 does not 
mean that if a motion to dissolve is in proper form the Examin- 
er of Interferences must transmit it, no matter how late it is pre- 
sented, for the discretion of the Examiner of Interferences in this 
regard attaches upon the expiration of the twenty days men- 
tioned in the Rule. — Scribner and Warner v. Childsv, Balsley^ C. 
D., 1892, 104; 59 O. G., 1103: Simonds, Commr. Pupin v. 
Hutin and Leblanc v. Stone, C. D., 1898, 24; 82 O. G., 1418 : 
Gbeeley, Actg. Commr. 

Pendency of other motions. The pendency of other motions 
is not an excuse for withholding a motion to dissolve. — Hall v. 
Lotto, C. D., 1892, 113 ; 59 O. G., 1431 : Simonds, Commr. 

Stay of proceedings. Motions, unless expressly prohibited. 
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are received at all stages of an interference, whether or notastaj 
of proceedings has been granted, and are acted on or not, as the 
case may permit or require ; and consequently it is not an adequate 
excuse for delay in filing a motion, that a stay of proceedings 
was being had and that consequently jurisdiction to receive mo- 
tions was removed (as in fact it is not) from the Examiner of 
Interferences. — Lamb v. Warren^ C. D., 1893, 91 ; 64 O. G., 437 : 
Fisher, Asst. Commr. 

riisunderstanding of opponent's invention. The fact that 
until after the expiration of the regular time for filing motions 
the moving party labored under a misunderstanding of what his 
opponent's invention actually was, is not of necessity an excuse 
for delay in filing a motion, and will not constitute such excuse 
where due diligence was not exercised to prevent such misun- 
derstanding or to obviate its consequences. — Lamb v. Warren^ C. 
D., 1893, 91 ; 64 O. G., 437 : Fisher, A%%t. Commr. 

Negotiations. The fact that at the time when a motion to dis- 
solve should regularly have been presented negotiations were 
pending between the parties, is not an excuse for delaying the 
filing of such motion. — Latham v. Force and Parenteau, C. D., 
1898, 1 ; 82 O. G., 185 : Greeley, Actg. Commr. 

Necessity of a decision. The showing that will warrant the 
transmission of a motion to dissolve to the Primary Examiner, 
when the motion is based on ambigfuity in the issue, or a like 
matter, must make it plain not only that the motion could not 
have been made earlier, but that it is absolutely necessary that 
the matter be passed upon in order that a proper conclusion on 
priority may be reached. — Pupin v. Hutin and Leblanc v. Stonej 
C. D., 1898, 24; 82 O. G., 1418: Greeley, Actff. Commr. 

Amendment of preliminary statement. 

An amendment of a preliminary statement does not necessarily 
put the parties back to a point where the motions provided for by- 
Rule 122 may be made as a matter of right. — Scrihner and Warner 
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V. Childs V. Baiaey, C. D., 1892, 104 ; 69 O. G., 1103 : SmoNDS, 
Commr. 

After final hearing. 

The Exammer of Interferences cannot transmit to the Primary 
Examiner a motion to dissolve brought subsequent to the taking 
of testimony and decision on the merits. The remedy of a par- 
ty desiring dissolution at such time is under Rule 126. — Wetfiey 
V. Roberts, C. D., 1898, 177 ; 84 O. G., 1586 : Gbeeley, Actff. 
Commr. 

After decision of Court of Ap|>eals, D. C. 

The issue having been accepted and testimony taken without 
any serious contention of want of interference in fact till after 
final hearing before the Court of Appeals of the District of Colum- 
bia and there being an invention common to both applications, it 
may be deemed inadvisable to grant a motion for dissolution 
which would or might merely result in a new interference. — 
Smith V. Warner, C. D., 1898, 213 ; 86 O. G., 161 : Greeley, AbsU 
Commr. 

FORM OF MOTION. 

Affidavits* 

No affidavits need accompany a motion to dissolve based on 
the absence of right to make the claim in view of the prior art. 
—Law V. Woolf, C. D., 1891, 91 ; 66 O. G., 1627 : Mitchell, 
Commr. 

5e|Mirate motions. 

The best practice requires that in drafting motions to dissolve, 
grounds which involve different courses of appeal should not be 
included in the same motion. — Zeidler v. Leech, C. D., 1891, 9 ; 
64 O. G., 608 : Mitchell, Commr. 

Facts. 
Beyond record. If facts beyond the record are to receive con- 
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sideration, they must be recited in the motion. — Law v. Woolfy 
C. D., 1891, 91 ; 55 O. G., 1527 : Mitchell, Commr, Wells v. 
Packer, C. D., 1900 ; 90 O. G., 1947 : Dubll, Commr. 

« 

New facts. After a motion to dissolve has been trans- 



mitted, the Primary Examiner may consider newly discovered 
facts in support of the ground of the motion, provided due and 
timely notice be given to the adverse party. — Wells v. Packer j 
C. D., 1900 ; 90 O. G., 1947 : Duell, Commr. 

Of record. A motion is not ambiguous, obscure, nor uncertain, 
when it calls into discussion the facts of record bearing upon the 
question it raises. — Law v. Wool/, C. D., 1891, 91 ; 55 O. G., 
1527 : Mitchell, Commr. Wells v. Packer, C. D., 1900 ; 90 
O. G., 1947 : Duell, Commr. 

Riffht to make claim. A motion to dissolve assigns a 



sufficient legal ground in stating that an applicant has not the 
right to make the claim in view of the prior art. — Law v. Woolf, 
C. D., 1891, 91 ; 55 O. G., 1527 : Mitchell, Cmimr. 



GROUNDS OF MOTIONS. 

Confusion of grounds. 

The grounds for dissolution recited in Rule 122 have distinct 
and independent meanings, which should not be confused by 
parties bringing motions under that Rule, but should be sep- 
arately alleged and given their proper titles. Interference in 
fact refers to conflict in the subject-matter claimed ; irregularity 
means some vital formal defect which will preclude a proper de- 
cision on priority, such as indefiniteness or uncertainty in the 
wording of the issue ; patentability relates to a bar to the grant 
of any patent on the claim in issue ; and right to make the claim 
refers to the right of a particular applicant, apart from any gen- 
eral bar, such as the effect of new matter in his application, con- 
taining the claim in issue. — Woodward v. Newton, C. D., 1899 ; 
86 O. G., 490 : Greeley, Asst. Commr. 
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RiS^ht to make claim. 

Affidavit under Rule 75 — Reduction to practice. A motion 
to dissolve will not be entertained when based on the ground 
that an affidavit filed under Rule 75 did not show a reduction to 
practice before the date of the movingparty's foreign patent cited 
as a reference ; because although reduction to practice may not 
in fact have occurred prior to such patent, nevertheless, the af- 
fiant may have preserved his right of priority by being at that 
time diligently engaged in such reduction to practice, and the lat- 
ter fact can be developed only by the full course of evidence in 
the interference itself. — Schmertz v. Appert, C. D., 1896, 95 ; 77 
O. G., 1784 : Seymour, Commr. 

Prelim inary statement. Although an affidav it under Rule 7 5 
may have been insufficient, it may be aided by the averments in 
the preliminary statements, as against a motion to dissolve based 
on its insufficiency. — Schmertz v. Appert^ C. D., 1896, 95 ; 77 O. 
G., 1784 : Seymour, Commr, 

Abandonment of application. The question whether an ap- 
plication in interference has been abandoned relates to the right 
to make the claim, and not to interference in fact. — Carpenter 
V. Mallory, C. D., 1898, 223 ; 85 O. G., 291 : Greeley, Actg. 
Commr, 

Interference in fact. 

Relevancy of testimony. Whether or not the invention cov- 
ered by a party's testimony is the same as the invention covered 
by his application, is a question that relates to evidence of prior- 
ity and belongs to the Examiner of Interferences in the first in- 
stance to determine ; it is not a question that relates to interfer- 
ence in fact, for this is determined from the application itself, 
and therefore it cannot form the basis of a motion to dissolve 
the interference. — Latham v. Force and ParenteaUy C. D., 1898, 
1 ; 82 O. G., 185 : Greeley, Actg. Commr, 

Preliminary statement. The preliminary statement cannot 
be the basis of an estoppel to deny interference in fact, inasmuch 
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as it ifl naturally and necessarily made with reference to the party's 
own case upon the presumption, raised by the declaration of the 
interference, that the issue applies to that invention ; and the 
Rules directly sanction motions based on want of interference in 
fact, after, and only after, the approval of the preliminary state- 
ments. — Sadtler v. Carmichael v. Smithy C. D., 1899 ; 86 O. G., 
1498: Greeley, Asat. Commr. 

Issues formed subsequent to Hammond v. Hart. Although 
the things disclosed by both parties are the same and operate 
in the same manner, and the claims of the parties must be con- 
strued to be the same, nevertheless if the claims contain differ- 
ent expressed limitations the interference must be dissolved and 
either party who refuses to include in his claim the limitations 
expressed in the other party's claim should be notified that his 
claim is rejected as unpatentable over the latter or as inopera- 
tive.— JP^ez V. Woods, C. D., 1899 ; 89 O. G., 353 : Duell, 
Commr. 

Issues formed prior to Hammond v. Hart. 

Renewed Interference certain. In a case where the issue was 
formed prior to the decision in Hammond v. Hart (C. D., 1898, 
52 ; 83 O. G., 743), and there was no interference in fact between 
the involved claims, a motion to amend the issue was denied on 
the ground that upon dissolution of the interference the moving 
party could alter his claim so as to warrant a new interference. 
—Casler v. Latham^ C. D., 1898, 143 ; 84 O. G., 1141 : Greelev, 
A%st. Commr. 



-Amendment offered. Where the issues were formed 



prior to the decision in Hammond v. Hart, and there is techni- 
cally no interference in fact, the interference will, nevertheless, 
not be dissolved if the party whose claims do not agree with the 
issue can and does offer an amendment in the terms of the issue. 
—Miller v. Kelley, C. D., 1898, 150 ; 84 O. G., 1144 : Greeley, 
A%8L Commr. 

^Testimony taken. After testimony has been taken the 
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Office will be reluctant to dissolve the interference with the cer- 
tainty that the interference will be renewed upon another issue 
based upon the same subject-matter. — Wright and Stehbins v. 
Church, C. D., 1898, 173 ; 84 O. G., 1585 : Greeley, A%%t. Commr. 
Bichards v. Ntckeracm, C. D., 1898, 175; 84 O. G., 1585: 
Greeley, Acig. Commr. 



Judgment on the record. If judgment has been rendered 

on the record and it is the prevailing party whose claims differ 
from the issue, and he has a right to make a claim coextensive 
with the issue and expresses his intention of doing so as soon as 
possible, that is, when the case comes before the Primarj' Ex- 
aminer for ex parte treatment, the interference will not be dis- 
solved on the ground of lack of interference in fact. — Moras v. 
Hertkle, C. D., 1899 ; 86 O. G., 183 : Greeley, Asst Commr. 

General practice. Since the decision in Hammond v. Hart 
(83 O. G., 743), it has been the practice of the Office to dissolve 
interferences in which neither party has made the other's claim 
and no testimony has been taken and the dissolution will not in- 
jure the parties. — Calm v. Schweinitz v. Bolley v. Geisler^ C. D., 
1899 ; 86 O. G., 1633 : Duell, Commr. 

Renewal of motion. A motion brought prior to the decision 
in ffammond v. Hart does not preclude a motion based on inter- 
ference in fact, brought thereafter. — Casler v. Arm^at, C. D.,. 
1898, 169; 84 O. G., 1583: Greeley, Asat. Commr. 

Dominating claims. If the claims involved in the issue da 
not interfere, and it does not appear whether interfering claims 
can be made, and no testimony has been taken, a motion to dis- 
solve will be transmitted although brought after culpable negli- 
gence and delay. — Myers v. Hammel^ C. D., 1898, 255 ; 85 O. 
G., 1397 : Greeley, Actg. Commr. 

Inclusion of too many claims. Although the inclusion of 
more claims than the counts of the issue may not absolutely pre- 
clude a proper decision on priority, nevertheless if it is likely to 
confuse the meaning of the issue it is good ground either for 
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dissolution or for dropping from the interference the non-inter- 
fering claims. — Sadder v, Carmichael v. Smithy C. D., 1899 ; 
86 O. G., 1498 : Greeley, AssL Commr. 

Irregularity. 

 

Ambiguous issue. If the issue is so ambiguous that a proper 
decision on priority cannot be reached, it should be apparent be- 
fore testimony is taken, and should then be corrected ; and the 
mere fact that during the taking of testimony the parties con- 
strue the issue differently is not a ground for reforming it. — 
Pupinv, Hutin and Leblanc v. Stone^ C. D., 1898, 24; 82 O. 
G., 1418 : Greeley, Actg. Commr. 

Supplemental oath. Whether an applicant should have fur- 
nished a supplemental oath in support of an amendment intro- 
ducing the claim in issue into his application, is a question that 
cannot be raised inter partes under Rule 122. — Bennyson v. 
MerriU, C. D., 1892, 64 ; 68 O. G., 1416 : Simonds, Cammr. 
Ex parte Weidemann, C. D., 1897, 194 ; 81 O. G., 2246 : Greb- 
LEY, Actg. Commr. Kane v. Brill and AdamSy C. D., 1898, 
146 ; 84 O. G., 1142 : Greeley, Asst. Commr. 

Several claims under one count. In an interference insti- 
tuted prior to the decision in Hammond v. Hart, in which judg- 
ment on the redord has been rendered, the inclusion of several 
claims imder one issue, though an irregularity, is not such aa 
irregularity as will preclude a proper determination of priority. 
After the judgment has become final the Examiner will neces- 
saiily consider the question of patentability of those claims 
over the issue, as if they had not been included therein. — Morss 
V. Henkhy C. D., 1899 ; 86 O. G., 183 : Greeley, Asat. Commr. 

Duplicate applications. When an applicant makes the same 
claim in two applications, both should be included in an inter- 
ference involving that claim. If, however, it is found that the 
said claim is new matter in the older of the two applications, 
then that application cannot remain in the interference, because 
it would afford an unwarranted date of constructive reduction 
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to practice. — SadUer v. Oarmichael v. Smithy C. D., 1899 ; 86 O. 
G., 1498 : Grbelby, Asst Commr. 



RES ADJUDICATA. 

Ex parte decision. 

General rule. A decision rendered on ex parte appeal before 

the institution of an interference, does not make the question 

that was decided res adjudicata when it is afterward raised iriter 

partes by a motion under Rule 122. — Duncan v. Westinghouse^ 

Jr., C. D., 1894, 12 ; 66 O. G., 1006 : Fisher, Asst. Commr. 

Painter v. Hall, CD., 1897, 43; 80 [O. G., 1124: Butter- 

WORTH, Commr. Painter v. Hall, C. D., 1898, 91 ; 83 O. G., 

1803: Greeley, -4«««. CbwTwr. 

« 
Same srrounds. That a motion to dissolve presents no new 

ground for the consideration of the Primary Examiner, is no 
reason for dismissing it, since one object to be secured by mo- 
tions to dissolve is to enable the Examiner to decide inter partes 
what he has previously decided without a hearing. — Law v. 
Woolf^ C. D., 1891, 91 ; 65 O. G., 1527 : Mitchell, Commr. 
Painter v. Hall, C. D., 1897, 43 ; 80 O. G., 1124 : Butter- 
worth, Commr. 

inter partes decision. 

Redeclaration. A decision on a motion to dissolve, made 
prior to the introduction of an amendment and a redeclaration 
of the interference under Rule 109, does not render the ques- 
tion of dissolution res adjvdicata so as to preclude the repetition 
of the motion subsequent to such redeclaration. — Jenne v. 
Broum v. Booth, C. D., 1892, 78; 59 O. G., 158: Frothing- 
HA3f, Asst. Commr. 

Cumulative evidence. The fact that additional evidence is 
presented in support of a motion to dissolve when made a sec- 
ond time does not justify it. — Beehman v. Wood, C. D., 1897, 
188 ; 81 O. G., 2087 : Greeley, Actg. Commr. 
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Voluntary action by Office. The prior consideration of a 
motion to dissolve does not make the subject-matter of that mo- 
tion res adjudicata so as to prevent the Office from voluntarily 
taking cognizance of it — Bechman v. Wood,, C. D., 1897, 188 ; 
81 O. G., 2087 : Greeley, Actg, Commr. 

New trial. A repeated motion to dissolve, based on the same 
ground, will not be heard except under the rules that govern 
new trials at law. — Bechman v. Woodj C. D., 1897, 188 ; 81 O. 
G., 2087 : Greeley, Actff. Commr. 

Persuasive effect. Although not conclusive on an inter 
partes motion, an ex parte decision by an appellate tribunal 
should be very persuasive, and the Examiner, if he decides op- 
positely, should state why he does not follow the appellate de- 
cision.— Pain^^r V. Hall, C. D., 1897, 43 ; 80 O. G., 1124 : Bur- 
TERWORTH, Commr. 

PUBLIC USE, ETC. 
General rule. 

Questions of abandonment, public use, and the effect of an 
inventor's death [which relate to divesting an inventor of a duly 
acquired right to a patent], should be deferred whenever they 
reasonably can be, until the question of priority is settled. — Chase 
V. Ryder, C. D., 1892, 219 ; 61 O. G., 885 : Simonds, Commr. 

Public use. 

Extraordinary case. Except for extraordinary and amply 
sufficient reasons, an interference will not be dissolved for the 
consideration of the bar of public lise. — Campbell v. Brovm, C. 
D., 1891, 154 ; 56 O. G., 1565 : Simonds, Commr. 

Independent bar. The bar of public use, to warrant the in- 
terruption of an interference for an investigation thereof, must 
be an already complete bar, not based on a disclosure made in 
the interference proceedings. — Thomson and Unbehend v.Hisley^ 
C. D., 1894, 43 ; 66 O. G., 1596 : Fisher, Asst. Commr. 
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Transmission of motion. As a general rule the Examiner of 
Interferences will decline to transmit a motion based on the bar 
of public use. — Thomson and Uniehend v. Hisley^ C. D., 1894, 
43 ; 66 O. G., 1596 : Fisher, A%%U Commr. Howard v. Hey^ C. 
D., 1899 ; 86 O. G., 184 : Greeley, A%sU Commr. 

Motion by patentee. The fact that the moving party is a 
patentee, and that his patent cannot be affected by a failure to 
decide the question of priority, is not of controlling weight, es- 
pecially where the saving in expense by interrupting the course 
of the interference will be doubtful. — Thomson and Unbehend v. 
EUley, C. D., 1894, 43 ; 66 O. G., 1596 : Fisher, Asst Commr. 

Prima facie case. Even if a prima facie case is made out by 
ex parte affidavits, such as would warrant the institution of pub- 
lic use proceedings where there was no interference, it will not 
warrant the suspension of an interference already in progress. 
—Tyler v. Arnold, C. D., 1898, 172 ; 84 O. G., 1584: Gree- 
ley, Asst. Commr. 

Former record. A sworn statement on the subject of public 
use, made in a former proceeding not involving the same issue, 
does not preclude the applicant from showing the actual state 
of facts, and it is the latter on which a decision on public use 
must be based, and not the allegations of the former record. — 
Howard v. Hey, C. D., 1899; 86 O. G., 184: Greeley, A%st. 
Commr. 

Suit in pros^ress. If a suit is in progress in which the com- 
plainant and defendant are the parties to the interference, or 
their assignees, and the same issue of priority that is involved 
in the interference is also involved in the suit, so that a suspen- 
sion of the interference will not interrupt the contest on prior- 
ity, and if the proof of public iLse is independent of the pre- 
liminary statements and evidence in the interference, and there 
has been no delay or laches by the parties seeking to raise the 
bar, and a prima fa^e case has been made out such as would be 
sufficient if there were no interference in progress, then the in- 
terference will be suspended and public use proceedings insti- 
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tutdd.—Sanfard Mils v. Aveyard, C. D., 1899 ; 88 O. G., 385 : 
DuELL, Commr. 



Quarantees. In a case such as is stated in the preceding 

paragraph the party seeking to prove public use as a bar will be 
required to give notice, within a limited time, of his willingness 
to produce witnesses and bear the expense incident to the taking* 
of his testimony, including the expenses of the officer before 
whom the testimony is taken, and the expenses of an officer 
detailed from the Patent Office to conduct and supervise the 
proceeding, and the cost of printing the record if it be deemed 
expedient to print it; and such party must stipulate that a copy, 
certified if required, of all testimony in the suit relative to pri- 
ority, may be filed in the interference and have the same force 
as though taken therein. — Sanford Mills r. Aveyard^ C. D., 
1899 ; 88 O. G., 386 : Duell, Commr. 

Abandonment of application. 

Revival on false evidence. When an abandoned application 
has been revived upon a showing of facts that if true were suffi- 
cient, their truth will not be inquired into on a motion to dis- 
solve, until the question of priority has been settled. — Young w. 
Case, C. D. 1892, 30 ; 58 O. G., 945 : Simokds, Commr. 

Operativeness. 

The question of operativeness bears so directly on that of 
priority that when all the testimony has been taken it cannot 
properly be raised by a motion to dissolve, but will be reserved 
for consideration on final hearing. — Bechman v. Wood, C. D., 
1897, 188; 81 O. G., 2087: Greeley, Actg. Commr. Eastman 
V. ffoustoTij C. D., 1899 ; 87 O. G., 1781 : Duell, Commr. 

Estoppel. 

Former suit. The question whether a party is estopped from 
claiming a patent, by reason of a former suit which is alleged 
to make the question of priority res adjudicata, cannot be brought 
up by a motion to dissolve, but must be left for decision on final 
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hearing ; and this is true even though the alleged estopped party 
is an applicant and his opponent a patentee. [But see McChuire 
V. Hilly C. D., 1898, 134 ; 84 O. G., 983.]— ^tA v. Brovm and 
Stillman, C. D., 1898, 49 ; 83 O. G., 593 : Greeley, AbbI. Cammr. 

nOTIONS INVOLVING EVIDENCE. 

See also ahove^ under this same head of Motions to dissolve^ the 
subhead Public use^ etc. 

General rule. The Primary Examiner has no jurisdiction to 
entertain a motion to dissolve which involves the competency, 
construction, scope, and legal meaning of any evidence intro- 
duced.— IF^^A^y V. Roberts, C. D., 1898, 177; 84 O. G., 1686 : 
GBEEiiBY, Actg. Commr, Shiels v. Latorence, et al.y C. D., 1899 ; 
87 O. G., 180 : Greeley, Asst. Commr. Paget v. Bugg, C. D., 
1899 ; 89 O. G., 1342 : Duell, Commr. 

Clear case. Statements of witnesses, which, even if consid- 
ered to mean that the issue is not patentable, are not conces- 
sions by the interfering party but simply opinions of the wit- 
nesses, do not create such a clear case as to warrant considera- 
tion of patentability in advance of final hearing. — Paget v. Bugg, 
C. D., 1899 ; 89 O. G., 1342 : Duell, Commr. 

Expense. The argument that expense will be saved by de- 
ciding at once a motion to dissolve based on testimony, is not a 
strong one, even where the contest is between an applicant and 
a patentee, inasmuch as the Office has an interest in carrying to 
a final determination the question of priority, in the absence of 
any clear and unmistakable bar. — Paget v. Bugg, C. D., 1899 ; 
89 O. G., 1342 : Duell, Commr. 

PIECEMEAL MOTIONS. 

General rule. All grounds for dissolution should be pre- 
sented in the origfinal motion therefor. — Bechman v. Wood, C, 
D., 1897, 188 ; 81 O. G., 2087 : Greeley, Actg. Commr. How- 
ard V. Hey, CD., 1899; 86 O. G., 184 : Greeley, Asst. Commr. 
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New evidence. While it is in general true that all grounds for 
dissolution must be presented in one motion, this rule is subject 
to exception upon the principles that govern rehearings on the 
discovery of new eyidence. A second motion for dissolution on 
the same grounds as the first is therefore proper in exceptional 
cases, and still more clearly on different grounds which could 
not have been known until after decision on the first motion. — 
Casler v. Armat, C. D., 1898, 169 ; 84 O. G., 1588 : Greeley, 
Asst. Commr. 

Construction of issue. The construction placed upon the is- 
sue in the decision on the first motion is not new evidence such 
as will warrant a second motion, nor when it differs from the 
construction placed upon the issue by the parties does it warrant 
the allegation of surprise. — Cosher v. Armxit^ C. D., 1898, 169 ; 
84 O. G., 1583 : Greeley, AbbL Commr. 

niSCELLANEOUS. 

Consideration of motion to dismiss. If a motion to dismiss a 
motion to dissolve, was not shown to have been in the Ofiice at 
the time when the motion to dissolve was transmitted, and if con- 
sideration was refused on that ground, the Commissioner will not 
suspend the interference, nor retrace the steps subsequentiy 
taken, without first passing upon the merits of the motion to 
dismiss.— iaw v. Woolf\ C. D., 1891, 91 ; 55 O. G., 1527 : 
Mitchell, Commr. 

Presumption of patentability. A doubt as to patentability, 
raised in a contested case, will be resolved in favor of the appli- 
cant, just as in an ex parte case. — Hbehhaitsen v. Eickemeyer^ C. 
D., 1892, 17 ; 58 O. G., 521 : Simonds, Commr. 

Moving party. A motion to dissolve, based on an ex parte 
question, is in the nature of a suggestion to the OflBce of certain 
facts that are believed to negative patentability or to show that 
one of the parties is not entitled to make the claim in issue. It 
is not a contest in which testimony can be received or anything 
presented for consideration which was not actually or presuma- 
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bly within the knowledge of the Examiner prior to the interfer- 
ence. The motion is not brought on the ground that the inter- 
ests of the moving party would be adversely affected by the is- 
suance of a patent to his opponent, for that does not entitle him 
to be heard nor will it be considered in deciding his motion. 
His position is not unlike that of amicus curiae. The motion is 
brought because it appears to the moving party that the Office 
was in error in its former ex parte action. The question is the 
same question that was then under consideration. — Painter r. 
Hall, C. D., 1898, 91 ; 83 O. G., 1803 : Greeley, A9%t. Commr. 
Fowler v. Dodge, C. D., 1898, 257 ; 85 O. G., 1584 : Greeley, 
A»9t. Commr. 

Authority of decision. While the decision of the Primary 
Examiner, under Rule 122, is binding on the Examiner of In- 
terferences, it is not binding on the Commissioner to preyent 
the same question from being raised on final hearing before him, 
nor does it prcTent the Examiner of Interferences from calling 
the Commissioner's attention to the question under Rule 126. — 
Bender v. Hoffman, C. D., 1898, 262 ; 85 O. G., 1737 : Duell, 
Commr. 

Affidavits. Affidavits filed in support of a motion to dis- 
solve must be entitled in the cause or they cannot be considered. 
— Calm V. Schweinitz v. Dolley v. Greisler, C. D., 1899; 86 O. G., 
1633 : Duell, Commr. 

Memorandum of references. On the hearing of a motion to 
dissolve, the Primary Examiner should not refuse to receive as 
a part of the argument a memorandum of publications alleged 
to support the motion, but should consider the memorandum to 
the extent of examining for himself the publications to deter- 
mine their weight. — Calm v. Schweinitz v. Dolley v. Q-eisler, C. 
D., 1899: 86 O. G., 1633 : Duell, Commr. 

STAY OF PROCEEDINGS. 

Here filing: of motion. The mere filing of a motion to sus- 
pend proceedings, accompanying a motion to dissolve, brought 
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during the taking of testimony, does not operate to reserve to 
the moving party the remaining time for taking testimony, in case 
his motion to dissolve is denied. Unless and until an order 
suspending proceedings is made, he is not relieved of the neces- 
sity of taking his testimony within the time set. He may rely 
on his motion to dissolve being granted, and refrain from taking 
testimony, but he does so at his own risk, since he has no right 
to further time if it is denied. — Leonard v, Chasey C. D., 1898, 
181 ; 84 O- G., 1727 : Greeley, Asat. Cammr. 

Separate motion. It is not proper practice to make a mere 
request for a suspension of proceedings, but a separate motion 
should be filed and should be supported by a showing as to the 
necessity of suspension. — Leonard v. Chase, C. D., 1898, 181 ; 
84 O. G., 1727 : Greeley, Asst. Cammr. 

APPEAL TO THE COfiniSSIONER. 

« 

Interference in fact. 

General ruie. When a motion to dissolve is based upon the 
^eged absence of interference in fact, the appeal is directly to 
the Commissioner. — Zeidler v. Leech, C. D., 1891, 9 ; 54 O. G., 
503 : Mitchell, Commr. Painter v. Hall, C. D., 1898, 91 ; 83 
O. G., 1803 : Greeley, A%%U Commr. 

Other questions. In deciding the question of interference in 
fact, the Commissioner assumes that the claims are allowable ; 
that if either party desires to raise, in addition, a question of 
patentability or of right to make the claim, or of the merits of 
the case, he will file separately a motion proper thereto, which 
may reach the Commissioner by the proper channels of appeal. 
— Zeidler v. Leech, C. D., 1891, 9 ; 54 O. G., 503 : Mitchell, 
Commr, 

Extraneous matters. The appeal on a motion to dissolve for 
want of interference in fact carries up that question only, and 
the Commissioner's jurisdiction is not impaired by obiter dicta 
of the Examiner, nor by reasons of appeal that are not directly 
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warranted by the motion. — Zeidler v. Leech^ C. D., 1891, 9 ; 54 
O. G., 503 : Mitchell, Commr. 

Equitable interposition. On appeal on a motion to dissolve 
on the ground of absence of interference in fact, where the 
parties made their claims voluntarily, a case is not presented for 
the equitable interposition of the CommiBsioner to entertain the 
question of non-patentability of subject-matter. —Forslund v. 
Matthews, C. D., 1891, 237; 57 O. G., 1720: Simonds, 
Conmir, 

Prior art. On motions to dissolve for want of interference 
in fact, it would seem that the prior art must sometimes be con- 
sidered for purposes of construction, explanation or illustration, 
since the question is whether the claims, rightly construed, con- 
flict or do not conflict. — Zeidler v.. Leech, C. D., 1891, 9; 54 
O. G., 503 : Mitchell, Commr. 

Merits. So far as a motion to dissolve for want of inter- 
ference in fact relies on a reference to the prior art, it goes to the 
merits, and will not be considered by the Commissioner on ap- 
peal from the Primary Examiner. — EdiBon v. Stanley, jr., C D., 
1891, 173 ; 57 O. G., 273 : Simonds, Commr. Hochhausen v. 
Eickemeyer, C. D., 1892, 17; 58 O. G., 521:, SmoNDS, 
Commr. 

Irres^ularity. 

General rule. Irregularity in the declaration of the interfer- 
ence is a question on which appeal lies directly to the Commis- 
sioner.— Pafwt^r V. Hall, C. D., 1898, 91; 83 O. G., 1803: 
Gbeelev, AbbL Commr. 

Rejected claims. Although the claims of a party stood re- 
jected prior to the interference, the declaration of interference 
must be construed as an implied waiver of that rejection, and 
an opposing party who raises the same point of objection can- 
not appeal upon it to the Commissioner as an irregularity in the 
declaration of the interference. — Sadtler v. Carmichael v. Smith, 
C. D., 1899 ; 86 O. G., 1498 : Greeley, Asst. Commr. 




174 INTERFEBEKCES, MOTIOK8 TO DISSOLVE. 

niscellaneous. 

Inter partes. Appeals heard directly by the Commissioner 
are necesBSLTily inter partes. — Painter v. Hallj C. D., 1898, 91; 
83 O. G., 1803 : Greeley, AbsL Commr, 

Real basis of motion. Parties cannot confer jurisdiction 
upon the Commissioner, i-egardless of the matter involved, by 
the use of a mere form of words, but beneath the words must 
be sought the real reason upon which the proceeding is based, 
and if it be found that such reason relates to a question deter- 
minable by some other tribunal, the Commissioner will refuse to 
consider it in any form ; citing Manny v, Easley v. Gheenwood^ 
(C. D., 1889, 179 ; 48 O. G., 538).— J?WZer v. Dodge, C. D., 
1898, 257 ; 85 O. G., 1584 : Greeley, AbbU Commr. 

Patentability. If a motion nominally based on want of 

interference in fact, or on irregularity, actually involves the 
question of patentability, or that of right to make the claim, 
appeal will not lie from a decision denying it. — Holt v. Ingersolly 
C. D., 1898, 200 ; 84 O. G., 1873 : Greeley, Actg. Commr. 
Woodward v. Newton, C. D., 1899; 86 O. G., 490 : Greeley, 
Asst. Commr. 

Limit of appeal. While there may be cases in which an ap- 
peal may be accepted after the limit of appeal has expired, this 
should not be done in an appeal on an interlocutory matter, in 
which appeals should be promptly taken, and appellants will be 
held strictly to the limit of appeal set in the decision. — Ozias v. 
Stimpson, C. D., 1898, 47 ; 83 O. G., 296 : Greeley, Asst. 
Commr. 

Grouping appealable and unappealable grounds. Where a 
motion to dissolve is based upon various grounds, some of which 
are appealable to the Commissioner, the Primaiy Examiner can- 
not, by grouping the appealable grounds with a ground that is 
not appealable, refuse to set a limit of appeal and prevent the 
Commissioner from reviewing his action. — Silverman v. Hendricks 
son, C. D., 1899 ; 88 O. G., 1703 : Duell, Commr. 
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Petition lieard as appeal. When a petition is brought to 
the Commissioner which involves the right to appeal to him 
on a pending question, and he holds that such right of appeal 
exists, he may hear the question then and there on its merits, 
both parties consenting, instead of remanding the case and re- 
quiring formal appeal to be taken. — Silverman v. Sendrickaariy 
C. D., 1899; 88 O. G., 1703 : Dtjell, Commr. 



APPEAL TO THE EXAMINERS-IN-CHIEF. 

Questions appealable to Examlners-in-Chief. 

General rule. Questions involving the merits of an invention 
are questions concerning the meritorious or unmeritorious at- 
titude of an alleged invention to the antecedent rights of the 
public ; or, in other words, questions other than questions of -v . 
" form " arising between the applicant and the OflBce. " Involv- /\ 
ing the merits" means the same in Rule 124 that it means in 
Rule 138 governing appeal in ex parte cases, and all questions 
that go to the £xaminers-in-Chief, when they arise directly un- 
der the latter Rule, go to the same tribimal when they arise col- 
laterally under the former Rule. — Zeidler v. Leech^ C. D., 1891, 
9 ; 54 O. G., 503 : Mitchell, Commr. 



&ft 



Subject-matter of application. Whether the subject-matter 
of the issue is of a patentable nature, is a question appealable to 
the Examiners-in-Chief . — Losiier v, WilUon v. Cowles and Cowles 
V. Bogers v. Darling v, Boguski v. Oratzel^ C. D., 1892, 117 ; 59 
O. G., 1605 : SiMONDS, Commr. 

RiS^ht to make claim — No patent issuable. To move to dis- 
solve on the ground that even if judgment were awarded to the 
contesting party no patent could issue to him, for such and such 
reasons, is but another way of contending that he has no right 
to make the claim ; and a decision on such a motion is express- 
ly appealable under Rule 124 to the £xaminers-in-Chief and not 
to the Commissioner. — Bissell v. Bobertj C. D., 1890, 77 ; 51 O. 
G., 1618: Mitchell, Commr. 



\ 
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New matter. When the question is whether the claims 



of a party are supported by his specification, it is really a ques- 
tion of the right to make the claim, and appealable to the Ex- 
aminers-in-Chief . — Sweeney v. Jaro%^ C. D., 1892, 197 ; 60 O. G., 
1883 : Fbothingham, Actg. C(mimr. 

Inoperativeness of disclosed invention. That an applica- 



tion does not disclose an operative invention, relates to the right 
to make the claim, and a motion involving that question is there- 
fore appealable to the Examiners-in-Chief. — Fowler v. Dodge^ C. 
D., 1898, 257 ; 85 O. G., 1584 : Gbeeley, A%%t. Commr. 

inoperativeness of issue. Inoperativeness of the issue is a 
question appealable to the Examiners-in-Chief. — Lossier v. Will" 
son V. Cowles and Cowles v. Rogers v. Darling v. Boguski v. Oratzelj 
C. D., 1892, 117; 59 O. G., 1605: Simonds, Commr. Fowler 
V. Dodge, C. D., 1898, 257 ; 85 O. G., 1584 : Greeley, Asst. 
Commr. 

Affirmance of patentability — After final liearins:. It is true 
that, although no direct appeal can be taken from the decision 
of the Primary Examiner aflBrming patentability or the right to 
make the claim, the moving party can indirectly appeal by rais- 
ing the same questions on final hearing before the appellate 
tribunals. But this fact furnishes no ground for the contention 
that when these questions are not raised until after final hearing, 
and when therefore an indirect appeal is precluded, a direct ap- 
peal should be allowed. — Fowler v. Dodge, C. D., 1898, 257 ; 
85 O. G., 1584 : Greeley, Asst. Commr. 

Construction of decision. If the Primary Examiner's de- 
cision on patentability involves the application of a prior de- 
cision as authority, the correctness of his construction of that de- 
cision is a question of the merits, on which appeal lies to the Ex- 
aminers-in-Chief, and on which no appeal whatever lies if he af- 
firms patentability. The remedy cannot be misnamed a petition 
and the question of the proper construction of such decision be 
brought before the Commissioner, for appeals are always from de- 
cisions and not from the validity of the reasons therefor. — 
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Woodward v. Newton, C. D., 1899 ; 86 O. G., 490 : Greelef, 
Asst. Commr, Calm v. Schweinitz v. Dolley v, Geislery C. D., 
1899 ; 86 O. G., 1633 : Duell, Commr. 

Guise of irresTularity. When a motion for dissolution is 



brought nominally on the ground of irregularity, and is denied 
by the Primary Examiner, it is for the latter, and not for the 
moving party, to determine whether in reaUty anything more than 
a question of patentability has been raised, and whether therefore 
appeal should or should not be permitted. — Woodward v. Newton^ 
C. D., 1899 ; 86 O. G., 490 : Greeley, Aast Commr. 

Filing unwarranted appeal. Where it has been decided 



by the Commissioner that a party has no right to appeal, he will 
not be permitted to delay his opponent's case by filing an appeal 
from the dismissal of his first appeal by the Examiners-in-Chief. 
—Fowler V. Bodge, C. D., 1899; 186 O. G., 1496: Greeley, 
As8t. Commr. 

Rejected claims. Although a party's claims may have 



stood rejected prior to the interference and no notice of prospec- 
tive interference nor requirement to prepare for it have been given 
him, and this fact has been made the basis of a motion to dissolve, 
no appeal lies from a denial of such motion. — Calm v. Schweinitz 
V. Dolley v. Geisler, C. D., 1899 ; 86 O. G., 1633 : Duell, Commr. 

Sufficiency of disclosure. From the denial of a motion 

to dissolve, based on insufiiciency of disclosure in a party's ap- 
plication, no appeal lies. — Calm v. Schweinitz v. Dolley v. Geialer, 
C. D., 1899; 86 O. G., 1633: Duell, Commr. 

Res adjudicata. The question of res adjudicata in view of a 
prior interference, when it involves the question of patentability 
of the later issue over the earlier one, is appealable to the Ex- 
aminers-in-Chief. — Brevl V. Smith, C. D., 1899 ; 86 O. G., 1635 : 
Duell, Commr. 

inter partes liearing. 

Prior to July 18, 1899, Rule 124 provided that on appeal to 
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the Examinere-in-Chief the question " may " be heard inter partes* 
Under that fonn of the Rule, the right of the moving party to 
be heard was discussed in the following cases, which, as to this 
point, were of course superseded by the amended form of the 
Rule.— Painter v. Sail, C. D., 1898, 91 ; 88 O. G., 1803 : 
Greeley, Asst Cammr. Fowler v. Dodge, C. D., 1898, 257 ; 85 
O. G., 1584 : Greeley, Asst. Commr. 

Validity of appeal. When an ex parte question upon which 
a motion to dissolve can be entertained is carried by appeal to 
Examiners-in-Chief, the moving party cannot in any event be 
heard as to the validity of the appeal ; for instance, as to the 
time within which the appeal has been taken, or as to estoppel 
of the appealing party to appeal, arising from such prior action 
on his part as is inconsistent with an appeal. — Painter v. HalU 
C. D., 1898, 91 ; 83 O. G., 1803 : Greeley, AbbI. Commr. 

Delay in appealing:. When a party having the statutory limit 
of appeal delays his appeal beyond a reasonable time after re- 
quest by the Office to act, such delay might perhaps be held to 
work an estoppel, but consideration of this question should be 
ex parte.— Painter v. Hall, C. D., 1898, 91 ; 83 O. G., 1803 : 
Greeley, A»sU Commr. 

Decision. 

Authority. If a decision on an ex parte appeal contains mat- 
ter relating to inter partes questions, the Primary Examiner in 
subsequently deciding the latter questions is not bound by such 
matter. — Zeitinger v, Reynolds v. Mclntire, C. D., 1891, 212; 57 
O. G., 1279 : Frothingham, AssU Commr. 

Limit of appeal. 

Qeneral Rule. When an ex parte question upon which a mo- 
tion to dissolve can be entertained is decided for the moving 
party by the Primary Examiner, the defeated party has the same 
statutory limit of appeal as in other ex parte questions, and the 
Examiner has no right to fix an arbitrary limit of appeal as he 



INTERFERENCES, MOTIONS TO DISSOLVE. 179 

could if the question were inter partes. — Painter v. ffail^ C. D., 
1898, 91 ; 83 O- G., 1803 : Greeley, Asst. Commr. 

Remedy of movins: party. Under the decisions in Abel and 
Dewar v. Maxim v. Nobel (56 O. G., 139), and ex parte Lomr 
hard (43 O. G., 1347), the moving party has a remedy in case 
his opponent, defeated before the Primary Examiner, delays to 
take an appeal. He may ask that his own application be passed 
to issue unless the appeal is taken within a reasonable set time. 
If the question is patentability of the issue, he may withdraw 
his own claim and defeat the patent, if one is granted to his op- 
ponent in the courts. — Painter v. HalU C. D., 1898, 91 ; 83 Q. 
G., 1803 : Greeley, Asst. Commr. 

Appeal to the Commissioner. 

Scope. On appeal from the Examiner of Interferences to the 
Commissioner, the Comnussioner will exclude from considera- 
tion any ground of error that was excluded, by the limited form 
of the motion, from the consideration of the Examiner of Inter- 
ferences.— So^Kw V. Dovhleday, C. D., 1890, 179 ; 53 O. G., 1883 : 
Mitchell, Commr. 

Recommendations. If a decision of the Examiners-in-Chief 
is rendered in favor of the moving party, he cannot appeal from 
it, even though it is accompanied with a recommendation which 
is unfavorable to him. — Breul v. Smithy C. D., 1898, 124: 84 
O. G., 809 : Greeley, A%9t. Commr. 

Review by Commissioner. 

Grave doubt. Under his general supervisory authority, the 
Commissioner will not review a decision of the Examiners-in- 
Chief sustaining the patentability of a claim, when no grave 
doubt has been raised in his mind as to the correctness of that 
decision. — Walker v. Diescher and McGHll^ C. D., 1891, 118 ; 56 
O. G., 927 : Simonds, Commr. 

Extraordinary reasons. Under the rules and uniform prac- 
tice of the Office the Commissioner has declined to take juris- 
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diction of appeals and petitions involving the merits, and should 
do SO unless there appears some extraordinary reason to the con- 
trary.— 5rewZ v. iSmi^A, C. D., 1899; 86 O. G., 1635: Duell, 
Commr. 

Construction of ruling: of Court of Appeals. When the Com- 
missioner is asked to take jurisdiction of the question whether 
a party has the right to make the claim in issue in view of a 
prior decision of the Court of Appeals, he will decline to do so 
and will let the interference proceed, resolving any slight doubt 
in favor of the said party, so as to give the latter the privilege 
of reaching the Court of Appeals on final hearing and obtaining 
from that very court an interpretation of its prior decision. — 
Breul V. Smith, C. D., 1899; 86 O. G., 1635 : Duell, Commr. 

Recom mendations. 

When the Examiners-in-Chief decide in favor of the moving 
party and dissolve the interference, but at the same time rec- 
commend to the opposing party a claim tliat will necessitate the 
re-declaration of the'^ interference, the moving party has no right 
to compel prompt action on the part of his opponent in adopting 
the recoromendation, nor will the hearing thereon be inter partes. 
— Breul V. Smith, C. D., 1898, 124 ; 84 O. G., 809 : Greeley, 
Aaat Commr. 

APPEAL ON PART OF HOTION NOT GRANTED. 

If amotion to dissolve is brought on two grounds, and the 
Primary Examiner adopts one ground but not the other and 
dissolves the interference, the moving party has no appeaU jincfi^ 
iy;^£eals^re from decisions and not from reasonsforjieaijuoiKft.-«r- 
Zeitingerv. Reynolds v. Mclntire, C. D., 1891,' 212 ; 57 O. G., 
1279 : Frothingham, A%%t. Commr. Ries v. Thomson, C. D., 
1891, 233 ; 57 O. G., 1598 : Simonds, Commr. 

APPEAL ON CROSS-MOTIONS. 

If both parties move to dissolve on the same ground but for 



IJNTEBFEBENCE8, DISSOLUTION WITHOUT MOTION. 181 

different reasons, and both motions are granted, neither party 
can appeal from the decision on the motion of the opposite party. 
DoolitUe V. Herdman, C. D., 1898, 183 ; 84 O. G., 1728 : Greb- 
XiEY, Actg, Commr. 



Dissolution without motion. 

Specific questions. 
Motion to call attention. 
Miscellaneous. 

See Ride 126 of the Rules of Practice^ 16th ed. 



SPECIFIC QUESTIONS. 

Operativeness. Except in cases which admit of no doubt, as, 
for instance, where the question has been settled in the courts, 
the Commissioner will not entertain on final hearing, the ques- 
tion whether an application discloses an operative invention, 
but will suspend the interference and remand the affected appli- 
cation to the Primary Examiner. — Ux parte Archer^ C. D., 1891, 
191 ; 57 O. G., 696 : Simonds, Commr. 

Inter partes hearing. If the question of operativeness 

is left undecided on final judgment and thereafter comes before 
the Primary Examiner, the hearing before him will be inter partes 
providing his decision may not only destroy the standing of the 
affected application but at the same time result in the grant of 
a patent on the adverse application ; reversing ex parte Archer ^ 
(C. D., 1891, 191 ; 57 6. G., 696 ; Simonds, Commr.)— Fowler 
V. Dodge, C. D., 1898, 28 ; 82 O. G., 1687 : Greeley, Asst. 
Commr. 



Interference in fact. If neither party has raised the point of 
no interference in fact, the Commissioner will proceed on the as- 
sumption that interference in fact exists, even though this may 
seem doubtful to his own mind. — Vollrath v. Comstock, C. D., 
1892, 109 ; 59 O. G., 1105 : Simonds, Commr. 
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Patentee a party. Ah appeal to the Commissioner lErom 



judgment of priority rendered by the Examiners-in-Chief, who 
have called the attention of the Commissioner to the absence 
of interference in fact, he will not dissolve the interference, 
although he agrees with their views, where his judgment is 
for an applicant as against a patentee, but will award priority 
to the applicant. — Park v. DaviSj C. D., 1898, 111 ; 84 O. G., 
146 : DuELL, Commr. 

Identity of actual invention. If, although there is 



technically no iaterference in fact, there is such an identity of 
actual invention as would result in a fresh interference upon 
dissolution of the existing one, and the issue may fairly well de- 
fine the invention in conunon, and the parties have not, up to 
final hearing before the Commissioner, raised the question of 
interference in fact, a suspension will not be ordered under Rule 
12Q.—0'Rourhe v Gillespie, C. D., 1898, 136; 84 O. G., 984 : 
Greeley, Asst Commr. 

Construction of issue — Patentable distinction between 
counts. The issues defining the invention in interference may 
be passed upon by each tribunal to determine whether they are 
patentably distinct. — Schnabel v. Shellaberger, C. D., 1894, 95 ; 
68 O. G., 668 : Seymour, Commr. Brevl v. Smith, C. D., 1897, 
12 ; 79 O. G., 153 : Fisher, Actg. Commr. 

Prior art. The prior art may be considered on final hearing 
for the purpose of construing the issue. — Hunter v. Spencer, C. 
D., 1895, 24 ; 71 O. G, 1767 : Seymour, Commr. 

Patentability. After a long and complicated interference, in 
which the question of patentability has not been raised by a 
motion to ditssolve, it will not be entertained on final hearing 
except in a clear case, but judgment will be rendered on prior- 
ity, and the question of patentability will be left to the courts. 
—Schnabel v. Shellaberger, C. D., 1894, 95 ; 68 O. G, 658 : 
Seymour, Commr. 

Miller v. Eas:le Co. The right of a party to make the 
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claim that is in issue, under the doctrine of Miller v, JEagle Co.^ 
as to a plurality of patents for the same invention, wiU not be 
decided by the Commissioner on final hearing, but may be called 
to the attention of the Primary Examiner to be passed upon by 
the latter after judgment has been rendered. — Hunter v. Spencer^ 
C- D., 1895, 24 ; 71 O. G., 1767 : Seymour, Commr. 



——Ex parte hearins:* When the question of patentability 
is presented on final hearing, and the Commissioner declines to 
suspend the interference, but instead renders his decision on 
priority and directs the Primary Examiner to consider the said 
question before issuing a patent, such consideration will be ex 
parte.— Pell V. Pierpaint, CD., 1896, 38; 76 O. G., 1573: 
FiSHEB, Actg. Commr. 

{But see " Operativeness — Inter partes hearing j^^ several para- 
graphs above.'] 

Reference of record. On final hearing the Commissioner 



will not consider a reference which was before the Primary Ex- 
aminer prior to the declaration of the interference, as bearing 
upon patentability, since the action of the Examiner in declar- 
ing the interference is practically a favorable action on patenta- 
bility and not reviewable on appeal. — Stupakoff v. Johnson^ C. 
D., 1898, 182; 84 O. G., 982 : Greeley, Asst. Commr. 



Previous affirmance by Primary Examiner. The fact 

that the Primary Examiner has previously affirmed patentability 
on a motion to dissolve, will not, under Rule 124, prevent the 
raising of the same question at final hearing, but only prevent 
the moving party from directly appealing and being heard as of 
right.— Bender v. Eoffman, C. D., 1898, 262; 85 O. G., 1737 : 
DuELL, Commr. 

PulHic use. Although it appears to the Commissioner, on 
final hearing, that the evidence makes a prima facie case of pub- 
lic use, nevertheless he will render judgment upon priority and 
remand the affected application to the Primary Examiner for a 
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full hearing on public use. — Lossier v. Cawles and Cowles v. Bo- 
ffuski, C. D., 1895, 20; 71 O. G., 1616: Seymour, Commr. 

[Further, as to when an interference will be interrupted for 
a determination of the bar of public use, see ante^ Interferences, 
motions to dissolve, public-use, etc.] 

Originality, joint applicants. In a clear case where it ap- 
pears that one of two joint applicants was not a joint inviBntor 
of the invention in issue, judgment will be awarded to the op- 
posing party. — Miller and Miller v. Lambert^ C. D., 1895, 75 ; 
72 O. G., 1903 : Seymour, Commr. 

Right to make claim. Though it may be clear, as a matter 
of law, upon admitted facts, that a party has no right to make 
the claim, that question will not be entertained on final hearing. 
—Austin V. Winslow, C. D., 1898, 104 ; 83 O. G., 1991 : Duell, 
Commr. 

Irregularity. Although there may have been such obvious 
irregularity in the declaration of an interference that it is ex- 
tremely diflBcult to render a proper decision on the question of 
priority, nevertheless if the Examiner of Interferences and 
Examiners-in-Chief have in fact passed upon priority, it is desira- 
ble, if not absolutely necessary, that the Commissioner shall also 
decide that question. — Mets v. Crane andBloomfieldy C. D., 1892, 
36 ; 58 O. G., 947 : Frothingham, Asst Commr. 

nOTION TO CALL ATTENTION. 

General rule. When a dissolution is desired on reasons in- 
volving the evidence, or at a stage when motions to dissolve 
cannot properly be made, but yet it is clear that an award of 
priority is impossible, and a further prosecution of the interfer- 
ence futile, the matter may be brought before the Examiner of 
Interferences by motion before final hearing, or by argument 
upon final hearing, and it is his duty to examine into the ques- 
tion, and, if he finds facts which, in his opinion, require disso- 
lution, to call the Commissioner's attention to the same. — 
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Wethey v. Roberts, C. D., 1898, 177 ; 84 O. G., 1586 : Greeley, 
A.ctg, Commr. 

Res adjudicata. A prior decision of the Primary Examiner 
on a motion to dissolve is not binding on the Examiner of 
Interferences on a motion to call attention, brought under Rule 
126, based on a state of facts arising subsequently to the Pri- 
mary Examiner's decision, and not within his jurisdiction to 
decide.— Wethey v. RobeHs, C. D., 1898, 177 ; 84 O. G., 1586 : 
Greeley, Actg, Commr. 

Scope of inquiry. In deciding a motion to call attention, 
brought under Rule 126, the Examiner of Interferences will 
consider the whole record, particularly the testimony taken, but 
including also the files of the respective applications. — Wethey 
V. Roberts, C. D., 1898, 177 • 84 O. G., 1586: Greeley, Ac^. 
Commr. 

Appeal. Although a motion to caU attention, brought under 
Rule 126, is denied, no appeal lies from that decision ; but the 
moving party is free to urge the same point on final hearing 
before the Examiners-in-Chief. — Wethey v. Roberts, C. D., 1898, 
177 ; 84 O. G., 1586 : Greeley, Acty. Commr. 

Opportunity. If the Examiner of Interferences concludes to 
call the attention of the Commissioner to a matter under Rule 
126, it is within his discretion whether he will do so before or 
at final heAiing.— Wethey V. Roberts, CD., 1898, 177; 84 O. 
G., 1586 : Greeley, Actg. Commr. 



MISCELLANEOUS. 

Commissioner's own motion. Rule 126 does not merely 
authorize the Commissioner to entertain a collateral question on 
final hearing when it is suggested to him by an inferior tribunal 
but he may suspend or dissolve an interference on his own mo- 
tion whenever he considers that justice and equity requires. — 
Bender v. Roffman, C. D., 1898, 262 ; 85 O. G., 1737 : Duell, 
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Oommr. Hx parte Oirfm,'C. D., 1899 ; 87 O. G., 1897 : Duell, 
Cammr. 

See alio title Commissioner, 



-After refusal to call attention. Whenever the Commis- 



sioner decides that the issue of an interference is not patentable 
to one of the parties, even after the lower tribunsds have decided 
on priority and have declined to call the Commissioner's atten- 
tion to patentability, priority becomes a moot question and should 
not be decided. The interference should be dissolved and the 
Primary Examiner be instructed to reject the affected case when 
it comes before him ex parte. The applicant then has his remedy 
by appeal, and if the Court of Appeals reverses the decision of 
the Commissioner the interference can be reinstated at the point 
where it was dissolved, and the question of priority settled. — 
Bender v. Hoffmann, C. D., 1898, 262; 85 O. G., 1737 : Duell, 
Commr, 

Absolute bar to patent. The Commissioner has jurisdiction 
to determine the question of priority when such determination 
will or may govern him in issuing or not issuing a patent ; but 
not when it has been judicially ascertained in the Patent OfiBce, 
or appears conclusively from the record, that no patent can issue 
to any person as the result of the proceeding. — Sopkinson v. 
Hunter, C. D., 1896, 1 ; 74 O. G., 653 : Seymour, Commr. 

Change in practice. When it has been the practice to permit 
a certain question to be raised not only by a motion to dissolve 
but also upon final hearing, and a party has omitted to raise it 
in the former way, he cannot be deprived of his right to raise it 
in the latter way by a change in practice excluding that proced- 
ure.— lW/«r V. JDodge, C. D., 1898, 28 ; 82 O. G., 1687 : Gree- 
ley, Asst Commr. 

Clear case. The Commissioner will not suspend an interfer- 
ence under Rule 126 unless the ground of his action \& entirely- 
clear.— O'jBowri^ V. Gillespie, C. D., 1898, 136; 84 O. G., 984 : 
Greeley, Asst. Commr. 
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Motion to remand. When the Examiner of Interferences or 
Examiners-in-Ghief have directed the Commissioner's attention 
to a matter not relating to priority, under Rule 126, a motion 
to dissolve cannot be brought before the Examiner of 
Interferences for transmission to the Primary Examiner, but 
the whole subject rests within the Commissioner's discretion 
and may be urged before him by a motion to remand. — Michards 
V. Nickersan, C. D., 1898, 175 ; 84 O. G., 1585 : Gbebley, 
Actg, Commr, 

Suspension by Examiners-in-Chief . The Examiners-in-Chief 
have not the same power that the Commissioner has to suspend 
an interference upon their attention being called to a collateral 
question.— Bender V. Hoffmann, C. D., 1898, 262 ; 85 O. G., 1737 : 
DuELL, Commr, 

Consideration of all the testimony. When a decision on 
suspension would require a review of all the testimony, 
and the main question of priority is ready for final hearing, 
all the questions will be considered at once. — Shieh v. 
Lawrence et al., C. D., 1899 ; 87 O. G., 180 : Greeley, Asst. 
Commr. 

Substantial justice. The Commissioner will not suspend an 
interference for the consideration of a collateral question to 
which his attention has been called, unless substantial justice so 
requires. — ShieU v. Laturence et aL, C. D., 1899 ; 87 O. G., 180 : 
Greeley, Asat. Commr. 

Perfunctory action. The lower tribunals are not required, 
and ought not, to call the Commissioner's attention to a collater- 
al question, under Rule 126, unless, in their opinion, it has been 
established. — ShieU v. Lawrence et ah, C. D., 1899 ; 87 O. G., 180 : 
Greeley, Asst. Commr. 
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Final hearins:. 

Judgment. 
Appeals. 

REHEABrSGS. 

Reopening. 

Second interference. 

Claims of defeated pabties. 

See Rule 125 of the Mules of Practice^ 16th ed. 

JUDGHENT. 

General grounds. 

Relative weakness. If neither party offers evidence that is 
strongly decisive, the decision will go to the side that has the 
least weakness. — Buckingham v. Jonea^ C. D,, 1892, 48 ; 58 O. 
G., 1413 : SiMONDS, Commr. 

Concurring lower decisions. In a doubtful case, the fact 
that the Examiner of Interferences and the Examiners-in-Chief 
have both decided m favor of a particular party will predispose 
the Commissioner to a like decision. — Buckingham t>. JoneSy C. D., 
1892, 48 ; 58 O. G., 1413 : Simonds, Commr. 

Relative dates. When the evidence is weak but evenly bal- 
anced, the party having the earliest date will prevail. Doane v. 
JohnsoUy Jr.y C. D., 1892, 51 ; 58 O. G., 1414 : Simonds, Commr. 
Benjamin v. Searle, C. D., 1892, 97 ; 59 O. G., 630 : Simonds, 
Commr. 

Judgment on all questions. 

The inferior tribunals should pass upon all the questions 
presented to them, even though a decision upon less than all dis- 
poses of the case. — Stevens i\ Field v. Seher^ C. D., 1897, 177 ; 
81 O. G., 1929 : Fisher, Actg. Commr. 

Concession of priority. 
Identification of issue. A concession that specifies certain 
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• 

subjectrmatter but does not distinctly concede priority as to the 
issue of the interference, cannot form the basis of a judgment. 
— Claw9on V. Williams and Hoovers^ C. D., 1892, 33 ; 58 O. G., 
946 : Simon DS, Commr. 

Estoppel. A concession of priority creates an estoppel by 
matter of record whenever the opposing party acts upon it to 
his detriment, or when the proper Office tribunal has accepted 
and acted upon it. — Ex parte Eddy^ C. D., 1892, 85 ; 59 O. G., 
298 : SiMONDS, Commr. 

Execution by corporation. A concession of priority by a cor- 
poration need not bear the corporate seal and is in so far suffi- 
cient if executed by a person thereto authorized either expressly 
or presumptively, e. ^., a person who has signed the application 
papers and conducted the interference. — Jersey City Packing Co. 
V. Jacob Bold Packing Co., C. D., 1893, 10 ; 62 O. G., 317 : Si- 
MONDS, *Commr. 

Vacation of Judgment. 

Interference in fact. A motion to vacate the judgment of 
the Commissioner may be brought upon the ground of want of 
interference in fact — Ehrlich v. Van Hom^ C. D., 1891, 17; 54 
O. G., 506 : Mitchell, Commr. 



Ambiguous wording. Judgment will not be vacated 

because of want of interference in fact if the claim in question 
could be read so as to interfere, but if such claim could also be 
read so as not to interfere the applicant will be permitted to 
amend it to make clear the latter reading while precluding the 
former, and it may then be allowed. Ehrlich v. Van Horn, C. D., 
1891, 17 ; 54 O. G., 506 : Mitchell, Commr. 

Upon dissolution. Upon dissolution for want of interfer- 
ence in fact, confirmed on appeal to the Commissioner, the latter 
will vacate a judgment previously rendered, even though he may 
have heard and denied a direct motion to vacate. — Rogers v. 
Winssinger, C. D., 1891, 111 ; 56 O. G., 804 : Mitchell, Commr. 
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Lack of notice. A judgment rendered without pi-evious due 
service of notice under Rule 103, or waiver thereof, will be 
vacated upon showing of such defect. — Ex parte Woodworth^ C. 
D., 1898, 127; 84 O. G., 811 : Greeley, A%9t. Commr. 



APPEALS. 

See Mule 146 of the Rules of Practice^ 16th ed. 

Extension of limit. The Commissioner may extend the limit 
of appeal in interferences, even after it has expired. — Ghierrant 
V. Cable v. Coffee, C. D., 1892, 205 ; 61 O. G„ 285 : Simonds, 
Commr.' 

Special cases. An appeal may be received after the time 

set by the Examiner of Interferences, provided no injustice or 
delay will occur under the special circumstances of the case. — 
Shinn v. Baker v. Gold, C. D., 1891, 139; 56 O. G., 1204: 
Frothingham, Aast, Commr. 



^-^Change of intention. Mere change of intention on the 
part of a party in bringing an appeal after the limit of appeal, 
will not justify its admission. — Ghierrant v» Cable v. Coffee, C. D., 
1892, 205 ; 61 O. G., 285 : Simonds, Commr. 

Who may be heard. An appeal by one party in an interfer- 
ence to the Examiners-in-Chief does not bring up the entire 
merits of the controversy between all the parties, but on the con- 
trary only those are entitled to be heard who have specifically 
entered an appeal and paid the appeal fee. — Shinn v. Baker v. 
Gold^C. D., 1891, 139; 56 O. G., 1204: Frothingham, Asst. 
Commr. 

Subsequent proceedings. If in an intei-ference between 

A, B and C, judgment is awarded to A, and B appeals and wins, 
no subsequent inquiry will be made as between B and C, for C 
should have appealed to retain his standing. — Ghierrant v. Cable 
V. Coffee, C. D., 1892, 205; 61 O. G., 285 : Simonds, Commr. 

Petition against decision. A petition to the Conunissioner 
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alleging that the decision of the Examiner of Interferences is 
unwarranted and unjust, and requesting that the Examiner be 
directed to render a contrary decision, invokes an extraordinary 
remedy. — C7arfc v. Pettengill v. Crancevy C. D., 1896, 75; 77 O. 
G., 1271 : Seymour, Commr. 

Validity of appeal. Rule 147, requiring a brief statement of 
reasons to accompany appeals taken in interference cases from 
the Examiners-in-Chief to the Commissioner, is directory in its 
nature and not a condition precedent to the validity of the ap- 
peal, which latter, accordingly, will not be dismissed after being 
duly accepted, entered, and docketed. — Holmes and Holmes v. 
Coler, C. D., 1890, 85 ; 51 O. G., 1622 : Mitchell, Commr. 



REHBARINQS. 

Includes rulings specific to interferences. General principles, 
and rulings specific to ex parte cases will be found under the 
title Appeals. 

After decision of Court Appeals, D. C. After a decision of 
the Court of Appeals of the District of Columbia on the question 
of priority, cases are conceivable in which the Commissioner 
may grant a rehearing of the case, but his discretion is governed 
by well-established principles. — Scott v. Brooks^ C. D., 1895, 
814 ; 71 O. G., 1314 : Seymour, Commr. 

Not on merits. The fact that a decision of the Court of 

Appeals of the District of Columbia did not go to the merits, 
does not warrant a rehearing by the Commissioner, when an at- 
tempt to reinstate the case before the Court was refused. — Scott 
V, Brooks, C. D., 1895, 814 ; 71 O. G., 1314 : Seymour, Commr. 



Surprise. A rehearing will not be granted before the 

Commissioner on the ground of surprise, when the moving par- 
ty knew the point of attack at the time the case was heard by 
the Examiner of Interferences, and only neglected to sti-engthen 
that point by reason of expecting a favorable decision. — Webb v. 
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Mickmsderfer, C. D., 1893, 97 ; 64 O. G., 857 : Fisher, A99t. 
Commr, 

REOPENING. 

Includes rulings specific to interferences. For general prin- 
ciples, and rulings specific to ex parte cases, see Appeals. 

New testimony. 

[See also, ante^ Interferences, intermediate matters, judgment 
in default of testimony.] 

Undisclosed. An appealed case wiU not be reopened for the 
admission of the testimony of a person who asserts that his 
testimony is indispensable but refuses to state in advance its 
substance. — Roberts v. Brinkman^ C. D., 1897, 26 ; 79 O. G., 
1189: Seymour, Commr, 

Error in Judgment. That on the first trial the moving party 
committed an error in judgment, either through himself or 
through his counsel, and that in consequence of such error he 
failed to introduce testimony which, subsequent to the decision, 
he came to regard as material and important, does not warrant a 
reopening. — Lorraine v. Thurmond^ C. D., 1890, 140 ; 52 O. G., 
1949 : Mitchell, Commr. Estes v. Grau%e^ C. D., 1899 ; 88 O. 
G., 1336 : Greeley, As%t. Commr. 

Erroneous theory of decision. That the Examiner of Inter- 
ferences has proceeded upon an erroneous theory of fact in mak- 
ing his decision, does not warrant the reopening of the case to 
admit new testimony controverting that theory, the proper 
remedy being by appeal. — Edison v. Maxim v. Stvan^ C. D., 1891, 
190; 57 O. G., 696 : Simonds, Commr. 

Not before producible — Primary question. It does not mat- 
ter whether the evidence would change the result or not, if the 
primary question whether it could have been produced by the 
exercise of diligence is not satisfactorily answered. — Schmiedl v. 
Booth, C. D., 1891, 188 ; 57 O. G., 695 : Simonds, Commr. 
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High degree of diligence. In showing that evidence 

sought to be introduced by reopening the case could not have 
been produced before by diligence, ordinary diligence is not the 
criterion, but a very high degree thereof. [The Commissioner 
said: '^The presumptions are all agfainst him [the moving 
party], and he must show conclusively that he left no stone 
unturned in the preparation of his case."] — Schmiedl v. Booth, 
C. D., 1891, 188 ; 67 O. G., 695 : Simonds, Commr. 

Reasonable diligence. It must be shown that the new 

evidence could not have been obtained prior to the former hear- 
ing by the exercise of reasonable diligence. — Bost^d and Krahol 
V. Johnson, C. D., 1895, 44 ; 72 0. G., 898 : Seymour, Commr. 



Recollection. An interference will not be reopened to 

admit new testimony which was not earlier presented because the 
applicant was then occupied with other matters, and therefore 
failed to recollect it. — Bowen v. Bradley, C. D., 1891, 163 ; 56 
O. G., 1707 : Simonds, Co^nmr. 

Inquiry among others. If in the original presentation 



of his case a party relied on his own memory and did not use 
reasonable diligence in making inquiries of others whom he 
knew to have been equally familiar with ihe facts, a reopening 
will not be granted for the introduction of evidence from such 
other persons. — Jobes v. Roberts v. Hduas, C. D., 1899 ; 86 O* 
G., 1805 : Greeley, Asst Commr. 

Result unchanged. An interference will not be reopened ta 
admit testimony which, if admitted, would not change the: 
result.— Bowen v. Bradley, C. D., 1891, 163 ; 56 O. G., 1707 : 
Simonds, Commr. 

Diligence in motion to reopen. A period of eighty days 
elapsing between judgment of priority and a motion to reopen, 
with no showing further than that the necessity for introducing 
new testimony was discovered after such judgment, is not con- 
sistent with diligence in bringing the motion. — Jobes v. Roberts v. 
Hauss, C. D., 1899 ; 86 O. G., 1805 : Greeley, Asst. Commr. 



i 
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Cumulative — ^Admission of party. The admission of a party 
on a certain point is not merely ciimulatiye upon the testimony 
of other persons as to the same point — Northall v. Bemadin^ C. 
D., 1896, 16 ; 75 O. G., 1853 : Seymour, Commr. 



Additional fact. Evidence tending to establish a further 

fact than that before established (as, for instance, that an era- 
sure on a sketch, before known, was an erasure of a date), is 
not merely cumulative. — Northall v. Bemadiriy C. D., 1896, 15 ; 
75 O. G., 1853 : Seymour, Commr. 



Miscellaneous. 

Jurisdiction. Motions or petitions to reopen must be heard 
by the Examiner of Interferences before the Commissioner will 
entertain them. — Bowen v. Bradley, C. D., 1892, 13 ; 58 O. G., 
386 : SiMONDS, Commr. 

Restoration. On a petition to the Commissioner to sus- 
pend proceedings and remand to the Examiner of Interferences, 
restoring his jurisdiction for the purpose of considering a mo- 
tion to reopen, the sufl&ciency of the showing is not, strictly 
speaking, before the Commissioner, but only the question 
whether such e^ prima facie case has been presented as will jus- 
tify Temmdment—JSstes v. G-auBe, C. D., 1899; 88 O. G.,1336 : 
Greeley, Asst. Commr. 



Delay after decision. After a decision on final hearing by 
the Examiner of Interferences, wherein a certain weakness in 
the evidence is given consideration, a party cannot delay (three 
months) to move to reopen the case to remedy the weakness, 
even though he has appealed from the decision. — Este^ v. G-aitse, 
C. D., 1899 ; 88 O. G., 1336 : Greeley, Asst. Commr. 

Motion to dissolve after decision of Ct. App., D. C. After 
judgment has been rendered by the Court of Appeals of the 
District of Columbia, the proper procedure for a party who 
wishes to raise the question of patentability is to move for the 
reopening of the case for the consideration by the Examiner of 
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Interferences of a motion to transmit to the Primary Examiner 
a motion to dissolve. — Breul v. Smithy C. D., 1897, 12 ; 79 O. 
G., 153 : Fisher, Actg, Commr. 

SECOND INTERFERENCE. 

See Rule 127 of the Rules of PrcLctice^ 16th ed. 

Joint applicant subsequently sole applicant. Where joint 
applicants involved in an interference have contended that not 
only they jointly, but one of them solely, made the invention 
before the opposing party made it, but were defeated on both 
contentions, the question of priority of such sole invention is 
not thereby rendered res adjudicata so as to prevent such sole 
inventor, on a subsequent sole application, from having a new- 
interference with the same opposing party. — Snyder v, Kanneherg^ 
C. D., 1892, 71 ; 58 O. G., 1840 : Frothingham, Asst. Commr. 

Decision unrelated to Joinder. Where a decision is ren- 
dered against joint applicants which does not depend on the 
question of sole or joint inventorship, such decision will be res 
adjudicata against either of such applicants standing subse- 
quently as a sole applicant for a patent on the same ' invention, 
as against the same opposing party. — Miller v. Lamhert^ C. D., 
1895, 77; 72 O. G., 1903: Fisher, Actg. C<mmr. 

Admission of matter into pending interference. A refusal 
to admit certain mal^r into a pending interference does not 
amount to a decision that the applicant who seeks to have it 
admitted has no right to claim it, nor that he has no right to a 
new interference based upon it ; and therefore an acquiescence 
in such refusal does not estop the applicant from demanding 
such new interference. — Sievert v. Shuman^ C. D., 1896, 47 ; 76 
O, G., 1714: Fisher, Actg. Commr. 

CLAinS OF DEFEATED PARTIES. 

See Rule 132 of the Rules of Practice^ 16th ed. 
Invention less tlian issue. A party who offers in evidence a 



^ 
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foreign patent of his own, which antedates his rival, but which 
is held not to disclose the invention of the issue, can have a 
claim allowed him on what his foreign patent does disclose, 
even though the interference may have gone against him. — 
Deprez and Carpentier v. Bernstein v. Hunter v. Goulard and 
aibbs, C. D., 1891, 53 ; 54 O. G., 1711 ; and on rehearing, C. D., 
1892, 59 ; 58 O. G., 1553 : Mitchell, Cammr. 

Purpose of the Rule. The purpose of Role 132 is to effect 
a formal final rejection of those claims of the defeated party 
which have become unallowable as the result of an interference, 
and not to determine what claims are or are not so prejudiced. 
—Ex parte Booth, C. D., 1891, 107 ; 56 O. G., 141 : Mitchell, 
Commr, 

•* Involved in the issue." By claims " involved in the issue " 
is meant claims which were made, or which by any latitude of 
construction could have been made, by the prevailing party. — 
Ez parte Booth, C. D., 1891, 107 ; 56 O. G., 141 : Mitchell, 

Commr, 

Allowance of what claims. All claims that could not have 
been made by the prevailing party in ah interference, and that 
are otherwise allowable, should be allowed to the defeated part}'. 
—Ex parU Booth, C. D., 1891, 107 ; 56 O. G., 141 : Mitchell, 
Commr. 

Renewed consideration. The claims of the defeated party 
which were embraced or said to be involved in the interference 
may be considered by the Primary Examiner after final judg- 
ment on priority, and if patentably different from the invention 
disclosed by the successful party (which has become a reference 
like any other reference) they may be allowed. — Ex parte ChuU- 
bert, C. D., 1898, 225 ; 85 O. G., 454 : Duell, Commr. Morss 
V. Henkle, C. D., 1899 ; 86 O. G., 183 : Greeley, Asst. Commr. 

Appeal from rejection. Appeal from a rejection under Rule 
132 lies to the Examiners-in-Chief ; probably so if the final judg- 
ment in the interference has been rendered by the Commissioner, 
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and certainly so if it has been rendered by the Court of Appeals 
of the District of Columbia. The Commissioner cannot vacate 
a judgment of priority of the latter tribunal on the ground of 
want of interference in fact. — Ex parte Ghuilberty C. D., 1898, 
225 ; 85 O. G., 454 : Duell, Commr. 



INVENTION. 

New use. " The first inventor is entitled to all the benefits 
which spring from the obvious uses of his invention. Others 
may, indeed, patent the means by which they adapt it to uses 
not antecedently obvious ; but the inventor is entitled to a free 
field for the exercise of all the qualities and special adaptations 
that belong to his invention. So, too, the public are entitled to 
practice the invention in all its obvious utilities when the patent 
has expired and may not lawfully be debarred from the enjoy- 
ment of it by subsequent patents seeking to monopolize uses 
which, although special, are at the same time recognized by per- 
sons skilled in the art as pertaining to it." — Ux parte Faure^ C. 
D., 1890, 128; 52 O. G., 752: Mitchell, Cammr. 

Paure battery case. The Faure battery, newly invented. 



and in itself perhaps exhibiting a high degree of invention was 
known to all who were acquainted with it as combining efficien- 
cy with lightness. The further fact was known that the desid- 
eratum in a battery for the propulsion of motor-vehicles was a 
combined efficiency and lightness. Under such circumstances 
no invention lay in applying the Faure battery to a motor-vehicle 
without adaptation or change in either the former or the latter, 
although thereby a successful motor-vehicle was for the firstitime 
produced.— J?a: jt?arf^ Faure, C. D., 1890, 128; 52 O. G., 752: 
Mitchell, Commr. 

Change of material. In deciding whether a change of mate- 
rial involves invention, the question is whether it is a mere change 
of material, — whether all the advantages attained are such as it 
was known in advance would be attained by the selection of the 



>i 



198 INVENTION. 

material in question. — Ex parte Foss^ C. D., 1891, 153 ; 56 O. 
G., 1564 : and on rehearing, C. D., 1891, 208 ; 57 O. G., 1277 : 
SiMONDS, Commr. 

Summary of authorities. « After an examination of all 



the reported cases where the substitution of one material for an- 
other has been relied on to confer patentability upon an article, 
it appears that no article on account of the substance of which 
it is made can support a patent unless the new use of the sub- 
stance is based upon some newly discovered property or quality 
in the substance." [Many authorities examined.] — JJr parte 
OrayBon and Crecelius, C. D., 1894, 100 ; 68 O. G., 1021 : Sey- 
mour, Cammr. 

Potts V. Creamer. The case of Potts v. Creager (155 U. 



S. 597 ; C. D., 1895, 143 ; 70 O. G., 494) has led to the closer 
scrutiny of transfers of various weU-known devices from one 
branch of industry to another, as to the fact of alteration and 
adaptation, and as to the further fact of superseding former 
methods by such transferred device ; but the question always 
remains whether such transfer involved invention, and Pott% v, 
Creager therefore announced no new doctrine. — Ex parte Briggsy 
C. D., 1896, 17 ; 75 O. G., 1854 : Seymour, Commr. 

Difference in desrree. Merely to accomplish to a greater ex- 
tent by a slightly modified means what has before been accom- 
plished, is not invention. — Ex parte Shields^ C. D., 1891, 8 ; 54 
O. G., 887 : Mitchell, Commr. 

New result. When a change in degree is not obvious 



and results in marked advantages, it involves invention. — Ex parte 
Champney, C. D., 1892, 176 ; 60 O. G., 1061 : Simonds, Commr. 
Ex parte Blumerand Schlagenhaufer^ C. D., 1895, 68 ; 72 O. G., 
1788: Seymour, Commr. 

Smolceless coal. A process of producing smokeless coal, 



which differs from coking only in that a low heat is used, held 
to be anticipated by a process in which a high heat is used for a 
shorter time, the product in each case being a partly distilled 
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coal. — Ex parte Musgrave and Nye^ C. D., 1897, 11 ; 78 O. G., 
2046 : FiSHEB, Actg. C<ymmr. 

Mere theory, air-ship case. Patents are granted on condition 
of the disclosure of a practical way of accomplishing a result 
which the applicant has achieved. So long as everything 
rests wholly in theory, and so long as everything remains 
to he demonstrated, nothing has heen done which is pat- 
entable. Thus, when a claim is made for an air-ship having " a 
hollow metal body of a size which will cause it to displace a 
quantity of air of greater weight than its own weight and that 
of appurtenances, and supported by internal framework and reen- 
forced circumf erentially by hollow flanged braces bearing against 
the inner surface of the shell,*' this discloses no new means, yet 
would place under tribute the practical inventor who by trials 
and failures, study and contrivance, selection and disposition of 
materials, construction and arrangement of appurtenances, etc., 
can teach the world how to practice his invention by disclosing 
the means invented by him for overcoming the obstacles he has 
actually found. — Ex parte De Baussetj C. D., 1890, 46 ; 50 O. 
G., 1766 : Mitchell, Commr. 

Differences in detail. Although when described in a broad 
and general way an improvement may not seem patentable, 
nevertheless if there are differences in construction that are 
clearly to be seen, and the advantages which flow from these 
differences are clear, and it cannot be said with certainty that 
invention is not involved in the differences, the Office will re- 
solve the doubt in favor of the inventor. — Ex parte Fanshawe^ 
C. D., 1891, 208 ; 57 O. G., 1127: Simonds, Commr. 

Different construction and resultant advantage. A differ- 
ence in construction, taken with a resulting advantage that is 
clearly present, is evidence of the presence of patentable inven- 
tion.— JEr ;?ar«^ Scriven, C. D., 1891, 204; 57 O. G., 1128: 
SiMONDS, Commr, 

Change of form. An obvious change in form for an obvious 
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purpose is not invention. — Ex parte G-arland^ C. D., 1892, 3; 
68 O. 6., 273 : Simondb, Commr. 

Prevention of waste. A novel step in a process, which 
involves no waste of material, cannot be held to be devoid of 
invention over the former step, wherein material was wasted. — 
ExparU Sommer, C. D., 1892, 44 ; 58 O. G., 1255: Simonds, 
C<mmr. 

riachine capable of performing process. The presence of 

invention in a process is not negatived by the prior existence of 

devices by which the process might have been practised. — Ex 

parte Champney, C. D., 1892, 176 ; 60 O. G., 1051 : Simonds, 

Commr. 

Simplicity. The reduction of a mechanical idea to its simplest 
possible terms, so simple that it seems almost strange that prior 
inventors should have taken more cumbersome methods of reach- 
ing the same result, raises a presumption of patentability. — Ex 
parte Lusej C. D., 1892, 52 ; 58 O. G., 1414 : Simonds, Commr. 

Multiplicity of references. The very multiplicity of refer- 
ences, when all have fallen short of the result the applicant has 
actually attained, is evidence of the exercise of patentable in- 
vention on his part, for when a number of inventors are reach- 
ing out for a desirable end and all of them fall just a little short 
of its attainment, the existence of that state of facts is practi- 
cally conclusive evidence that he who attains the whole measure 
of success does so by doing something which was not obvious 
and which involves patentable invention. — Ex parte Shannan^ 
C. D., 1892, 81 ; 69 O. G., 297 : Simonds, Commr. 

Test of obviousness. When the history of an art shows that 
the inducement to reach a certain result was very great, by rea- 
son of its value, and that the result has remained unaccomplished 
for a considerable time, it is evidence approaching a conclusive 
degree that the applicant's means of attaining the result is not 
obvious. — Ex parte Champney^ C. D., 1892, 176;60O. G., 1051 : 
Simonds, Commr. 
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Apparent minuteness. When a chanj?e, however apparent- 
ly minute, is not obvious, and results in m3.rked advantage, the 
rule is that a patentable invention has been produced. — Ex parte 
Champney, C. D. 1892, 176 ; 60 O. G., 1051 : Simonds, C(ymmr. 

Key-fastener. To flatten the shank of a key-fastener and 
thereby both stiffen the said shank and prevent the key from 
turning so far as formerly, is to obtain an obvious result by 
obvious means. — Ex parte GhrosSj C. D., 1893, 25 ; 62 O. G., 
1205 : Simonds, Commr. 

Benefit of doubt. When a device although meritorious in the 
skill of its construction, involves no invention, nor any change 
over the prior art not fully within the range of mechanical skill, 
there ia no room for the application of the doctrine that in cases 
of doubt as to the presence of invention the doubt should be re- 
solved in favor of the applicant. — Ex parte Snidery C. D., 1894, 
23 ; 66 O. G., 1309 : Seymour, Commr. 

Obvious adaptation. Variations in detail which are the 
plainest mechanical expedients for the adaptation of the device 
to the particular uses the applicant has in mind, do not consti- 
tute invention. — Ex parte Thomson, C. D., 1894, 28 ; 66 O. G., 
1447 : Seymour, Commr. 

Unembodied suggestions of process. A process is not antic- 
ipated by written description in prior machine patents which 
by a liberal construction might be called a verbal anticipation 
of the process, if the machines of such patents were incapable of 
performing it— Ex parte Butz, C. D., 1894, 62 ; 67 O. G., 677 : 
Seymour, Commr. 

Adverse opinion of experts. That a certain result .was pro- 
nounced impossible by experts, is evidence of the presence of 
invention in an improvement which actually effects it. — Ex 
parte Butz, C. D., 1894, 52 ; 67 O. G., 677 : Seymour, Commr. 

Long-desired result. The fact that an improved result was 
long desired but never before attained, evidences the presence 
of invention in a means for attaining it. — Ex parte Blumer and 



202 MODELS. 

Sehiagenhaufer, C. D., 1895, 68 ; 72 O. G., 1783 : Sboioub, 
Commr. 

Omission. The omission of a step in a process, thereby 
removing a defect formerly experienced, may be patentable, 
especially if it is the outcome of careful and long-continued 
experiments — Ux parte Blumer and ScMagenhaufery C. D., 1895, 
68 ; 72 O. G., 1783 : Seymour, Commr. 

Utility. Where the patentability of a device is not clear, 
extensive sales may. resolve the doubt in favor of the applicant ; 
but this is an unsafe criterion and must be cautiously applied. 
—JEz parte Flomerfelt, C. D., 1896, 59; 76 O. G., 2007 : Sby- 
MOUR, Commr. 

Designs. A design is patentable which differs as much from 
a reference as the reference differs from the rest of the prior art. 
— Oushmanv. Lines, C. D., 1896, 62 ; 77 O. G., 163 : Sbymour, 
Commr. 

Reversal. When the reversal of an object produces an im- 
proved result, it is patentable. — Ux parte Bryant, C. D., 1896, 
66 ; 76 O. G., 451 : Seymour, Commr. 

Knowledge of inventor.' The ignorance of an inventor that 
a material which he had put to a new use was in existence for 
any use prior to his invention, is immaterial. — Expart-e Atwater, 
C. D., 1897, 36 ; 80 O. G., 965 : Butterworth, Commr. 

Decision of German Patent Office. A decision of the Ger- 
man Patent Office on patentable invention, although not conclu- 
sive, is entitled to great weight. — Bender v. Hoffmann, C. D., 
1898, 262 ; 85 O. G., 1737 : Duell, Commr. 



MODELS. 

See Rules 56-61, of the Rules of Practice, 16th ed. 

Voluntary filing. A model filed by the applicant, although 
accompanying the original application and intended by the appli- 
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cant to become a part thereof, will not be entered as such, un- 
less it appears to be useful or necessary, under the Rule. — Ex 
paHe Beaumely C. D.,.1891, 187 ; 56 O. G., 1208: Frothing- 
HAM, Asst. Commr. 

Conditional compliance with requirement. A model filed 
upon requirement made therefor but with the expressed inten- 
tion on the part of the applicant that it shall not be permanent- 
ly retained by the Office, will be returned upon request — JSx 
parte Hunter et ah, C. D., 1892, 192 ; 60 O. G., 1477 : Froth- 
IN6HAM, AbbU Commr. 

After examination. After examination and the allowance of 
a claim, a model will not be required to demonstrate the oper- 
ativeness of a device that is an element of the claim, but the 
case may be rejected on the ground of inoperativeness. — Ex 
parte Ferguson, C. D., 1891, 143 ; 56 O. G., 1384 : Frothing- 
HAH, Aetff. Commr. 

Operativeness. If the Examiner considers the device inop- 
erative and requires a model to demonstrate its operativeness, 
he must fully explain his objections, and in many cases these 
can be removed by supplementing the specification. — Ex parte 
henhart, C. D., 1899 ; 87 O. G., 179 : Greeley, Asst. Commr. 



NOVELTY. 
Prior knowledge and use. 

Same inventor. A prior invention is as much a part of the 
prior art, in the determination of the novelty of a present 
invention, when the prior and present inventors are one and the 
same person, as when the prior inventor is a different person. 
Consequently, when a prior invention of a given person is 
involved in an interference, the outcome of that interference 
cannot affect the fate of an application upon a more recent inven- 
tion of the same person. — Ex parte Weaver, C. D., 1897, 165 ; 
81 O. G., 967 : Butterworth, Commr. 
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Printed publication. 

WHAT ARE PRINTED PUBLICATIONS. 

British specification. A British specification does not be- 
come a publication by being made accessible to public inspection 
in manuscript form, nor by the publication of that fact in the 
British Official Journal. — De Ferranti v, Westinghause^ C. D., 
1890, 114 ; 52 O. G., 457 : Mitchell, Cammr. Parkin and 
Wright V. JenneBB, C. D., 1893, 64 ; 68 O, G., 759 : Feothing- 
HAM, A%%t, Commr. 

Qerman specification. Under the German patent law of 
1891 (55 O. G., 1826), a German specification does not become 
a printed publication when it is laid open to public inspection, 
inasmuch as only the title of the invention is published in the 
Imperial Gazette, and no description of its substance. — Parkin 
and Wright v. Jenness, C. D., 1893, 64 ; 63 O. G., 759 : Froth- 
INGHAM, Asst Commr. 

• 

ILLUSTRATION WITHOUT DESCRIPTION. 

Desism application. A design application may be rejected on 
a prior patent that shows, without describing, the same design. 
—Ux parte Crouch, C. D., 1891, 196 ; 57 O. G., 845: Simonds, 
Commr. 

FULNESS OF DESCRIPTION. 

Details. Although the main features of an invention may be 
found described in a prior publication, nevertheless if the full 
details of pitictice are not disclosed, and if the invention was 
never in fact practised from such publication, the latter will not 
constitute an anticipation. — Fx parte Rudd, CD., 1894, 79; 68 
O. G., 535 : Seymour, Commr. 

Patent. 

BRITISH. 

A British application (filed under the act of 1 883) does not 
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become a patent when the complete specification is filed, nor 
when the latter is made accessible to public inspection, nor, it 
would seem, before the seal is finally attached. [A valuable 
summary of the successive British laws, and an explanation of 
certain cases decided thereunder, is contained in this case.] — De 
Ferranii v. Westinghouse, C. D., 1890, 114; 52 O. G., 457: 
Mitchell, Commr. 

PATENT ISSUED AFTER FILING OF CASE. 

On application made before. An application may be rejected 
upon matter described but not claimed in a patent issued dur- 
ing its pendency, but applied for before it was filed. The 
applicant must file an antedating oath under Rule 75 in order 
to overcome the rejection. — JEx parte Eddleblute^ C. D., 1890, 
124 ; 52 O. G., 751 : Mitchell, Commr. Ex parte Beach, C. 
D., 1897, 54 ; 80 O. G., 1476 : Geeeley, Actff. Commr. 

On application made after. An application should not be 
rejected upon matter described but not claimed in a patent that 
was both applied for and issued during its pendency, and no 
antedating oath under Rule 75 is necessary. — Ex parte Bonna, 
C. D., 1890, 126 ; 52 O. G., 751 : Mitchell, Commr. 

Act of 1897. 

I>esisns. The patent act of 1897, amending § 4886 and § 
4887, R. S., must be held to apply to design patents, as well as 
to mechanical patents. — Ex parte Hartman, C. D., 1898, 120; 
84 O. G., 648 : Duell, Commr. 

OATH. 
Averments. 

See Rule 46 of the Rules of Practice, 16th ed. 
Act of 1897, design applications. The statute amendments 
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of 1897, creating a bar by two yeais* publication or patent, and 
a bar by seven months* application for a foreign patent, apply 
as well to design patents as to mechanical patents, and the oath 
of a design application filed on or after Jan. 1, 1898, must cover 
these points.— ^x ;>arfe Hartman, C. D., 1898, 120; 84 O. G., 
648: DuELL, Commr. 

Foreign patents — Qebrauchsmuster. If a German Ge- 
brauchsmuster has been applied for upon the same subject-matter, 
it must be mentioned in the oath, leaving to the courts the deci- 
sion as to its effect on the United States patent — Ex parte CHlliej 
C. D., 1898, 148 ; 84 O. G., 1143 : Greeley, Ai%t. Cammr. 

^AIl applications. It is not sufficient to aver that no for- 
eign application was filed more than seven months prior to the 
United States application. — Ex parte Buddington^ C. D., 1898, 
185 ; 84 O. G., 1728 : Geeeley, Actg. Commr. 

Belief. The affiant's lielief, as well as knowledge, as to prior 
use and public use, must be stated in the oath. — Ex parte Bud- 
dington, C. D., 1898, 185 ; 84 O. G., 1728 : Geeeley, Actg. 
Commr. 

Public use. Although not required by statute, the averment 
as to public use is a lawful requirement of the rules of prac- 
tice, not inconsistent with the statutes. — Ex parte Buddington^ 
C. D., 1898, 185 ; 84 O. G., 1728 : Greeley, Actg. Commr. 

Oath filed separately. An oath filed separately from the 
specification must identify by serial number and date of filing, 
or by date of execution, the application to which it is meant to 
relate.— ^x paHe Heu%ch, C. D., 1899 ; 88 O. G., 1703 : Du- 
BLL, Commr. 

Officers. 

See Rvle 47 of the JRiUes of Practice^ 16th ed. 

Notary public — Foreign. A foreign notary public is a com- 
petent officer under Rule 47 only when authorized by the laws 
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of his own country to administer oaths or take affidavits. — De- 
cU. Seer. Int.j 1892^ Opinion of Atty. Gen. MiLLEK, C. D., 1892, 
246 ; 60 O. G., 1481. Ex parte Herran y Bolado, C. D., 1893, 
80 ; 63 O. G., 1961 : Fisher, A%9t. Commr. 

Other foreign magistrates. §4892, R. S. does not empower 
every official in a foreign country who is authorized by the laws 
of that country to administer oaths generaUy, to administer the 
oath in an application for a patent, and the Office will not go 
beyond the definite terms of the statute. — JEx parte Hakansson^ 
C. D., 1898, 76 ; 63 O. G., 1688 : Fisher, Adg. Commr. Ex 
parte WoUki etal., C. D., 1898, 210 ; 84 O. G., 2022 : Greeley, 
Actg. Commr. 

Venue. It would seem that the fact need not conclusively 
appear on the face of an affidavit by venue that the officer ad- 
ministering the affidavit acted within his jurisdiction, but it will 
be presumed that he did so, in the absence of evidence to the 
contrary. — Prym v. Heilbrunner^ C. D., 1897, 192 ; 81 O. G., 
2245 : Qreeley, Actg. Commr. 

^Seal. The name of a place upon the seal attached. to an 

affidavit is the full equivalent of the same name appearing in a 
venue.— Pryw v. Heilbrunner, C. D., 1897, 192 ; 81 O. G., 2245 : 
Greelet, Actg. Commr. 



Additional oath. 

See Ride 46 of the Rules of Practice^ 16th ed. 

Reasonable time— 48 days. An interval of forty-eight days 
between execution and filing, where the applicant was abroad 
and the attorney in this country filed the. case within two weeks 
of receiving it, does not call for an additional oath. Ex parte 
mUon, C. D., 1893, 57 ; 63 O. G., 466 : Frothingham, Asst. 
Qimmr. 

•17 months. An interval of seventeen months between 



the execution of the original oath and the filing of the applica- 
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tion is unreasonable. — Ex parte McCoy ^ C. D., 1897, 74 ; 80 O. 
G., 2037 : Geeeley, Actg. Commr. 

Incomplete application. The date of the oath must be with- 
in a reasonable time of the filing of a complete application, and 
not merely within a reasonable time of the deposit of the oath 
in the Patent Office.— M/Z«r v. Lambert, C. D., 1896, 77 ; 72 
O. G., 1903 : Fisher, Commr. 

Affiant. An additional oath must be made by the inventor, 
and one made by an assignee cannot be accepted even though 
the inventor refuses to act — Ex parte McCoy^ C. D., 1897, 74 ; 
80 O. G., 2037 : GreeLey, Actg. Commr. 

Supplemental oath. 

See Rule 48 of the Rules of Practice^ 16th ed. 

Process. A supplemental oath may be used to effect the 
introduction of a process claim into an application which origi- 
nally described the process but claimed only the apparatus. — Ejp 
parte Lillie, C. D., 1890, 181 ; 53 O. G., 2041 : Mitchell, 
Commr. 

New matter. It it not the province of a supplemental oath 
to introduce new matter, but simply to enable the applicant to 
cover and include in his claim such portion of his original dis- 
closure or description as was not embraced '^ in the statement 
of invention or claim originally presented." — Ex parte Lillie^ C. 
D., 1890, 181 ; 53 O. G., 2041 : Mitchell, Commr. Ex parte 
Burson, C. D., 1892, 53 ; 58 O. G., 1414 : Simonds, Commr. 

identification. It is not essential that a supplemental oath 
identify the application by serial number and filing date, although 
that mode of identification is used in the form in the Rules of 
Practice.— jEr paHe Cook, C. D., 1892, 232 ; 61 O. G., 1480 : 
Froth INGHAM, Asst. Commr. 

Interference. When it is found that a claim in interference 
is not properly supported by a supplemental oath, decision will 
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be rendered notwithstanding, and the oath left to be supplied 
before issue.— Dewey v. Colhy, C. D., 1896, 13 ; 75 O. G., 1360 : 
Fisher, Actg, Commr. 

PRACTICE. 

Conformity to Federal decisions. It will not be questioned 
that it is the duty of the Patent Office to conform its practice to 
the principles laid down by the federal courts. — Ex parte Lord^ 
C. D., 1890, 16 ; 50 O. G., 987: Mitchell, Commr. 

Delaying to issue patents. It is contrary to public policy to 
postpone the granting of patents. It is always to be kept in 
mind that the public are entitled to come into the enjoyment of 
the unrestricted use of the invention at the expiration of the 
lawful term of the patent, and that the enjoyment of this right 
may not be postponed, excepting in obedience to some require- 
ment of law. — Daniels v. Morgan^ C. D., 1891, 31 ; 54 O. G., 
1113: Mitchell, Commr. 

l>oulytful case in interference. In a doubtful case a question 
raised in an interference should be relegated to the courts for 
solution. — Hbchhatisen v. Eickemeyer^ C. D., 1892, 17 ; 58 O. 
G., 521 : Si>iONDS, Commr. 

Investigation of operativeness. When it becomes necessary 
for the Office to direct an inspection of apparatus located outside 
Washington, in the treatment of a case, the duty of such inspec- 
tion will not devolve on an Examiner but upon some other 
qualified person designated by the Office. — Ex parte Munn ^ Co., 
C. D., 1893, 48 ; 63 O. G., 153 : Simonds, Commr. 

Courtesy from Examiners. Where it appears that a discour- 
teous communication from an applicant was called forth by 
objectionable matter in an Office letter, the latter will be 
canceled in addition to the former being returned. — Ex parte 
Oliver, C. D., 1896, 29 ; 76 O. G., 961: Seymour, Commr. 

Instance. To state in an Office letter that a substitute 
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specification, offered for filing after final rejection, is '^ supere- 
rogatory and in the nature of an imposition upon the Office,"" is 
unwarranted and improper criticism and will be expunged from 
the file, inasmuch as the same courtesy toward attorneys will be 
required of Examiners as is required of attorneys in their conduct 
of cases before the Office. — Ex parte Horstick^ C. D., 1898, 129 ; 
84 O. G., 981 : Greeley, AiBt, Cammr. 

Stare decisis. Where the practice of the Office is settled it 
should not be changed except for very good reason, for the 
principle of Btare decisis obtains in the Patent Office as well as 
m the conTt&.—McCormick v. deal, C. D., 1897, 55; 80 O. G., 
1614 : BuTTERWORTH, Commr. 

Observance of Rules. It is better to insist upon a reasonable 
and just compliance with the Rules of the Office, though it may 
work a hardship in an individual case, than to adopt a course 
that would result practically in abrogating the Rules, with con- 
sequent confusion. — Keller v., Wethey v, Roberts, C. D., 1897, 
167 ; 81 O. G., 331 : Butterworth, Commr. Estes v. Gause^ 
C. D., 1899 ; 88 O. G., 1336 : Greeley, Asst Commr. 

Reference to Commissioner. It is the Examiner's duty to act 
on applications as they come before him, using his best judg- 
ment in deciding any question that may arise in the considera- 
tion of the case, and the Commissioner should not be called 
upon to instruct him as to how he should act upon an applica- 
tion or pass upon questions arising during the prosecution of a 
case until the case regularly comes up on petition or appeal. — 
Ex parte Sellers et al, C. D., 1897, 164 ; 81 O. G., 803 : But- 
terworth, Commr. 

Transfer of application to another Division — Fault of 
Examiner. When it is clear that an Examiner is not performing 
his duties as he should, even though he has put an applicant to 
unnecessary expense and hardship, in no case will the relief be 
applied of transferring work from the Division where he is in 
charge to some other Division of the Office, but other relief will 
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be ^\%ii.— Ex parte Weaver, C. D., 1897, 165; 81 O. G., 967: 
BuTTESRWORTH, Commr, 

Remedy of errors. Whenever it is found that the rights of 
a party to an interference or the rights of any party before the 
Office have been prejudiced by an error of any tribunal of the 
Office, all tribunals of the Office should co-operate to remedy 
the error with as little delay and formality as is consistent with 
a due regard to the proper keeping of the records. — Hunter v, 
JVightman, C. D., 1897, 175 ; 81 O. G., 1788 : Greeley, Actg. 
Commr. 

Complaints against Examiners. That an Examiner, instead 
of aiding an applicant, has thrown obstacles in his way by 
writing ambiguous and indefinite letters, that he ha^ not in his 
first action cited all the references at his command, and that he 
has not pointed out the pertinence of the references, are 
matters to be brought up by a formal complaint and not by a 
petition.— ^a: parte Coe, C. D., 1897, 187 ; 81 O. G., 2086 : 
Greeley, Actg. Commr, 

Courtesy by applicant. Language which is even seemingly 
discourteous, or in the nature of reflection upon an Examiner, 
has no place in any paper which becomes a part of the record 
of an application, and is always to be condemned. — Ex parte 
Bussell, C. D., 1898, 196 ; 84 O. G., 1871 : Greeley, Actg. 
Commr, 

Expediting interferences. Interference proceedings have 
become so onerous to the parties involved that the Office will 
not strain any rule that would result in placing additional bur- 
dens upon any of the parties. — Freeman v. Bernstein et al., C. 
D., 1898, 39 ; 83 O. G., 155 : Duell, Commr. 

Conformity by Examiners to Office practice. Whatever may 
be the individual opinions of an Examiner, the orderly course 
of business requires that the decisions of the Commissioner 
should be followed.— ^a; j^arfe Whitney, C. D., 1898, 82 ; 83 O. 
G., 1659: Duell, Commr. 
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Unwarranted delay by Office. An applicant may avail him- 
self of all rights accruing to him by an unwarranted delay on 
the part of the Office, if no collusion is shown. — Ez parte 
McCoBkey, C. D., 1898, 231 ; 85 O. G., 935 : Duell, Commr. 

Notice of chans;es in practice. A notice of a change in the 
Rules or practice of the Office is sufficiently given to all doing 
business before the Office when it is published in the Official 
Gazette.— ^a; parte HeuBch, C. D., 1899 ; 88 O. G., 1703 : 
Duell, Commr, 



PRINTS AND LABELS. 

SUBJECT-MATTER. 
ARTISTIC QUALITY. 
TRADE-MARK MATTER. 
MISCELLANEOUS. 

Subject-matter. 

Value of itself. Prints and labels, as specified by the statute 
of 1874, must be held to mean things that are mere adjuncts or 
appurtenances of articles of tiude, as distinguished from things 
whose value resides in themselves, whether attached to such 
articles of trade or not. — Ex parte H. J. Heinz Co.^ C. D., 1893, 
21 ; 62 O. G., 1064: Simonds, Cammr. 

Proof-sheets. A design printed from an engraved plate is 
not registrable as a print, either as pertaining to and advertising 
the plate or as pertaining to the substance on which it is printed. 
The article of manufacture " for " which a print is " designed 
to be used" must be separate and independent of the print 
itself, and at the same time suggested thereby. — Ex parte Barn- 
hart Bros. ^ Spindler, C. D., 1899 ; 87 O. G., 2118 : GEEELEr, 
AbbL Commr. 

Definition of •• print." The meaning of the word " print" 
cannot be determined from its ordinary signification, but jnust 
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be settled from the obvious intent of the statute. — Ex parte 
BamhaH Bros. ^ Spindler, C. D., 1899 ; 87 O. G., 2118 : 
Greeley, A9st, Commr. 

Descriptive quality. A label must be descriptive in the 
sense of indicating the contents or character of the package or 
article to which it is affixed ; but the language of Mr. Commr. 
Butterworth, in ex parte Moodie (28 O. G., 1271), did not mean 
that a label must be composed exclvMvely of " words in ordinary- 
use, used with their ordinary significance," nor that it must be 
ill all respects " such a placard as might be written by any one," 
for such a construction would be narrower than the dictionaries 
warrant. — Ex parte The New England Gas and Coke Co.^ C..D., 
1900 ; 90 O. G., 1365 : Greeley, Asst. Commr. 

Artistic quality. 

GENERAL RULE. 

A label must possess just as much artistic excellence, and no 
more, as would entitle it to co{)yright protection if it were not 
something " designed to be used for any other articles of man- 
ufacture " than " pictorial illustrations or works connected with 
the fine arts."— ^a; parte Palmer, C. D., 1892, 6 ; 58 O. G., 383 : 
SiMONDS, Commr, Ex parte The New England Gas and Coke 
Co., C. D., 1900; 90 O. G., 1365: Greeley, Asst. Commr. 

Description. A label which simply designates or describes 
the article, and the uses of the article, to which it is attached, 
and which has no value separated from the article, and no pos- 
sible influence upon science or the useful arts, is not entitled to 
registration in the Patent Office. —Ex parte Eldredge ^ Co., C. 
D., 1891, 81 ; 55 O. G., 1278 : Mitchell, Commr. Ex parte 
C. G. Hairdine ^ Co., C. D., 1892, 34 ; 58 O. G., 947: Simonds, 
Commr. 



Pictorial. A picture of an article of manufacture is not 

registrable as a print unless it has some value as a composition 
distinct from its value as a pictorial description of the article. — 
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Ex parte ScUegel, C. D., 1893, 113 ; 64 O. G., 1132 : Fisher, 
A%Bt, Commr. 

BENEFIT OF DOUBT. 

A label that merely designates or describes an article, or the 
nature thereof, or its contents, or other characteristics, in words 
which would naturally be used by any one who wished to desig- 
nate or describe the qualities and characteristics of the goods 
for sale, such words being arranged as they might be expected 
to be arranged by an experienced type-setter, nothing of origi- 
nality being exhibited in such choice and arrangement of words, 
is not registrable. It is not necessary, however, to limit regis- 
tration to labels that are artistic in a strict sense of the term, 
but is only necessary to exclude from registration those that 
would naturally be produced by an experienced type-setter using 
the expected skill of his calling in putting into attractive form 
the statement furnished him of the characteristics of the article 
on which the label is to be used. In view of the importance 
which the copyright law (of which the prints and labels law is 
a part), gives to registration, registi-ation of a print or label 
should not be refused, provided it is a print or label within the 
law, and is not a trade-mark, unless, beyond question, it is 
absolutely without artistic or intellectual merit, is not original, 
and is not founded in the creative powers of the mind. — Ex 

m 

parte The New England Gas and Coke Co., C. D., 1900 ; 90 O. 
G., 1366 : Greeley, AsbL Commr. 

ILLUSTRATIONS. 

Printed information. Printed matter comprising the name 
of the article contained in the bottle or package to which it is 
to be applied, a statement of the uses of the article, directions 
for applying it, the price at which it is sold, and the name of 
the makers, all printed in ordinary type, and without attempt at 
art or literary merit, cannot be registered as a label. — Ex parte 
Eldredge ^ Co., C. D., 1891, 81 ; 55 O. G., 1278 : Mitchell, 
Commr. 
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Hammock. A label for hammocks comprising a colored pic- 
tare of a section of the hammock, within which is an oval panel 
containing a picture of a hammock and its accessories attached 
to a tree and house, with certain descriptive matter in words, 
may be registered. — Ex parte Palmer^ C. D., 1892, 6 ; 68 O. G., 
383 : SiMONDS, Commr. 

Pickle. A piece of cardboard having the outline of a pickle 
and colored to correspond, having the name of the manufacturer 
on it and pictures of children holding bottles, such pictures 
being entitled " Preserves," *' Ketchup," etc., is registrable as 
a print— JKr parte H. J. ffeinz Co., C. D., 1893, 21 ; 62 O. G., 
1064: SiMONDS, Cammr. 

Playing-cards. A print for playing-cards, consisting of a 
representation of the faces and backs of certain playing-cards 
grouped to form a central panel, on which appear the words, 
" The Nile Playing-Cards " and other matter, has enough artis- 
tic merit to be registrable. — Hx parte United States Playing 
Card Co., C. D., 1898, 695 ; 82 O. G., 1209 : Greeley, Acf^. 
Commr. 

Cigars. The representation of the interior of a richly fur- 
nished room, with two men in evening dress sitting at a table 
on which is displayed an open box of cigars, each man smoking 
a cigar, the smoke being fancifully wreathed and formed into 
the words " A Night Off," the words " Columbia Club " being 
printed beneath the scene, — ^has enough artistic merit to be reg- 
istrable.— JZi; j[?ar^e Mahn, C. D., 1898, 698; 82 O. G., 1210 : 
Greeley, Actg. Commr. 

Smokeless fuel. A label for packages of smokeless fuel is 
sufficiently artistic to be registrable which comprises the follow- 
ing features : In the fcentre a monogram of the letters COKE, 
of which the C is the conspicuous and surrounding element, and 
bears the name of the registrant ; above the letter C the words 
" Otto Coke," and below it, " Mystic Brand ; " surrounding the 
aforesaid features, a diamond or lozenge ; in a circle around this 
latter the words, " Smokeless Fuel " and " Crushed Otto 



u 
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Coke ; " at the sides, respectively, the words " Lights " and 
Quick ; " and finally, below all, in a horizontal line, the words, 
Takes the place of coal." — Ux parte The New England Gas 

and Coke Co., C. D., 1900; 90 O. G., 1365 : Greeley, Asst. 

Commr. 



Trade- mark matter. 

WHOLE SUBJECT-MATTER. 

General rule. It seems that neither a print nor a label, what- 
ever its purpose, whose subject-matter is a trade-mark, can be 
registered, and that the Commissioner may require as a prece- 
dent to registration a showing that the print or label is not a 
trade-mark. — Ex parte United States Playing Card Co.j C. D., 
1898, 695 ; 82 O. G., 1209 : Greeley, Actg. Commr. 

Absence of adoption as trade-mark. If the subject-matter 
of a print or label is purely trade-mark matter, and does not 
come within the recognized requirements of a label as to indi- 
cation of contents, as well as to artistic merit, the fact that it 
has not been adopted and used so as to be registrable as a trade- 
mark, nevertheless does not make it registrable as a print or 
label.— JEi parte Mahn, C. D., 1898, 598; 82 O. G., 1210: 
Greeley, Actg, Commr, Ex parte Tlie New England Gas and 
Coke Co., C. D.,1900; 90 O. G., 1365 : Greeley, Asst Commr. 

Arbitrary quality. A label must be wanting in the fanciful 
or arbitrary quality which would constitute of it a trade-mark, 
and which is sometliing different from the combined description 
and artistic quality that the label must possess. — Ex parte 
Palmer, C. D., 1892, 6 ; 58 O. G., 383 : Simonds, Commr. Ex 
parte The New England Gas and Coke Co., C. D., 1900'; 90 O. 
G., 1365 : Greeley, Asst. Commr. 

SEQUESTRABLE PARTS. 

Label. A label of artistic merit, indicating pictorially or 
otherwise the article or the contents of the article to which it is 



PKINT8 AND LABELS, MISCBLLANEOUS. 217 

intended to be applied, and otherwise complying with the 
requirements of law, is registrable, regardless of the fact that 
it may include matter capable of sequestration as a trade mark, 
so long as it is not a trade-mark ; overruling ex parte Rtickstuhl 
(C. D., 1891, 117 ; 56 O. G., 927), and ex parte National U. 
S. Stamp Delivery Co., (C. D., 1892, 174 ; 60 O. G., 893).— JEi 
parte Mahn, C. D., 1898, 598 ; 82 O. G., 1210 : Greeley, 
Actg, Commr. 

Intent to use as trade-mark. While the Examiner should 



determine on the one hand whether the alleged label presented 
for registration is in fact a label, and on the other hand whether 
it is a trade-mark, he is not directed nor authorized to determine 
whether a portion of the label is capable of use, or even is evi- 
dently intended to be used, as a trade-mark; and this is true 
even although the trade-mark matter is the chief artistic feature 
of the label, and the remainder of the label is merely descrip- 
tive language, more or less fancifully arranged. — Hx parte The 
New England Gas and Coke Co., C. D., 1900; 90 O. G., 1365: 
Greeley, Asst. Commr. 

Print. The fact that a print contains matter which would be 
susceptible of appropriation as a trade-mark if attached to goods, 
does not prevent the print from being registered as a print. — 
Ux parte H. J. Heinz Co., C. D., 1893, 21 ; 62 O. G, 1064 : Si- 
MONDS, Commr. Ex parte United States Playing Card Co., C. 
D., 1898, 595 ; 82 O. G., 1209 : Greeley, Actg. Commr. 

Miscellaneous. 

Constitutionality. Until the Supreme Court says otherwise, 
the prints and labels law is, for the Patent Office, constitutional. 
—Ex parte H. J. ffeim Co., C. D., 1893, 21; 62 O. G., 1064 : 
SiMONDS, Commr. 

Copyright law. Section 3 of the act of June 18, 1874, pro- 
viding for the registration of prints and labels, is unquestionably 
a part of the copyright law, and has been so treated by the courts 
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in Biggins v, Keuffel (C. D., 1891, 403 ; 65 O. G., 1139 ; 140 U. 
S. 428), and other cases. — Ex parte H. J, Heinz Co.^ C. D., 1893, 
21 ; 62 O. G., 1064: Simonds, Oommr. Ex f arte United Stata 
Playing Card Co., C. D., 1898, 596; 82 O. G., 1209: Greeley, 
Actg. Commr. 

Aggregation. A mere aggregation of distinct and indepen- 
dent pictures not producing a unitary result but collocated mere- 
ly for convenience, is not a print. — Ex parte Schlegel, C. D., 
1893, 113; 64 O. G., 1132: Fisher, A%9t. Commr. 

Application, execution by ^attorney. An applicaiion for the 
registration of a print or label may be executed by an attorney 
and no power of attorney need be filed to cover the signature or 
the prosecution of the case. — Ex parte McLoughlin Brothers, C. 
D., 1899 ; 86 O. G., 1633 : Duell, Commr. 

Previous publication. After a print or label has been used, 
in all its essential features, prior to the filing of an application for 
its registration, it cannot be rendered registrable by the addition 
of an inconspicuous feature which does not change its appear- 
ance in any material respect and which involves nothing more 
than the work of a type-setter. — Ex parte Wickert, C. D., 1900; 
90 O. G., 1167 : Greeley, Actg. Commr. 

Scope of examination. No question affecting the validity of 
the registration of a print or label need be or should be inquired 
into, except such as the law plainly directs or intends. — Ex 
parte The New England G-a% and Coke Co., C. D., 1900 ; 90 O. 
G,, 1366 : Greeley, AbsU Commr. 

PRIOR FOREIGN PATENTS. 

Foreign laws. The interpretation of a foreign patent law 
adopted by the officials acting under it, should be followed ex- 
cept when contrary to the spirit and intent of the statutes of this 
country.— J& parte Smith, C. D., 1898, 276 ; 85 O. G., 2091 : 
DuELL, Commr. 
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Foreign filing date, British application. The date of deposit 
of the provisional specification is the date of filing of a British 
application, for the purposes of §4887 R. S. as amended by the 
patent act of 1897.— JSr parte Smith, C. D., 1898, 276 ; 85 O. G., 
2091 : DuELL, Commr. 

What are patents. The Commissioner will require the men- 
tion, in the application, of foreign grants which' may or may not 
be technically ^' patents," leaving to the courts the determination 
of their real character. — Ex parte Gillie, C. D., 1898, 148 ; 84 
O. G., 1143 : Greeley, Asst. Commr. 



Qerman gebrauchsmuster. While it appears to the Pat- 
ent Office that a gebrauchsmuster does not have the scope of a 
United States mechanical patent, and while this point has not 
been determined by the courts, nevertheless such gebrauchsmus- 
ter must be mentioned in an application, the same as any other 
foreign patent, leaving to the courts the final determination of its 
eSect—Hx parte Gillie, C. D., 1898, 148; 84 O. G., 1143: 
Gbeelev, Asst. Commr, 

Proof of expiration. Although a publication in the Illustrated 
Official Journal of Patents, issued by the British Patent Office, 
were not in itself sufficient proof of non-payment of renewal fees 
and consequent lapse of patent, nevertheless if when such pub- 
lication is cited the applicant remains silent as to the fact of pay- 
ment, his silence is such sufficient proof. — Ux parte Armstrong, 
C. D., 1895, 18; 71 O. G., 1616: Seymour, Commr. 

Piled before Jan. i, 1898. The patent act of 1897 cannot be 
construed as excluding from consideration foreign patents ap- 
plied for before Jan. 1, 1898, with respect to their bearing on 
the validity of United States patents applied for more than seven 
months afterward. § 8 of that act must be held to refer to 
United States " applications " and " patents " alone. — Ex parte 
Amith, C. D., 1898, 276 ; 86 O. G., 2091 : Duell, Commr. 

Divisional application. A divisional application, although 
filed on or after Jan. 1, 1898, is not invalidated by the grant of a 
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foreign patent, under the provisions of the patent act of 1897, if 
the parent application of which it is a division was filed prior to 
Jan. 1, 1898.— Hx paHe Vidal, C. D., 1898, 122; 84 O. G., 808 : 
DuELL, Commr, 

Reissue application. A foreign patent granted subsequent to 
the grant of a United States patent need not be recited in the 
oath of. an application for reissue of the latter. — Ex parte CowleSy 
C. D., 1893, 135 ; 65 O. G., 2060 : Fisher, Acly. Commr. 

Designs. The patent act of 1897, as regards the effect of 
prior foreign applications and patents, applies to the issue of 
United States patents for designs. — JEr parte Hartman, C. D. 
1898, 120 ; 84 O. G., 648: Duell, Commr. 



PRIORITY. 

CONCEPTION. 

DILIGENCE. 

REDUCTION TO PRACTICE. 

ESTOPPEL BY CONCEALMENT. 

ORIGINALITY. 

Conception. 

Disclosure. 
Failujre to disclose. 
Drawings. 
Foreign patent. 
Acts done abroad. 
Miscellaneous. 

DISCLOSURE. 

Assertion of date of conception. A disclosure in which was 
made the assertion that conception occurred at some previous 
date, is not evidence to support such date. — Peters v. Bhey^ C 
D., 1893, 4 ; 62 O. G., 315 : Simonds, Commr. 
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Details. An allegation of disclosure in a general way, with 
no proof as to the nature of the disclosure, is not evidence of 
conception. — Hunter v. Miller^ C. D., 1890, 42 ; 50 O. G., 1765 : 
Mitchell, Commr. 

Recipient an expert. The fact that the person to whom the 
alleged disclosure was made is an expert in the art may be 
evidence that his subsequent knowledge on the subject was 
mentally related back to the occasion of the disclosure. — Brung- 
ger v. Smithy C. D., 1893, 27 ; 62 O. G., 1511 : Simonds, Commr, 

Refreshing memory. The fact that the recipient of an 
alleged disclosure refreshed his memory from subsequent data 
before stating the substance of the disclosure, weakens his 
evidence. — Brungger v. Smithy C. D., 1893, 27 ; 62 O. G., 1511 : 
Simonds, Commr, 

Unsupported assertion. The unsupported assertion of the 
inventor that he disclosed the invention at a certain date to 
certain persons, is not competent evidence thereof. — Young v. 
Donnelly, C. D., 1898, 20 ; 82 O. G., 1417 : Duell, Commr. 

FAILURE TO DISCLOSE. 

Account of inventions to date. When an inventor gave an 
account, at a given time, of numerous of his inventions in a 
given line, without mentioning the invention in controversy, it 
is evidence against his claim to having conceived of and per- 
fected the latter invention at such time. — Edison v. Swan, C. D., 
1892, 143 ; 60 O. G., 168 : SmoNDS, Commr. 

Application for patent. That an application capable of 
containing the device in issue, filed at a time subsequent to the 
alleged conception, did not contain it, is evidence adverse to such 
alleged conception. — Peters v. Iliseg, C. D., 1894, 56 ; 67 O. G., 
927 : Seymour, Commr, Hiseg v. Peters, C. D., 1895, 349 ; 71 
O. G., 892. ^ 

Business associate. Failure to disclose to a professional asso- 
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ciate may be evidence against conception at the time alleged. — 
Brungger v. Smith, C. D., 1893, 27 ; 62 O. G., 1611 : SiMONDS, 
Commr. 

Under obligation. Failure to disclose when there was an 
obligation to disclose, is evidence against conception at the date 
claimed.— Srww^^rgr v. Smith, C. D., 1893, 27 ; 62 O. G., 1511 : 
SiMONDS, Commr, 

Business negotiations. That certain business negotiations, 
which naturally would have embraced the invention in issue if 
it had then existed, did not embrace it, is evidence adverse to an 
alleged conception preceding the said negotiations. — Peters v. 
Eiseyj C. D., 1894, 56 ; 67 O. G., 927 : Sevmour, Commr. 

DRAWINGS. 

Old parts. If sketches show the novel elements of the inven- 
tion in controversy, it is unnecessary that they should show the 
prior organized machine in which those elements are incorpor- 
ated. — lAgowBky v, Peters v, Hisey, C. D., 1891, 220 ; 67 O. G., 
1593 : SiMONDS, Commr. 

Explanation. Drawings are not required to be so complete 
as to disclose the invention without being explained, even to 
one skilled in the art, but prove conception if upon being 
explained they appear naturally to support the explanation; 
overruling Doane v. Johnson, Jr. (C. D., 1892, 51 ; 58 O. G., 
1414 : SiMONDS, Commr. ^ — Scudder v. Mergenthaler, C. D., 1896, 
50 ; 76 O. G., 1851 : Seymour, C(ymmr. 

Correct proportions. The fact that sketches alleged to show 
a certain feature do not represent it in correct proportions does 
not prove that it is not intended to be shown. — Morford v. 
Carpenter, C. D., 1892, 156 ; 60 O. G., 437 : Simonds, Commr. 

Mutilation. The construction to be given to mutilated papers 
in the absence of explanation would bear heavily against the 
party so offering them. — Tremain v. Curtiss, C. D,, 1894, 80 ; 
66 O. G., 1447 : Seymour, Commr. 
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Contents of lost sketches — Statement. The mere allegation 
that lost sketches showed the device in question, is not sufficient 
evidence of their real contents, nor if such allegation were more 
definite would it be accepted in the absence of a vigorous attempt 
to trace the sketches from hand to hand and ascertain their last 
known whereabouts. — ReynoldBv, Wells^ Jr.y C. D., 1894, 88; 
66 O. G., 1594 : Seymour, Commr. 

Reproduction — after rival's work seen. An alleged 



reproduction of lost sketches, made after the work of a rival 
inventor had been seen, is thereby rendered iincertain as evi- 
dence.— z&Z^y V. Sebbard, C. D., 1894, 88; 68 O. G., 655: 
Seymour, Commr, 

Reproduction — admissibility. An alleged reproduction 



of sketches is not admissible as evidence of their contents, 
although witnesses who saw them testify to the accuracy of the 
reproduction, unless it be first shown that the sketches them- 
selves have been lost, and that they have been diligently searched 
for and cannot be found. — Clarke v. Pettenffill v, Crancer^ C. 
D., 1896, 75 ; 77 O. G., 1271 : Seymour, Commr. 

^^ • 
History. The history of sketches, as for instance the place 

where they were kept and found, is evidence of what invention 

they pertain to. — Appert v, Parker^ C. D., 1896, 5 ; 74 O. G., 

1587 : Seymour, Commr, 

Dated drawings. The mere statement of the inventor that he 
was accustomed to date his drawings is insufficient to establish 
the correctness of the date on a drawing offered in evidence. — 
Young V. Donnelly, C. D., 1898, 20; 82 O. G., 1417: DuELL, 
Commr, 

Custom of preserving records. When an inventor is in the 
habit of keeping accurate records of his inventions, the fact that 
sketches and entries produced by him to support a claim of 
conception at a certain time are ambiguous and fall short of 
carrying conviction, makes strongly against his claim. — EdUon 
V. Swan, C. D., 1892, 143 ; 60 O. G., 168 : Simonds, Commr. 
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FOREIGN PATENT. 

Patentee not necessarily inventor. If a party offers as evi- 
dence of invention a foreign patent taken in his name in a coun- 
try which grants patents to mere importers of inventions, he 
must show that he is an inventor and not a mere importer. — 
DeFerranti v. Westinghouse, C. D., 1890, 114 ; 52 O. G., 457 : 
Mitchell, Commr. 

Proof. In the absence of contradictory evidence, a certified 
copy of the specification, etc., of a foreign patent, made from the 
records in the Scientific Library, is proof of the existence of such 
patent; and the applicant may identify himself as the patentee 
by a proper deposition. — Lossier v, Cowles and Cowles v. Boffuski^ 
C. D., 1895, 20 ; 71 O. G., 1616: Seymour, Commr. 

Date. The date of publication of a foreign patent, and not 
the date of application therefor, is the date to which it is en- 
titled as evidence of conception in an interference. — Schmertz v, 
AppeH, C. D., 1898, 77 ; 83 O. G., 1611 : Dfell, Commr. 

Fact of grant. Publication of the fact that a patent has 

been granted, if the specification on which the grant is founded is 
still kept secret, does not give a date of conception. — Roschach 
V. Walker, C. D., 1899 ; 88 O. G., 1333 : Duell, Commr. 

Antedating opponent. A party whose conception of the in- 
vention was subsequent to the patenting of the invention in a 
foreign country by the opposing party, cannot prevail. — Appert 
V. Parker, C. D., 1896, 5 ; 74 O. G., 1587 : Seymour, Commr. 



ACTS DONE ABROAD. 

General rule. Invention abroad confers no rights in an inter- 
ference.— Peter« V. Hisey, CD., 1893, 4; 62 O. G., 315: 
SiMOXDS, Commr. 

Knowledge and use. A party in interference is entitled to 
receive a patent as against all foreign knowledge or use of the 
invention of his opponent, unless the latter had been patented 
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or described in a printed publication prior to his date of inven- 
tion. — BeFerranti v. WestinghouBe^ C. D,, 1890, 114 ; 52 O. G., 
457 : Mitchell, Oammr. Parkin and Wright v, JennesSj C. D., 
1893, 64 ; 63 O. G., 759 : Frothingham, Asst. Commr. 

Communication. It may be doubted whether the mere com- 
munication of an invention made abroad, transmitted by the in- 
ventor while still abroad to a person in this country, offers a date 
back to which the inventor, as a party in interference, can carry 
his showing. — Gessner v. Miller^ C. D., 1890, 6 ; 50 O. G., 433 : 
Mitchell, Commr. 



Application. The date on which application papers were 

mailed from abroad is immaterial, as being an act that took 
place abroad.— i?aZZ v. Latta, C. D., 1892, 169 ; 60 O. G., 736 : 
SiMONDS, Commr. 

Knowledge. A knowledge existing (which is not a disclos- 
ure made) in this country at a certain time, of an invention 
made abroad, does not afford a date of conception to the foreign 
inventor, as against a domestic inventor who did not know of 
the foreign invention ; distinguishing Thomas v. Reese (C. D., 
1880, 12) as involving a case of disclosure. — Brown and Taplin 
V. Bixby, C. D., 1891, 166 ; 57 O. G., 123 : Simonds, Commr. 

Specimens. The date on which specimens of the invention were 
despatched from a foreign country to the United States is imma- 
terial, as being an act that occurred abroad. — Hall v. Latta^ C. 
D., 1892, 169; 60 O. G., 736: Simonds, Commr. 

On shiptM>ard. Acts done on shipboard, on a foreign ship, 
three days out from this country, by a person going abroad, are 
admissible in evidence on the question of priority. — Peters v. 
Risey, C. D., 1894, 56 ; 67 O. G., 927 : Seymour, Commr. 

iilSCELLANEOUS. 

Same evidence that would invalidate. Evidence competent 
to invalidate a patent is competent to establish a prior claim on 
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the part of a party in interference. — DeFerranti v. Westinghoyse^ 
C. D., 1890, 114; 52 O. G., 467 : Mitchell, Cammr. 

Applicant as^ainst patentee. If one party is an applicant^'and 
the other a patentee, the former must prove both conception and 
diligence beyond a reasonable doubt. — Hunter v. JenkitL, C. D., 
1891, 167 ; 66 O. G., 1706 : Simonds, Commr. Hunter v. Van 
Depoele, C. D., 1891, 238 ; 67 O. G. 1720 : Simonds, Commr. 

Relative scope of original applications. That one applicant 
describes a specific machine, or one having narrow functions^ 
and originally presented only narrow claims covering it, while 
the other applicant describes a generic machine, or one having 
broad functions, together with broad claims thereon, is evidence 
that the latter applicant is entitled to the broad claims. — 
LigowBky v. Peters v, Hisey, C. D., 1891, 220 ; 57 O. G., 1693 : 
Simonds, Commr. 

Application oath detached. The date of an application oath, 
when the latter is on a paper separate from the remainder of the 
application, is not in itself evidence of the date of conception. 
—Zerbev. Ohl, C. D., 1892, 67; 58 O. G., 1839: Scvionds, 
Commr, 

Joint applicants. In deciding an interference in which joint 
applicants constitute one of the parties, they are to be treated 
as an entity, and evidence of invention by a single one of them 
solely has no more bearing on the outcome of the interference 
than would evidence of invention by a third party. — Snyder v. 
Kanneberg, C. D., 1892, 71; 68 O. G., 1840: Frothinghaai, 
As8t, Commr. 

Under contract to patent promptly. The fact that an inven- 
tor was under contract to patent his inventions promptly is 
evidence against his claim to having conceived of the invention 
in controversy long before he patented it. — Edison v. Swan, C. 
D., 1892, 143 ; 60 O. G., 168: Simonds, Commr. 

Pecuniary means. The fact that an inventor had ample 
pecuniary means to develop his inventions, and did develop 
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promptly others than the one in controversy, is evidence against 
his claim to having conceived of the latter long before he 
developed it—Udisan v. Swan, C. D., 1892, 143 ; 60 O. G., 158 : 
SiMONDS, Cammr. 

New claim in application. In a case where an applicant did 
not originally make the claim in issue, but introduced it by 
amendment, his right to the filing date of his application as his 
date of conception cannot be defeated on the ground that the 
claim involves a capability of his device of which he was not 
originally aware, for he is entitled to monopolize all capabilities 
of his device, known and unknown ; but his right to such date 
can be defeated by a showing that the original disclosure does 
not support the claim in issue. — Challoner v. Perkins, C. D., 
1892, 151 ; 60 O. G., 296 : Suvionds, Commr, 

Demand for Invention. That an inventor did nothing, when 
he knew that there would be a demand for an invention like 
his, is evidence that he had not conceived his invention at the 
time of such inaction. — Brungger v. Smith, C. D., 1893, 27 ; 62 
O. G,, 1511 : SiMONDS, Commr. Northall v. Painter v. Bemor 
din, C. D., 1895, 10 ; 71 O. G., 1159 : Seymour, Commr, 

Simultaneous inventions. That a person who was an expe- 
rienced inventor and patentee patented other inventions during 
the time when he claimed to be in possession of the one in 
controversy, but did nothing with the latter, weakens his claim. 
—Brungger v. Smith, C. D., 1893, 27 ; 62 O. G., 1511 : Si- 
MONDS, Commr. 

Process of conception. That one party asserts that he arrived 
at the invention by reasoning, while the invention was opposed 
to past experience and was actually arrived at by accident by 
the other party, is a fact which discredits the claims of the 
tormeT.—Brunffger v. Smith, C. D., 1898, 27 j 62 O. G., 1511 : 
SiMONDS, Commr. 

Expense of production. Although a plant for practically 
using an invention may have been too expensive to undertake, 
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it may still be that tests of success could be conducted without 
much cost ; and if so the failure to make such tests may be 
evidence against conception at the date claimed. — Brungger v. 
Smith, C. D., 1898, 32; 62 O. G., 1613 : Simonds, Oommr. 

Continuance of experiments with inferior method. If after 
an alleged conception of a superior method of accomplishing a 
desired result, the inventor still experiments with an inferior 
method of doing the same thing, the presumption is against the 
conception. — Tremain v. Ourtiss, C. D., 1894, 30 ; 66 O. G., 
1447 : Seymour, Commr. 

Alsandoning to the world. An earlier conceiver, by merely 
making a model and showing it to some persons, afterward doing 
nothing more, does not give or abandon the invention to the 
world so as to deprive the later conceiver of his right to a 
patent — Burr v. Ford and Fergman, C. D., 1894, 87 ; 68 O. G., 
656 : Seymour, Commr, 

Diligence. 

General rules. 
Reasonable diligence. 

GENERAL RULES. 

First to conceive and reduce. He who is the first to conceive 
and first to reduce to practice need not show diligence in order 
to prevail.— j&(jA€r«(w v. Cox, C. D., 1892, 154; 60 O. G., 487 : 
Simonds, Commr. 

First to conceive, second to reduce. An inventor who was 
first to conceive of an invention, but second to reduce it to 
practice, is entitled to a patent if his reduction to practice was 
effected with reasonable diligence. — Hunter v. Jenkin, C. D., 1891, 
157 ; 56 O. G., 1705 : Simonds, Commr. Vanne%% v. Shettter^ 
C. D., 1892, 141 ; 60 O. G., 157 : Simonds, Commr. 

When diligence must begin. If the diligence of the inven- 
tor first to conceive goes back of the conception of the inventor 
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second to conceive, it is sufficient. — Lorraine v, TTiurmond^ C. 
D., 1890, 86 ; 61 O. G., 1781 : Mitchell, Commr. 

Inaction till after later conception. While inaction is 



sometimes excusable, the case would be a very exceptional one 
which would justify entire absence of action extending over not 
only the whole period preceding the second conceiver's concep- 
tion, but also during that conception and for some months 
thereafter.— CAmiie v. Seyhold, C. D., 1891, 18 ; 54 O. G., 967 : 
Mitchell, Commr, 



-Qeneral deduction from authorities. «« In none of the 



cited court cases, which include aU or nearly all in which the 
question of diligence has been discussed in connection with 
priority of invention, do I find any intimation that the diligence 
of the first person to conceive need not antedate the inceptive 
invention of the person first to reduce to practice, in order to 
enable the former to prevail," — Christie v. Seybold^ C. D., 1891, 
18 ; 64 O. G., 967 : Mitchell, Commr. 

Diligence back to first conception. It \& not necessary 



that the first conceiver should show that he was diligent from 
the date of his conception, and in a case where he has been diligent 
from a point of time months prior to his opponent's conception, 
under all the authorities his rights will be secure. — Huson v. 
Totes, C. D., 1896, 46 ; 72 O. G., 1201 : Seymour, Commr. 

When diligence may end. After a reduction to practice in 
public, the rights of the inventor can be lost only by abandon- 
ment or two years' public use. — Withrow v. Robert^ C. D., 1892, 
100 ; 69 O. G., 787 : Simonds, Commr. 

Superior diligence of later conceiver. If the first person to 
adequately conceive and disclose an invention actually reduces 
it to practice and connects his conception and completion by 
due diligence, his right to a patent cannot be defeated by any 
degree of diligence on the part of a later conceiver in coming 
to the Patent Office.— Jrwnt«r V. Mfier, C. D., 1890, 42; 60 O. 
G., 1766 : Mitchell, Commr. 
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Applicant against patentee. An applicant in interference 
with a patentee is not required to show that he reduced to 
practice before the patentee did, since the burden of proof in 
such a case relates merely to the amount of evidence that the 
applicant must produce, and not to the order of events that he 
must establish. — Buson v, Tates^ C. D., 1895, 45 ; 72 O. G., 
1201 : Seymour, Crnnmr. 

Acts done abroad. When an inventor has conceived his in- 
vention in this coimtry and afterward has gone abroad, evidence 
of his doings abroad is inadmissible to show proper diligence in 
reduction to practice. — Peters v. Btsey^ C. D., 1893, 4 ; 62 O. 
G., 315 : SiMONDS, Commr. 

REASONABLE DILIQENCE. 

Compulsion. In the cases where delay is excused, there is 
something of compelling power in the circumstances that pro- 
duce it.— Dailey v. Jones, C. D., 1894, 71; 67 O. G., 1719: 
Seymour, Commr. 

Actual ability. While the law is indulgent to an inventor 
and saves him from the consequences of delays which he could 
not avoid, it gives him no option as to the diligent pursuit of 
his reduction to practice according to his actual abilities, but 
holds him strictly to the rule, as justice and public interest 
TeqniTQ.—McCormiek v. CUal.C. D., 1897, 55; 80 O.G., 1614: 
BuTTERWORTH, Commv. 

Reasons of policy. Delay in reducing to practice is not ex- 
cused by reason of advantages on business grounds, or because 
it was easier, pleasanter, and more profitable to do something 
else. — SlaUeryv, Shallevberger, C. D., 1893, 39 ; 62 O. G., 1515 : 
SiMONDS, Commv. Dailey v, Jones, C. D., 1894, 71; 67 O. G., 
1719: Seymour, Commr. Kasson v. Hetherin^gton, C, D., 1899; 
88 O. G., 1157 : DuELL,^(7o7wmr. 

Test of actual practice. A decision that should compel haste 
in appljdng for patents before actual practice has tested the 
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truth of the inventor's theory, and has overcome difficulties in 
the operation of the mechanism, would be productive of more 
injury than a decision which, while compelling diligence in per- 
fecting the invention, is indulgent of some delay in seeking 
the Patent Omee.— Hunter v. Mller, C. D., 1890, 42 ; 50 O. G., 
1766: Mitchell, Commr. 

Two years. The law does not positively allow two years to 
reduce to practice after conception. — Brungger v. Smithy C. D., 
1893, 32 ; 62 O. G., 1513 : Simonds, Commr. 

Different from abandonment. A higher degree of diligence 
is required of an inventor in reducing his invention to practice, 
in order that he may prevail over his competitor whose concep- 
tion followed his own and whose reduction to practice preceded 
his own reduction to practice, than is required of him in dealing 
with his completed invention in order that he may negative 
abandonment thereof . — Thomson v, liieSj C. D., 1892, 83 ; 59 O. 
G., 298 : Simonds, Commr. 

Qeneral development of related Inventions. That the 
inventor was organizing a company to develop a set of related 
inventions and to raise money to apply for all the necessary 
patents at once, is evidence to excuse delay. — Hunter v. Miller^ 
C. D., 1890, 42 ; 50 O. G., 1765 : Mitchell, Commr. 

Poverty. Tliat the inventor was poor, is evidence to excuse 
delay. — Manny v. Easley v. Greenwood^ C. D., 1890, 73 ; 50 O. 
G., 1617 : Mitchell, Commr. 

Efforts elsewhere. The excuse on the part of an inventor 
who was a machinist, that he did not have proper tools *m his 
9hop for constructing his device, is insufficient when he was 
making and repairing a number of kinds of machines, and when 
the one in question was not complicated, and when he made no 
efforts to have the whole or a part of it built elsewhere. — Christie 
V. Seybold, C. D., 1891, 18 ; 54 O: G., 957 : Mitchell, Commr. 

Misconstruction of another patent. Inaction is not excused 
by the fact that the inventor supposed for a time that another 
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patent, which he took out meanwhile, covered the invention in 
controversy. — McDougall v. Phinneyy C. D., 1891, 119 ; 56 O. G., 
928 : SiMONDS, Commr. 

Preference shown. Inaction with regard to the invention in 
suit, if otherwise unreasonable, is not excused by the fact that 
the inventor was developing other inventions. — Huvter v. Jenkin^ 
C. D., 1891, 157 ; 56 O. G., 1705 : Simonds, Commr. Thomson 
V. Eies, C. D., 1892, 83 ; 59 O. G., 298 : Simonds, Commr. 

Inaction for four months. Four months elapsing between 
conception and reduction to practice is too short to admit any 
question of diligence. — Woodward v. Burton^ C. D., 1891, 231 ; 
57 O. G., 1597 : Simonds, Commr. 

Facilities present. The absence of a reduction to practice in 
the presence of facilities therefor is evidence of want of diligence* 
— Thomson v. Ries, C. D., 1892, 83 ; 59 O. G., 298: Simonds, 
Commr. 

Expense of production. Delay in making an article that is 
expensive to manufacture is more excusable than delay in making 
one that is not expensive. — Manny v. JEasley v. Oreemoood^ C. D., 
1890, 73 ; 50 O. G., 1617 : Mitchell, Commr. Thompson v. Ries^ 
C. D., 1892, 83 ; 59 O. G., 298 : Simonds, Commr. Scudder v. 
Mergenthaler, C. D., 1896, 50 ; 76 O. G., 1851 : Seymour, 
Commr. Fowler v. Dodge, C. D., 1897, 8 ; 78 O. G., 2045 : 
Seymouk, Commr. 

Abandonment of application. The detrimental effect of an 
abandonment of an application for a patent will be neutralized 
by a reduction to actual practice made while the application was 
still pending.— Fz^Arow v. Robert, C. D., 1892, 100 ; 59 O. G., 
787 : Simonds, Commr. 

inventor borrowing money. That an inventor was borrow- 
ing money for living expenses, is evidence of such poverty as to 
excuse a delay of some months. — Morford v. Carpenter, C. D., 
1892, 156 ; 60 O. G., 487 : Simonds, Commr. 
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No demand for invention. It is not due diligence to wait 
three years before reducing to practice, after a conception com* 
plete in detail, without a special reason, and then make a 
reduction and application for patent because a demand for the 
invention has arisen. — Smith v. Eley^ C. D., 1892, 195 ; 60 O. 
G., 1883 : SiMONDS, Commr. 

Otiier applications. The making of applications on other 
inventions in the same line, while that in issue was neglected, is 
evidence against diligence. — RennyBon v. Merritt^ C. D., 1898, 
42 ; 63 O.G., 151 : Simonds, Commr. 

. Cliance to apply in regular work. Delay in order to await 
an opportunity of applying and testing the improvement in the 
regular course of work, may be excusable in view of poverty. — 
JKelleher and Grimm v, Mat/hew^ C. D., 1895, 36 ; 72 O. G., 896 : 
I^EYMOUR, Commr, 

Quasi-equivalents. Although a certain construction might 
not strictly satisfy the issue under the doctrine of equivalents, 
it yet might have such similarity to the issue that to experiment 
upon it would not be to suspend or abandon the process of dili- 
gently reducing the issue to practice. — » Scribner v. Kellogg^ C. 
D., 1895, 51 ; 72 O. G., 1495 : Seymour, Commr. 

inaction for two years. Two years elapsing between concep- 
tion and reduction, in an average case, where an application 
could have been filed or actual practice effected at almost any 
time, is inconsistent with diligence. — Croskey v. Atterbury^ C. 
D., 1896, 9 ; 75 O. G., 1359 : Fisher, Actg. Commr. 

Application on undeveloped invention. When the argument 
ia that an inventor need not have waited to make an actual 
reduction to practice before applying for a patent, the answer 
may be that he is permitted if not required by § 4920 R. S. to 
first adapt and perfect his invention. — Scudder v. MergentJuder^ 
C. D., 1896, 50 ; 76 O. G., 1851 : Seyiviour, Commr. 

Dominating patent. That it was more or less likely that the 
invention when perfected would be dominated by a prior inven- 
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tion, is an element going to excuse delay. — Scudder v. Mergen" 
thaler, C. D., 1896, 50 ; 76 O. G., 1851 : Seymour, Oommr. 

Advice of attorney. That the inventor's attorney advised 
him that his former patent covered the new device, does not 
excuse inaction.— 5ret^ v. Smith, C. D., 1897, 3 ; 78 O. G., 1904 : 
Fisher, Actg. Commr. 

Wish of capitalist. That a capitalist who was standing be- 
hind an inventor, and controlled his lines of development, 
refused to push the device in question for some time, may excuse 
in2LCiion.— Fowler V. Dodge, C. D., 1897, 8; 78 O. G., 2045: 
Seymour, Oommr. 

Delay by attorney. Seven months' delay in filing a case, after 
it was put in an attorney's hands in shape for filing, cannot be 
excused by pressure of other work. — MeCormich v. Cleal, C. D., 
1897, 55 ; 80 O. G., 1614 : Butterworth, Oommr . 

invention fully perfected. The expense of making a reduc- 
tion to actual practice, in the case of an invention already men- 
tally perfected, may explain a delay in making such reduction, 
but cannot excuse a delay in filing an application for a patent. — 
Kassonv. Hetherington, C. D., 1899; 88 O. G., 1157: Duell, 
Oommr, 



Reduction to practice. 

In general. 

Application for patent. 
Actual practice. 
Foreign patent. 

IN GENERAL. 

Order of reduction. A party whose conception preceded his 
opponent's conception, and whose reduction to practice preceded 
his opponent's reduction to practice, is entitled to judgment of 
priority, even though his reduction to practice occurred subse- 
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quent to bis opponent's conception. — Mets v. Orane and Bloonh 
Jield, C. D., 1892, 86 ; 58 O. G., 947 : Fbothingham, A99it. 
Commr. 

•« Adapting and perfecting." The adaptation and perfection 
specified in §4920 R. S., in the clause, ^^ using reasonable dili- 
gence in adapting and perfecting,'' means either actual or con- 
structive reduction to pnictice, and not merely the development 
of an inunature conception into an intellectually perfect mechan- 
ical idea ; and drawings and models, however clearly they may 
exhibit that idea and assure its success, cannot satisfy the statute. 
— Ka89on V. Eetheringtoriy C. D., 1899 ; 88 O. G., 1157 : Duell, 
Commr. 

APPLICATION FOR PATENT. 

The filing of an allowable application for a patent is the equiv- 
alent of a reduction to actual practice. — Hunter v. Miller^ C. D., 
1890, 42 ; 50 O. G., 1765 : Mitchell, Commr. Lorraine v, 
Thurmond, C. D., 1890, 86; 51 O. G., 1781 : Mitchell, Commr. 
Hunter v. Jenkin, C. D., 1891, 157 ; 56 O. G., 1705 : Simonds, 
Commr, 

Ineffectual where actual practice would be. The filing of an 
allowable application will not avail to establish priority of inven- 
tion, where reduction to actual practice would not avail. — Lor- 
raine V. Thurmond, C. D., 1890, 86 ; 51 O. G., 1781 : Mitchell, 
Commr. 

Requires diligence. It is as necessary that reasonable dili- 
gence be proved, where reduction has been by application for 
patent, as where it has been by actual practice. — Hunter v, 
Jenkins, C. D., 1891, 157 ; 56 O. G., 1705 : Sevionds, Commr. 
Hunter v. VanDepoele, C. D., 1891, 238 ; 57 O. G., 1720 : Slmonds, 
Commr. 

Prior patent. When a party in interference has, in addition 
to his involved application or patent, a patent antedating his 
rival's conception, in which patent he did not claim, but did de- 
scribe so fully that he might have claimed, substantially the in- 
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terference issue, judgment of priority will be awarded to him. 
His application will then be remanded to the Primary Examiner, 
to give him an opportunity to overcome the presumption of 
abandonment to the public arising from the existence of his for- 
mer patent — Zipemawski v. Edison^ C. D., 1892, 23 • 68 O. G., 
803 : SiMONDS, C(mmr. 

Opposed by actual practice. When one of the parties has ef- 
fected an actual reduction to practice, while the other has iiled 
an allowable application, the former can take no advantage over 
the latter, the two acts being exact equivalents. — Croikey v. 
AUerbury, C. D., 1896, 9 ; 76 O. G., 1359 : Fisher, Actg. Commr. 

Date, execution. The date of disclosure of the invention to 
patent attorneys in such definite form that the application papers 
were prepared from it, and the date of execution of the applican 
tion, are neither of them the date of reduction to constructive 
practice, but simply of disclosure. — Tremain v. Curtisa^ C. D., 
1894, 30 ; 66 O. G., 1447 : Seymoub, Commr. 

Date, connected applications — Evidence. Whatever may be 
the relation of a former application to the one in interference, it 
will not be considered in determining the date of reduction to 
constructive practice unless offered in evidence. — Webb v, Blick- 
emderfer^ C. D., 1893, 1 ; 62 O. G., 169 : Simonds, Commr. 

Abandoned. A prior abandoned application is evidence 

only of conception, and is not a constructive reduction to prac- 
tice.— 5t6n V. Pungs, C. D., 1894, 92 ; 68 O. G., 667 : Seymour, 
Commr. 

Forfeited, disclosure. A forfeited application which was 

renewable at the date of institution of the interference, disclos- 
ing but not claiming the invention in issue, is a constructive 
reduction to practice, — Park v. Cain^ C. D., 1898, 73 ; 83 O. G., 
1346: DuELL, Commr. 

Forfeited, claim. The rule of Park v. Cain (^ante), ap- 
plies still more strongly if the first application not only contained 
a disclosure of the invention but also contained a claim to it 
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which was allowed and which with slight amendment was incor- 
porated in the second application. — Park v. Davi%^ C. D., 1898, 
111 ; 84 O. G., 146 : Duell, Corrnnr. 

Reissue. A reissue applicant involved in an interference, 

is entitled to the date of filing his original application, as his 
record date, or constructive reduction to practice. — Austin v. 
mndow, C. D., 1898, 104 ; 83 O. G., 1991 : Ddell, Commr. 

Date, incomplete application. The filing of parts of an ap- 
plication, not constituting the complete application, does not 
afford a date of constructive reduction to practice. — Phelps v. 
Hardy v. Gattman and Stem, C. D., 1896, 70; 77 O. G., 631 : 
Seymoor, Commr. 

Contents^^Sufficiency of description. An application for a 
patent will not be a constructive reduction to practice unless 
the description contained therein is sufficient to enable those 
ordinarily skilled in the art to build the machine without extra- 
neous aid, and this is true although the description may be quite 
sufficient to evidence conception of the invention. — Fowler v. 
Dodge, C. D., 1897, 8 ; 78 O. G., 2045 : Seymour, Commr. Fow- 
ler V. Dodge, C. D., 1898, 28 ; 82 O. G., 1687 : Greeley, Asst. 
Commr. 

Absence of description. Illustration without description, 



in an application for patent, does not amount to constructive 
reduction to practice. — Dewey v. Colby, C. D., 1896, 12; 75 O. 
6., 1360 : Fisher, Actg. Commr. 

Conclusiveness. [In the case cited below the point was 
raised against a party who relied on his application for patent as a 
constructive reduction to practice, that an application was merely 
presumptive evidence of reduction, and that the presumption 
could be rebutted by proof that an attempted actual reduction 
was inoperative. While not expressly ruling on this point of law, 
the Commissioner proceeded to examine the evidence of inopera- 
tiveness, and found that it did not sustain the allegation.] Kasson 
V. ffetherington, C. D., 1899; 88 O. G., 1157 : Duell, Commr. 
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ACTUAL PRACTICE. 

' Sufficiency evidenced by tlie fact. 

Customary test. Although the conditions of a test may- 
vary considerably from those of practical use, the test may be 
acceptable if such as was customarily applied in similar cases. 
Nankervis v. Johnson, C. D., 1897, 29 ; 79 O. G., 1519 : Fisher^ 
Aetg. Commr, 

Defective operation — Some trials successful. The fact that 
a machine did not work successfully every time, when first tried, 
does not prevent the trial from being valid as a reduction to 
practice, provided the machine worked successfully some of the 
time, and the causes of its failures were understood by those 
operating it. — Schmertz v. Appert, C. D., 1898, 77 ; 83 O. G., 
1511: DuBLL, Commr. 

-Liability to brealc. Reduction to practice being, under 



the authorities, reduction to a form adapted to practical use, a 
crude wooden model that was put into operation (as^ for in- 
stance, a lemon-squeezer), but had to be steadied by the hand 
on account of liability to break apart, cannot be a reduction to 
practice ; it can serve only as evidence of conception. — Manny 
V. Emley v. Greenwood, C. D., 1890, 73 ; 51 O. G., 1617 : 
Mitchell, Commr. 

-Other portions of mechanism. When a machine is al-* 



leged to have been a reduction to practice, the fact that some 
of its mechanism, not involved in the issue, did not work, does 
not make the reduction insufficient, provided the mechanism 
involved in the issue did work. — Jueng%t v. Boyer, Juengst v. 
Lord, C. D., 1893, 44; 63 O. G., 152: Simonds, Commr. 

riechanical changes. If a machine embodied the inven- 



tion and produced some satisfactory work, the fact that minor 
changes had to be made which did not involve invention, but 
were what a mechanic would naturally make to overcome obvi- 
ous defects, will not invalidate the reduction to practice. — Loewer 
V. Ro88, C. D., 1896, 40 ; 76 O. G., 1711 : Fisher, Actg. Commr. 
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Infrequent defects. When one form of a device was put 

into practical use and used for months, the fact that an im- 
proved form was substituted for it as being freer from occasional 
defects in operation, does not mvalidate the original reduction. 
—Eim V. Buhoup, C. D., 1897, 190 ; 81 O. G., 2088 : Fisher, 
Actff. Commr. 

Equivalents. If the construction alleged to amount to a 
reduction to practice differs from what is shown and described 
in the same parly's application, a doubt is raised as to whether 
that construction satisfies the issue. — Henkle v. HvM^ C. D., 1892, 
50 ; 58 O. G., 1413 : Simonds, Commr. 

Burden of proof. When the reduction to practice does 

not correspond precisely with the terms of the issue, the party 
alleging such reduction to practice must show that the variations 
were within the limits of equivalence. — Edison v. Swan^ C. D., 
1892, 143 ; 60 O. G., 158 : Simonds, Commr. 



Inferior form. A reduction to practice in an inferior form 

which exhibits the functions implied in the issue, is sufficient, 
although a superior form might have had added advantages. — 
Garford v. Edwards, C. D., 1892, 173 ; 60 O. G., 893 : Simonds, 
Commr. 

Language of issue. It is not necessary that the language 



of the issue be ambiguous or generic in order that a certain 
range of equivalents should be admitted in passing judgment 
upon the sufficiency of an alleged reduction to practice. — Hunter 
V. Spencer, C. D., 1895, 24; 71 O. G., 1767: Seymour, 
Commr, 



Actions of parties prior to controversy. What the party 

or parties treated as an equivalent prior to any controversy is 
prima facie to be accepted as satisfying the issue. — Pratt and 
Johns V. Thomson, C. D., 1895, 816 ; 72 O. G., 1347 : Seymoub, 
Commr. Appert v. Parker, C. D., 1896, 5 ; 74 O. G., 1587 : 
Seymour, Commr, 

Prior art. While the prior art has an effect on the. 
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construction of the issue, the specifications of the parties are 
controlling. — Pratt and Johjis v. Thomson^ C. D., 1895, 816 ; 72 
O. G., 1347 : Seymour, Commr. 

node immaterial. If the invention is a combination of ele- 
ments, the invention is present when the elements specified are 
present, having the specified features and capacities, irrespective 
of the method, whether by computation or trial, by which the 
combining was originally effected. — Stanley v. Slattery^ C. D., 
1891, 46; 54 O. G., 1709: Mitchell, Cammr. 

Variations for otlier reasons. A reduction to actual practice 
will be sufiicient, although the invention was varied from theo- 
retical perfection, if the variation was made in order to deter- 
mine to what extent other practical considerations entered into 
and modified the problem — if, in other words, the range of 
experiment did not overstep the invention, but assumed it as an 
accomplished fact — Stanley v. Slattery^ C. D., 1891, 46 ; 54 O. 
G., 1709 : Mitchell, Commr. 

Use. If there was any doubt about the practical operative- 
ness of a mechanical device, it must have been so far tried that 
it would be known to be practical and successful. — Bury r. 
Thomp9<m, C. D., 1892, 42 ; 58 O. G., 1255 : Simokds, Commr. 

Inference. If the device was so nearly like prior successful 
devices that its success was proved by theirs, actual use need 
not be shown. — Bury v, Thompson^ C. D., 1892, 42 ; 68 O. G., 
1255: SiMONDS, Commr. 

Models — dimensions. The thing alleged to constitute a 
reduction to practice must have been of dimensions suitable for 
practical use. — Bury v. Thompson, C. D., 1892, 42 ; 58 O. G., 
1255 : SiMONDS, Commr. Kelleher and Orimm v. May hew ^ C. 
D., 1895, 36 ; 72 O. G., 895 : Seymour, Commr. 

^Material. The material of which an alleged reduction to 

practice was constructed must have been adapted to actual use. 
— Kelleher and 0-rimm v. Mayhew, C. D., 1895, 36 ; 72 O. G-, 



PRIORITY, REDUCTION TO PRACTICE. 241 

895: Seymour, Commr. Arnold v. Tyler, C. D., 1897, 16; 79 
O. G., 154 : Fisher, Actg, Commr. 

Abandoned experiment. An act that was a reduction to 
practice when accomplished and that was known to others with 
no obligation to secrecy, does not become an abandoned experi- 
ment by subsequent inaction. — Bury v. ThompBori, C. D., 1892, 
42 ; 58 O. G., 1255 : Simonds, Commr. 

Accidental production. That reduction to practice was the 
result of accident is immaterial, provided the inventor was aware 

of the method of production and could repeat it thereafter 

Vollrath v. Comstock, C. D., 1892, 109 ; 69 O. G., 1105 : Simonds, 
Commr. 

Limitations of use. The fact that a reduction to practice 
produces a result that is successful only within certain limita- 
tions of use, does not invalidate it. — Riley v. Barnard, C. D., 
1892, 127 ; 59 O. G., 1919 : Simonds, Commr. 



Removal of limitations. A reduction to pnwtice which 

embodied a certain broad conception, and which was successful 
only within certain limitations of use, will nevertheless sustain 
a claim based on such broad conception, even as against a reduc- 
tion to practice by a rival inventor, which embodied a mor& 
perfect development of the same broad conception, and which 
in consequence was free from such limitations of use. — Riley v^ 
Barnard, C. D., 1892, 127 ; 59 O. G., 1919 : Simonds, Commr.. 

Perfect macliine. A perfected invention does not imply a- 
perfectly constructed machine, but one so constructed as to em- 
body all the essential elements of the invention in a form that 
would make them practical and operative, so as to accomplish 
the result in a reasonably practical way, demonstrating, in its 
rough state, that it would have practical eflScacy and utility 
when constructed with thorough mechanical skill in all its parts. 
— Kasson v. Hetherinffton^ C. D., 1899 ; 88 O. G., 1157 : Duell, 
Commr. 

Process. The construction of a machine capable of effecting 
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a process is not a reduction to practice of the process, when the 
nature of the process is not evident from an inspection of the 
machine. — Croskey v. Atterbury^ C. D., 1896, 9 ; 76 O. G., 1359 : 
Fisher, Actg. Commr. 

Detached part. The fact that a part of a machine was not 
adapted to be attached to the machine but on trial was held in 
its place by hand and actually performed the operations called 
for by the claim in interference, does not invalidate the reduc- 
tion to practice. — Loewer V. Ross, C. D., 1896, 40; 76 O. G.» 
1711 : Fisher, Acty. Commr. 

ilachine for making. The fact that a machine was made for 
the purpose of producing specimens of the invention, is evidence 
that such specimens were actually made. — Breul v. Smithy C. D., 
1897, 3 ; 78 O. G., 1904: Fisher, Actg. Commr. 

Experimental device. While reduction to practice may be 
made with an experimental device, it must be by practical and 
successful operation, and must be in such use and varieties of 
use as the device would have to stand when manufactured and 
sold.— Arnold v. Tyler, C. D., 1897, 16 ; 79 O. G., 164 : Fisher, 
Acty. Commr. Wurt% v. Harrington, C. D., 1897, 20 ; 79 O. G., 
885 : Fisher, Acty. Commr. 

Principle not fully understood. While an inventor may not 
have been aware of the whole scope of his discovery, yet if he 
was in a position to give to the world its essential featui'es to 
an extent sufficient to meet the requirements of practical work- 
ing, he has effectively promoted the progress of science and the 
useful arts. — Stevens v. Field v. Seher, C. D., 1897, 177 ; 81 O. 
G., 1929 : Fisher, Acty, Commr. 

Sufficiency evidenced by the circumstances. 

Resumption of old method. That after an alleged reduction 
to practice, made with the avowed expectation of utilizing the 
new invention in case it proved successful, the use of the old 
process or machine was resumed and no use was made of the 
new one, is evidence that the alleged reduction amounted only 
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to an abandoned experiment. The experimenter in such a case 
^^ contemplated further action if he succeeded ; he made the trial 
and never did anything more. On any other theory than failure 
his conduct is inexplicable." — Zmetusch v. Stockhetm^ C. D., 
1890, 151 ; 53 O. G., 755 : Mitchell, Commr. 

Familiarity. That the old method was resumed because 



cheaper and more familiar to the workmen, is a valid reason for 
such resumption, where the actual success of the trial is other- 
wise affirmatively established. — Thomsan v. Priest v. Wetmore^ 
C. D., 1895, 27 ; 71 O. G., 1769 : Seymour, Commr. 

Patentififr promptly. The prompt filing of an application is 
evidence that a reduction to practice was successful. — Sibbald v. 
Cassidy and Smith, C. D., 1892, 214 ; 61 O. G., 563 : Simonds, 
Commr. 

Consulting attorney. The fact that the inventor consulted 
an attorney as to the patentability of his invention, subsequent 
to an alleged reduction to practice, is not evidence of the 
sufficiency of the latter. — Arnold v. Tyler, C. D., 1897, 16 ; 79 
O. G., 154 : Fisher, Actg. Commr. 

Absence of specimens. It weighs against the alleged success 
of a process at a certain date, that none of its alleged successful 
product can be produced. Shellaberger v. Sommers, Sommers and 
Sommers, C. D., 1894, 74 ; 68 O. G., 533 : Seymour, Commr. 

Counter-proof. The absence of the thing alleged to have 

been a reduction to practice is material only to the question of 
success of the trial, and may be counteracted by direct evidence 
of such success. — Thomson v. Priest v. Wetmore, C. D., 1895, 
27 ; 71 O. G., 1769: Seymour, Commr. 

Otiier inventions given preference. The fact that during the 
period of alleged conception and perfection the inventor took out 
other patents for inventions in the same line, makes it probable 
that his failure then to patent the invention in question was due 
to its not being really perfected. — Ecauhert v. Hofmann, C. D., 
1890, 145; 52 O. G., 2107 : Mitchell, Commr. Rennyson v. 
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Merritty C. D., 1898, 42 ; 63 O. G., 151 : Simonds, Commr. 
WurtBv. Harrington, C. D., 1897, 20; 79 O. G., 335: Fisher, 
Actg. Commr, 

Failure to try to interest manufacturers. The fact that the 
inventor failed to attempt to enlist the favorable interest of 
manufacturers in the invention in question, when it was of the 
kind that they would be likely to use, and when simultaneously 
he was endeavoring to have them adopt other inventions of his 
in the same line, indicates that his alleged perfection of the 
invention had not actually taken place. — JEcaubert v. Hofmann, 
C. D., 1890, 143 ; 52 O. G., 2107 : Mitchell, Commr. 

Obstacle not considered insurmountable in similar case. 

When a collateral difficulty in the process of manufacture con- 
fronted the inventor equally with respect to two allied inventions, 
and he nevertheless patented one of them, the fact that he 
deferred the patenting of the other is evidence that the latter was 
not then perfected, rather than that his inaction was due to the 
aforesaid difficulty. — JEcaubert v. Hofmann^ C. D., 1890, 143 ; 52 
O. G., 2107 : Mitchell, Commr. 

Subsequent difficulty. Subsequent difficulty in producing a 
practical machine is a fact that throws doubt on the sufficiency 
of an alleged reduction to practice. — Slattery v. Shallenbergery C. 
D., 1893, 39 ; 62 O. G., 1515 : Simonds, Commr. 

Subsequent need unsupplied. The fact that subsequent to 
the alleged reduction to practice the inventor had need of his 
invention and did not use it, throws doubt on the sufficiency of 
such reduction. — Slattery v. Shallenbergery C. D., 1893, 39 ; 62 
O. G., 1515 : Simonds, Commr. Arnold v. Tyler, C. D., 1897, 
16 ; 79 O. G., 154 : Fishek, Actg. Commr. 

Subsequent experiments on other lines. That after an alleged 
reduction to practice the inventor dismantled his device and 
experimented on other lines to attain the same results, is evidence 
unfavorable to him. — Grlidden v. Busell, C. D., 1894, 48 ; 67 O. 
G., 675 : Seymour, Commr. Qlidden v. Noble, C. D., 1894, 51 ; 
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67 O. G., 676 : Seymour, Commr. Wurtz v. Harrington^ C. D., 
1897, 20; 79 O. G., 335: Fisher, Actg. Commr. 

Only one specimen. The fact that only one specimen of a 
simple invention was made may be evidence against the success 
of the reduction to practice. — Wurtz v. Harrington^ C. D., 1897, 
20 ; 79 O. G., 335 : Fisher, Actg. Commr. 

Experiment in details. A reduction to practice that accom- 
plishes the result sought is not converted into an abandoned ex- 
periment by subsequent experiments to improve the minor details 
of the device.— ^we« v. Shaffer, C. D., 1895, 15 ; 71 O. G., 1453 : 
Seymour, Commr. 

Caveat. The filing of a caveat subsequent to an alleged 
reduction to practice, wherein the applicant states that he desires 
further time to mature the invention, is evidence for, rather than 
against, the reality of such reduction to practice, provided the 
practical success of the invention could be ascertained only after 
the specimens of it which were made had been subjected to the 
conditions of subsequent use ; reversing Colhoun v. Hodgson (C. 
D., 1894, 66 ; 67 O. G., 1329: Seymour, Commr.)— Colhoun v. 
Hodgson, C. D., 1895, 122 ; 70 O. G., 276 : Ct. App., D. C. 

iliscellaneous. 

Process in production of product. When the invention is a 
product, the process by which the reduction to practice was 
effected is immaterial and may or may not coincide with that 
described in the application. — Vollrath v. Comstock, C. D., 1892, 
109 ; 59 O. G., 1105 : Simonds, Commr. 

Inurement. Where two independent inventors of the same 
improvement have discussed it together, and one of them, being 
in a position of authority, has directed the making of a reduction 
to practice, and has consistently asserted his rights in the inven- 
tion and patented it and enforced those rights so far as possible, 
while the other inventor has asserted no rights and has delayed 
the filing of an application after learning of the steps taken by 
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his opponent to patent the invention, held that the reduction to 
practice inures to the benefit of the former inventor. — LaFlare 
V. Chase, C. D., 1896, 32 ; 72 O. G., 741 : Seymour, Commr. 

Public use. An alleged reduction to practice more than two 
years prior to the filing of the application, which if established 
would amount to a public Use, is negatived by the application 
OB.th.—Colhoun V. ffodgson, C. D.J 1894, 66; 67 O. G., 1329: 
Seymour, Commr.^ Carty v. Kellogg^ C. D., 1895, 83 ; 73 O. G., 
285 : Seymour, Commr. 

Degree of proof. An alleged reduction to practice more 

than two years prior to the filing of the application, which, if 
established, would amount to a public use, must be proved 
beyond a reasonable doubt. — Wurtz v, Harrington, C. D., 1897, 
20 ; 79 O. G., 335 : Fisher, Actg. Commr. 

Identity of specimen. Numerous witnesses of unquestioned 
credibility concurring in one matter may nevertheless be mistaken, 
particularly upon the question whether a specimen shown them 
as they testify is the identical thing which they saw more than 
two years before. — Johnston v. Stone, C. D., 1896, 99 ; 77 O. G., 
2137 : Seymour, Commr. 

•Lapse of time. Uncertainty in the identification of a 



specimen of the invention is not excused by lapse of time when 
such lapse of time was caused by the inaction of the inventor, 
and such lapse of time will operate to resolve all doubts against 
\iun.— GhiilbeH v. Killin^er, C. D., 1898, 26; 82 O. G., 1561 : 
Greeley, Actg. Commr. 

Date, unsupported statement of inventor. The unsupported 
testimony of an inventor, though clear and definite, cannot estab- 
lish the date of a reduction to practice. — Feder v. Poyet, C. D., 
1899 ; 89 O. G., 1343 : Greeley, AbbU Commr. 

FOREIGN PATENT. 

Admissibility. A foreign patent would seem to be evidence 
of perfected invention, if the description contained therein is 
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sufficiently clear and definite, and reduction to actual practice is 
not necessary to consummate a title to receive a United States 
patent based npon it — Deprez and Carpentier v. Bernstein v» Hunter 
V. aaviard and GHbbs, C. D., 1891, 53 ; 54 O. G., 1711 : Mitchell, 
Commr. 

Sufficiency. A foreign patent that is offered in lieu of reduc- 
tion to actual practice is not entitled to the tolerance and gener- 
osity that are extended to private drawings and descriptions 
representing the inceptive stages of an invention, but instead is 
required to speak in unequivocal language, and to describe the 
invention in issue fully, clearly,- and exactly. — Deprez and Carpenr 
tier V. Bernstein v. Hunter v. Gaulard and Qibbs^ C. D., 1891, 53 ; 
54 O. G., 1711 : Mitchell, Commr. 

Estoppel by concealment. 

• 

Qeneral rule. An inventor who, after reducing his invention 
to practice, has deliberately concealed it from the public* is not 
entitled to a patent as against one who during such concealment 
has independently invented the same thing and has patented it 
in good faith and in ignorance of the fact of invention by the first 
party. — Mower v. Crisp and Copeland^ C. D., 1898, 41 ; 83 O. 
G., 155 : DuELL, Commr. Davis v. Forsyth and Forsyth^ C. D., 
1899 ; 87 O. G., 516 : Duell, Commr. 

Estoppel. This rule is based upon estoppel operating against 
the prior inventor who has been guilty of laches in concealing 
the invention and inducing others to enter the apparently unoc- 
cupied field, only to set up his claim against them after they have 
spent time and money on the faith of the representation created 
by his silence. — Mower v. Crisp and Copeland^ C. D., 1898, 41 ; 
83 O. G., 155 : Duell, Commr. 

Period of concealment. In Mower v. Crisp and Copeland 
{ante)y the period of concealment was eleven years. In Davis v. 
Forsyth and Forsyth (^ante^ it was five years. 

Reasons of policy. The fact that friction might have been 
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created and the value of a patent mi^ht thereby have become 
jeopardized, is not an excuse for concealment. — Davis v. For- 
syth and Forsyth, C. D., 1899; 87 O. G., 616: Duell, dmmr. 



Originality. 

Reduction to practice. 

Application for patent. 

Communication op idea. 

Assertion of title. 

Employees. 

Presumption. 

Minor improvements. 

Miscellaneous evidence. 

Testimony. 

Fraud. 

Acts done abroad. 

Note : Further search on the subject of possession of an inven- 
tion at a given time should be made in Priority, conception, and 
in Priority, reductio?i to practice, above. 

REDUCTION TO PRACTICE. 

Inurement. In order that a reduction to actual practice 
effected by and known to only one party should inure solely to 
the benefit of the other party, the latter must show, not by 
raising a mere doubt, but by producing a reasonable preponder- 
ance of evidence, that he himself had the idea, and had it first, 
and communicated it to his opponent. — Milton v. Kingsley, C. 
D., 1895, 3 ; 71 O. G., 887 : Seymour, Commr. 

APPLICATION FOR PATENT. 

Rival application known. When one party applied for a 
patent, while the other, knowing of such application, delayed to do 
so, a strong presumption is raised in favor of the former. — Hisey 
V. Peters, C. D., 1892, 64 ; 58 O. G., 1691 : Simonds, Commr. 
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Orderiy procedure. That an application for a patent was 
made neither in undue haste nor with unusual delay, but con- 
formably with the common experience, is evidence in favor of 
originality. — Narthall v. Painter v. Bemadin^ C. D., 1895, 10; 
71 O. G., 1159 : Seymour, Commr. 

By one |>arty lor the other. Where one party applied for a 
patent with the knowledge of the other, the latter can hardly 
claim that the application was to be made in his own behalf 
when no detailed arrangements appear with respect to paying the 
fees or selecting the attorney or signing the papers. — Roberts v, 
Brinkman, C. D., 1897, 26 ; 79 O. G., 1189 : Seymour, 
Commr. 

Former joint application. The presumption of originality 
arising from the applicant's oath, which is a part of his applica- 
tion, is not impaired by the fact that he had previously applied 
for a patent on the same invention jointly with another person, 
which joint application had been expressly abandoned, providing 
there has been nothing to negative good faith in the transaction. 
—Stupakoff V. Johnson, C. D., 1898, 132 ; 84 O. G., 982 : 
Gbeeley, Asst. Commr, 

COMMUNICATION OF IDEA. 

Inactivity. When a party claiming to be the first inventor 
was inactive during the period when his rival was perfecting his 
invention and applying for a patent, but attempts to show that 
the latter derived his knowledge of the invention from him, the 
burden is heavily upon him to prove that such was the case. — 
Ecavhert v. Hofmann, C. D., 1890, 143 ; 52 O. G., 2107 : 
Mitchell, Commr, 

Intimate relations. One contestant having been proved to 
have the conception before the date claimed by the odier, and 
having been very friendly and intimate with the latter, and work- 
ing in the same factory and at the improvement of the same 
machine, it will be presumed that a disclosure was made by the 
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earlier conceiver to the alleged later one. — IAgo9iwky v. Peters v. 
Siseyj C. D., 1891, 225 ; 57 O. G., 1595 : Simonds, Cammr. 

Access to work. The fact of access to the work of the other 
party is evidence against originality. — Aiistin v. Winsorj C. D.» 
1898, 104 ; 83 O. G., 1991 : Duell, Commr. 

Assertion not denied. When a junior party asserts that 
he disclosed the invention to his opponent, even though that 
assertion is uncorroborated, the burden of proof is shifted to 
the latter to at least appear on the witness stand and deny the 
assertion.— At^tm v. Winslaw, C. D., 1898, 104 ; 83 O. G., 1991 : 
DuELL, Commr. Streat v. Freckleton^ C. D., 1899 ; 87 O. G., 
695 : DuELL, Commr, 

ASSERTION OF TITLE. 

Chance to sell. If a party failed to make any reference to an 
invention, when he had an opportunity to sell it if he possessed 
it, the presumption is that he did not possess it — Zerbe v. OAZ, 
C. D., 1892, 67 ; 58 O. G., 1839 : Simonds, Commr. Leeman 
V. Smith, C. D., 1894, 17 ; 66 O. G., 1307: Seymour, Commr. 

Intimate friends. That the failure to lay claim to an inven- 
tion extended to all the conversations in which the invention was 
mentioned, even those with intimate and trusted friends, is 
evidence against originality. — Leeman v. Smithy C. D., 1894, 17 ; 
66 O. G., 1307 : Seymour, Commr. 

Friendly terms. If while the two parties were on friendly 
terms one of them asserted by words and conduct that he was 
the inventor, a claim which the other party controverted only 
after their friendly relations were dissolved, this is evidence 
favoring the first party. — Soley v. Hebhard, C. D., 1894, 88 ; 68 
O. G., 655 : Seymour, Commr. Johnston v. Stone^ C. D., 1896, 
99 ; 77 O. G., 2137 : Seymour, Cammr. 

Concealed application. Failure to lay claim to an invention 
when occasion demanded is evidence against originality, even 
though the invention were at that time in possession of the 
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party and he had applied for a patent on it. — Tremain v. CurtiSy 
C. D., 1894, 30 ; 66 O. G., 1447 : Seymour, Commr. 

Attempt to secure agreement. It is unlikely that an employee 
in a factory in which he had no proprietary interest would allow 
events to progress under his daily observation to the point of 
commercial manufacture of the invention, without even an 
attempt to exact an agreement giving him recompense, if he 
were the real inventor. — Northall v. Painter v. Bemadin^ C. D., 
1895, 10; 71 O. G., 1159: Seymour, Oommr. 

Weak claim. That a weak claim to the invention was made 
is unlikely, as a person making any claim at all would make a 
positive one. — Narihall v. Painter v. Bemadiuy C. D., 1895, 10 ; 
71 O. G., 1159 : Seymour, Commr, 

Adverse |>atent mark. That one party knew that specimens of 
the invention were being marked with the patent date of a patent 
to the other party, but made no protest nor claim of title, is 
damaging. — C<mch v. Finnegan^ C. D., 1896, 79 ; 77 O. G., 1595 : 
Seymour, Commr. 

Former |>atent. That an alleged inventor obtained a patent 
in which the invention might have been described and claimed, 
but which made no mention of it, is evidence against his claim. — 
Couch V. Finnegan, C. D., 1896, 79 ; 77 O.G., 1595 : Seymour, 
Commr. 

Application discovered. If a party, upon discovering that an 
application made with his knowledge by the other party was 
made in the name of the latter, does not remonstrate on the 
ground of being the inventor solely or jointly but simply on the 
ground of a business interest in the patent, it is evidence against 
his subsequent claim to inventorship. — Roberts v. Brinkman^ C. 
D., 1897, 26; 79 0. G., 1189: Seymour, Commr. 

Disbelief in success. When it is established that one party 
stated the idea of the invention to the other, and that the latter 
expressed a belief that it would not work, this is evidence 
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against the latter's claim to originality. — Mien v. Buhoup^ C. D., 
1897, 190; 81 O. G., 2088: Fisher, Actg. Oommr. 

Co-employees. Failure to lay claim to an invention before 
co-employees is evidence against originality. — Austin v. Window^ 
C. D., 1898, 104 ; 88 O. G., 1991 : Duell, Commr. 

EilPLOYEES. 

The rights of subordinates in a manufactory to such inventions 
as they may make are at all times the object of the jealous care 
of courts and tribunals. — Leeman v. Smith, C. D., 1894, 17 ; 66 
O. G., 1307 : Seymour, Commr. 

PRESUMPTION. 

Qeneral rule. When a completed application has been filed, 
accompanied by a proper oath, it is presumed by the Office, for 
all purposes of the interference, that the party filing the applica- 
tion is an original inventor ; and this presumption, which is 
founded upon the oath to the application, extends throughout 
the entire course of the proceedings had therein, and must pre- 
vail at every stage unless overcome by evidence ; hence, proof of 
possession of the invention at a certain date (e. g., proof of a 
foreign patent, as in Lauder v. Orawellj C. D., 1879, 177) is 
presumptive proof of originality at that date. — O-essnerv. Miller j 
C. D., 1890, 6 ; 50 O. G., 433 : Mitchell, Commr. 

Rule ii6. When a party seeks to establish a state of facts dif- 
ferent from that which is presumptively created by the filing dates, 
the Rule (116) imposing upon him the burden of proof intends 
only proof of priority, not of originality ; the distinct and inde- 
pendent presumption of the latter remains sustained by the oath 
accompanying the application. — O-essner v. MUler^ C. D., 1890, 6 ; 
50 O. G., 433 : Mitchell, Commr. 

Patentee. That the opposing party, who is a patentee, is not 
an original inventor, is an allegation that must be proved beyond 
a reasonable doubt, and it would be merely begging the question 
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to argue that the presumption did not exist because there could 
be no vested right founded upon fraud. — Hansen v. DaviSy C. D., 
1891, 72 ; 56 O. G., 998 : Mitchell, Commr. 

Actual reducer to practice. Between two applicants, one of 
whom has made the only reduction to practice that appears in 
the case while the other claims to have communicated the 
invention to the first, the burden of proof on the party so claim- 
ing is satisfied by a reasonable preponderance of evidence. — 
Webster v. Parkhurst and Ham, C. D., 1892, 186 ; 60 O. G., 1325 : 
SiMONDS, Commr. Milton v. Kingsley, C. D., 1895, 3 ; 71 O. G., 
887 : Seymour, Commr. 

MINOR IMPROVEMENTS. 

Employee. If a person once conceives the main idea of an 
improvement, valuable minor results contributed by a workman 
in reducing the invention to practice without rejecting the 
original idea and proceeding upon a wholly distinct and separate 
plan, belong to the former as a part of his invention. — Hisey v. 
Peters, C. D., 1892, 64 ; 58 O. G., 1691 : Simonds, Commr. 
Hayes v. Hopkins, C. D., 1892, 75 ; 59 O. G., 157 : Simonds, 
Commr. 

Attorney. The rule of employer and employee obtains 
between attorney and client, and when the latter has suggested 
the central idea of the improvement, although in a crude form, 
perfection of the improvement by the latter will not deprive the 
former of his title. — Wheaton v. Kendall, C. D., 1893, 40 ; 62 O. 
G., 1516 : Simonds, Commr. 

Not employed to invent. An employer who has conceived 
the main idea of an invention and has communicated it to an 
employee not employed to make inventions for him, but simply 
to work for him, is not entitled to appropriate a minor feature 
invented by the employee without the use of his property or 
resources and not suggested to him by the employee ; and es- 
pecially is this true where the minor feature invented by the 



254 PRIORITY, ORIGINALITY. 

employee is all that is patentable over the prior art — Streat v, 
Freckletouj C. D., 1899; 87 O. G., 695: Dubll, Commr. 



niSCELLANEOUS EVIDENCE. 

Old inventor. When the invention in controversy is an 
improvement upon a former invention of one of the parties, the 
presumption is that the same party originated the improvement. 
—HiBey v. Peters, C. D., 1892, 64 ; 58 O. G., 1691 : Simonds, 
Commr. 

Details of practice. That an alleged inventor had never tried 
his improvement in actual practice, yet in his application speci- 
fied details of procedure that could be known only by actual use 
and trial, is evidence against originality. — Brungger r. Smithy C. 
D., 1893, 27 ; 62 O. G., 1511 : Simont>s, Commr. 

As:reement to assign. The existence of an agreement on the 
part of a skilled workman to assign to his employer any inven- 
tions he had made or might make upon a former invention of 
the employer pertaining to the same art as the issue of the 
interference, is evidence in favor of the workman, in a contest 
involving the question of originality. — Tompkiris v. Selkirk^ C. D., 
1892, 94 ; 59 O. G., 629 : Simonds, Commr. 

Contempt for invention. The fact that a reduction to prac- 
tice, claimed by both parties, was looked upon by one of them as 
not likely to succeed and was thought little of by him when 
accomplished, is evidence against his claim. — Doyle v, McRobertSy 
C. D., 1895, 80; 73 O. G., 139: Seymour, Commr. 

Adverse claim to compromise on. That the representatives 
of one applicant filed his application only for the purpose of an 
interference, and meanwhile maintained business relations with 
the other applicant and made propositions for adjustment of the 
interference, and only broke off with him when he refused their 
offers, and then prosecuted the interference vigorously, is 
evidence againt their claim. — Hill v. Parmelee, C. D., 1895, 88 ; 
73 O. G., 477 : Seymour, Commr. 
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TESTinONY. 

Failure to controvert. When in the face of a detailed narra- 
tion of certain circamstances in which both parties were inyolved, 
given by one of those parties, the other party is not called to 
the witness stand in rebuttal, the presumption is that such 
narration is correct. — Oreenfield v. Prentice^ C. D., 1894, 61 ; 67 
O. G., 1189 : Seymour, Commr. 

Record date. Where the senior party stands upon his record 
date and fails to appear on the witness stand and deny the 
assertion of the junior party, who states that prior to that date 
he has communicated the invention to the senior party, the 
burden of proof has been transferred to the senior party and he 
has failed to overcome it. This may be true even where the 
positive showing of the junior party as to his own dates is not 
in itself clear enough to shift the burden of proof. — Austin v. 
mnslow, C. D., 1898, 104 ; 83 O. G., 1991 : Duell, Commr. 

Inconclusive denial. If there exists on the one hand the 
positive application-oath of an applicant, affirming that he is the 
sole inventor of the improvement, and on the other hand no 
positive denial of such affirmation, but only an averment such as 
that the invention was made during conferences between the 
applicant and the contesting party, the right of the applicant to 
a patent will not be overthrown. — Rilei/ v. Barnard^ C. D., 
1892, 134 ; 59 O. G., 1921 : Simonds, Commr. 

Evidence likely to throw light. When letters were written 
to an alleged inventor by a person who had access to the work 
of the rival inventor, and such letters would be likely to refer 
to such work, a failure to produce them is damaging. — Brungger 
V. Smith, C. D., 1893, 27 ; 62 O. G., 1511 : Simonds, Commr. 

FRAUD. 

When fraud is alleged, the proof must be clear and convincing. 
—Roberts v. Brinkman, C. D., 1897, 26 ; 79 O. G., 1189 : 
Seymour, Commr. 
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ACTS DONE ABROAD. 

Acts done abroad are admissible on the question of originali- 
ty. — Parkin and Wright v. Jenness^ C. D., 1893, 64 ; 63 O. G., 759 : 
Frothingham, Asat Commr, Shiels v. Lawrence and Kennedy^ 
C. D., 1897, 184 ; 81 O. G., 2085: Greeley, Actg. Commr. 



PROCESS. 

Test of separability of process from particular 

machine. 

other machines known. When the applicant has knowledge 
of other machines than his, which can effectuate the process, and 
when in point of fact the process was invented before this par- 
ticular machine, it is evident that the test announced in ex parte 
Young (C. D., 1889, 116 ; 46 O. G., 1635), can be met, and that 
the process is not the mere function of the machine. — Ex parte 
Kerr, C. D., 1890, 165 ; 53 O. G., 919: Fisher, Actg. Commr. 

No other machine known. While the fact that other known 
machines than that described can effect a given process, is 
decisive of the patentable nature of the process, that fact is not 
required to be established, for this might be equivalent in some 
cases to requiring the applicant to invent a plurality of machines. 
The test for such cases is whether the process and the one known 
means of practising it are in reality but a single invention viewed 
in two aspects and defined first in abstractions and next in 
tangible elements ; and this must be decided independently of 
whether the process can be performed by means dissimilar to that 
described.— JJr parU Holt, C. D., 1894, 82 ; 68 O. G., 536 : 
Seymour, Commr. 

Entirely mechanical. That the given machine, when properly 
,, adjusted, would perform the entire process, does not make the 
latter the mere function of the machine. — Ex parte Holt, C. D.^ 
1894, 82 ; 68 O. G., 536 : Seymour, Commr. 

By hand. That a given process could not be performed by 
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hand, is not fatal to it— JEx parte Holt, C. D., 1894, 82 ; 68 O. 
G., 536 : Seymour, Commr. 

Scope of Risdon Works v. Medart. Risdon Iron and Locomo- 
tive Works V. MefJart (158 U. S. 68 ; 71 O. G., 751), taken in 
connection with Westinghouse v. Boyden Power Brake Co. (170 
U. S. 537, 557 ; 83 O. G., 1067), must be held (1) to have de- 
cided that processes which involve some chemical or other 
elemental action are patentable ; and (2) to have decided that 
processes which involve nothing more than the operation of apiece 
of mechanism or the function of a machine are not patentable ; 
and (3) to have left it undecided whether processes are or are not 
patentable which, though they are ordinarily and most success- 
fully performed by machinery, may also be performed by simple 
manipulation. It is the duty of the Office to grant patents on 
processes of this latter class, so long as the question remains an 
open one. — Ex parte Rogers and Winsloro, C. D., 1899; 87 O. 
G., 699 : DuELL, Commr. 

Physical effect. 

A process must produce some change in the character or con- 
dition of material objects ; and hence a plan or theory of action, 
for instance a method of advertising articles for sale, which if 
carried into action could produce no physical results proceeding 
directly from the operation of the theory or plan itself, is not a 
patentable process. — Ex parte Turner, C. D., 1894, 36 ; 66 O. G., 
1593 : Seymour, Commr. 

Prior apparatus patent. 

That an inventor could not patent a process after patenting 
an apparatus for carrying out the process, was not the doctrine of 
Mosler Safe Co. v. Hosier (43 O. G., 1115). What the Supreme 
Court held in that case was that a patent or the way of making 
an article could not be granted after the article itself had been 
patented. But process and apparatus are different inventions, 
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and a patent on the latter does not exclude a patent to the same 
inventor on the former. — Ex parte Ohambera^ C. D., 1890, 101 ; 
51 O. G., 194r3 : Mitchell, Commr. 



Specific ill U5l rations. 

Preparing: cement. The following process is of a patentable 
nature : — 

In the manufacture of Portland cement, the process of prepar- 
ing and tempering slurry, which consists in weighing the freshly- 
dug clay and limy materials, mixing and working them when 
soft, damp, or wet, testing a portion of the mass, and, if neces- 
sary, adding material thereto. 

— Ex parte Kalteyer arid Bartholomew, Jr., C. D., 1891, 202 ; 
57 O. G., 1127 : Simonds, Commr. 

Rollins: iron beams. The following process of rolling I beams 
and the like is not the mere function of the machine, but is '* a 
true process, although a mechanical process " : — 

"The method herein described which consists in laterally 
displacing, by a wedge-like action during the process of rolling, 
more or less of the metal which constitutes the middle portion 
of an ingot, bloom, or slab, so as to push it over toward the ' ends ' 
or flange portions thereof, and simultaneously and in the same 
rolling operation subjecting such ' ends ' or flange portions to a 
rolling compression, with reference to a uniform or nearly uniform 
reduction of all portions of the ingot, bloom, or slab while being- 
brought to the finished form desired." 

—Ex parte Butz, C. D., 1894, 52 ; 67 O. G., 677: Seymour, 
Commr, 

Making: lock-nuts. The following mechanical process was 
sustained without question: — 

The method or process of making lock-nuts, which consists of 
folding the blank upon itself into two sections or layers which 
are joined at one edge, of perforating and threading the blank 
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thus formed through both sections or layers, and of then 
separating the sections or layera. 

— Richardson v. Leidgen^ C. D., 1896, 63 ; 77 O. G., 153 ; 
Seymour, Commr. 

Making: pad-covers for buffins:-machines. The following 
process is of a patentable nature : — 

That improvement in the art or method of making abrasive 
covers for buffing-machine pads, which consists in yieldingly 
holdmg the marginal portion of a flat blank and applying pres- 
sure to the middle portion thereof in a direction transverse to its 
plane, whereby said middle portion is stretched and the marginal 
portion contracted, and tlien applying expansive pressure in said 
stretched middle portion whereby it is re-formed being expanded 
to a greater diameter than the inner edge of the restrained and 
contiticted margin. 

—JEx parte Rogers and Wi7islow, C. D., 1899 ; 87 O. G., 699 : 
DuELL, Commr. 

PUBLIC USE. 

Reference date — Acts short of application. An applicant can^ 
not take any benefit, as against the allegation of prior public use 
as a bar or defense, from any act in the direction of obtaining a 
patent for his invention, that falls short of such an application 
as the statutes authorize and regulate. — Hx parte Meucci^ C. D.y 
1890, 65 ; 51 O. G., 299 : Mitchell, Commr. 

Consecutive applications. If without previously having 

abandoned his first application, an applicant files a second one, 
the two will be held to be continuous so far as the question of 
prior public use is concerned, and the second application will be 
entitled, in this respect, to the filing date of the first. — Ex parte 
ScUlling, C. D., 1892, 147 ; 60 O. G., 160 : Frothingham, 
Acty. Commr. 

Public use as related to reduction to practice. If the evidence 
shows a successful reduction to practice more than two years 
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prior to an application for a patent, circumstances may be such 
that the Commissioner will, in his decision, instruct the Exam- 
iner to inquire carefully into the question of public usp before 
passing the case to issue. — Stanley v. Slattery^ C. D., 1891, 46 ; 
64 0. G., 1709: Mitchell, Cbmrnr. 

Reduction to practice in public. The fact that a reduc- 



tion to practice was made in public does not mise a presumption 
that it constituted a " public use." — Vollrath x\ Comstocky C. D., 
1892, 109; 59 O. G., 1105: Simonds, Commr. 

Knowledge and consent. Public use will bar the grant of a 
patent, even if it occurred without the knowledge, consent or 
allowance of the applicant. — Ux parte Dratobangh^ C. D., 1891, 
182 ; 57 O. G., 693 : Simonds, Commr, 

Presumption. Public use is not presumed. — Vollrath v\ 
Comstock, C. D., 1892, 109; 59 O. G., 1105: Slmonds, 
Commr, 

Executory contract. It is not putting an invention on sale 
to exhibit specimens of the invention [a fire-alarm box] for the 
purpose of securing a contract to install a [fire-alarm] system 
containing the invention, nor to make such a contract and pro- 
ceed in the installation of the system, including therein the 
identical specimens exhibited, provided the contract is executorj' 
in its nature by reason of requiring certain acts to be performed 
by the purchaser before he acquires property rights in the said 
system, and provided also the invention requires to be tested in 
such a system to determine its practicability. — Riiddick v, MUli" 
km, C. D., 1895, 59 ; 72 O. G., 1651 : Seymour, Commr. 

Design. Any use of a design in public is public use thereof, 
for experimental use of a design is impossible, even in the case 
of a design for a " new, useful, and original shape or configura- 
tion of any article of manufacture." — Ex parte Tournier, C. D., 
1900; 90 O. G., 1948: Greeley, Asst. Commr. 
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PUBLIC USE PROCEEDINGS. 

See also Interferences^ motiotis to dissolve^ public use^ etc. 

Procedure on prima facie case. When an affidavit alleging 
public use has been filed with the Examiner, he will examine it 
and determine whether in his opinion it makes out a, prima facie 
case. If so, he will call the Commissioner's attention to the 
matter, transmitting the papers for his consideration. The Com- 
missioner will decide whether the showing warrants an investi- 
gation, and where it does he will hold a preliminary hearing at 
which both the applicant and the protestant will be heard. If 
after such hearing the Commissioner determines upon an inves- 
tigation, he will set times for taking testimony, permitting the 
protestant to cross-examine the witnesses and rebut the evidence 
produced by the applicant Upon the closing of the testimony 
and the filing thereof in the Office, it will be considered, and not 
until it has been determined affirmatively that public use is made 
out win the claims of the application be rejected. (Overruling 
ex parte Beatty, C. D., 1891, 151 ; 66 O. G., 1563: Simonds, 
Commr.")— Ex parte Van Ausdal, C. D., 1900 ; 91 O. G,, 1617 : 
Chamberlin, AssL Commr. 

Affidavits — Date. Affidavits not presented for a year after 
their execution should be subjected to the strictest criticism. — 
JEx parte SheUler, C. D., 1892, 142 ; 60 O. G., 158 : Simonds, 
Commr, 

Facts. Affidavits should identify the invention attacked, 

by machine, model, or drawing, and the allegations should con- 
cern specific acts, leaving the Office to determine whether such 
acts establish a public use or sale. — Ex parte Shettler^ C. D., 
1892, 142 ; 60 O. G., 158 : Slmonds, Commr. Fay v. Conrad- 
son, C. D., 1893, 129 ; 65 O. G., 751 : Fisher, Asst. Commr. 

Unsworn statements. Unsworn statements not identifying 
with certainty the thing alleged to have been in use, do not 
constitute a prima facie case. Ex parte Beatty^ C. D., 1891, 
151 ; 56 O. G., 1563 : Simonds, Commr. 
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Judicial notice. Judicial notice of public use may be taken 
by the Office and an application be rejected thereon in the 
absence of evidence furnished by the applicant that such use 
has not occurred. — Ex parte Meueci^ C. D., 1890, 65 ; 51 O. G., 
299: Mitchell, Commr, 

Expense. If protestants who have set up b. prima facie case 
of public use fail to guarantee the expense of proceedings, the 
Office, with its present meagre appropriation, will undertake 
them only on a strong case. — Fay v. Conradson^ C. D., 1893, 
129 ; 65 O. G., 751 : Flsher, Afti<t. Commr. 

New matter. When a petition for public-use proceedings is 
based on public use of an invention covered by claims introduced 
into an application by amendment, and the petitioner alleges 
and the applicant admits that such use occurred more than two 
years prior to the filing of the amendment, and the petitioner 
further alleges that the amendment was new matter, and that 
therefore the admitted public use would prevent the lawful issue 
of a patent, then even granting the latter point of law to be 
well taken, the petition should be denied, because the question 
of fact as to new matter is a question of merits which should 
be passed upon by the Primary Examiner and Examiners-in- 
Chief before reaching the Commissioner, and furthermore it im 
an ex parte question, on which the petitioner has no right to be 
heard.— (7a«Zer et al. v. Edison, C. D., 1897, 38 ; 80 O. G., 966 : 
BUTTERWORTH, Commr. 

Defense by anotlier applicant. Upon the institution of 
public use proceedings against one applicant, another applicant 
for a patent on the same invention may l)e admitted as a party 
in interest to defend the case, upon a satisfactory showing that 
the first applicant may not make an adequate defense. — In re 
National Phonograph Co., C. D., 1899 ; 89 O. G., 1669 : DuELL, 
Commr, 

Inclusion of second application. When another applicant 

is admitted as a party defendant in public use proceedings, the 
evidence presented in those proceedings will operate against his 
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application in the same measui'e as against the application 
originally attacked. — In re National Phonograph Co.^ C. D., 
1899 ; 89 O. G., 1669 : Duell, Commr, 

Copy of application. Ordinarily a protestant who seeks to 
have public use proceedings instituted is not entitled to a copy 
of the application he attacks, but must confine himself to estab- 
lishing the facts and dates alleged in his affidavits, leaving the 
Office to decide whether the evidence presented should prevent 
the allowance of the application. — In re National Phonograph 
Co., C. D., 1899 ; 89 O. G., 1669 : Duell, Commr, 



REISSUE- 

See Rvles 85-92 of the Rules of Practice, 16th ed. 

Intervening riglits. It is sufficient evidence that no inter- 
vening rights have arisen when it does not appear that any one 
has manufactured, sold, used, or patented anything which would 
not infringe on the original patent, but would infringe on the 
desired reissue. — Ex parte Stanley, C. D., 1892, 166; 60 O. G., 
735: SiMONDS, Commr, 

Question arising in interference. When the question of 



the validity of a reissue is raised in an interference in which the 
reissue application or patent is involved, and validity turns 
upon the absence of intervening rights, the inquiry is not to be 
directed to whether or not machines made under the opposing 
party's application or patent infringed on the original patent 
sought to be reissued, but to whether or not any person what- 
ever had the right to and did employ the invention sought to 
be secured by the reissue, prior to the filing of the reissue 
application. — Loewer v. Ross, C. D., 1896, 40 ; 76 O. G., 1711 : 
Fisher, Actg. Commr. 

Re-introduced claim. A claim that was contained in the 
original application, but was canceled therefrom upon being 
rejected on references, cannot be re-introduced by reissue merely 
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on the ground that the true operation of the construction set 
forth in the claim, which operation was patentably novel, was 
not understood at the time when the claim was canceled, even 
although such lack of understanding occurred without fault or 
negligence. — Ex parte Bowman^ C. D., 1894, 25 ; 66 O. G., 
1310 : Seymour, Commr. 

Warrant in original patent. It is sufficient if there is no 
statement in the original patent which distinctly negatives the 
idea that the applicant has a right to make the claims contained 
in his application for a reissue. — Ux parte Stanley^ C. D., 1892, 
166 ; 60 O. G., 735 : SiMONDS, Commr. 

File-contents. The history of the prosecution of the 



original application may be referred to in order to show what 
the applicant then considered to be his invention, or in what 
construction of the latter by the Office he acquiesced. — Ex parte 
Bryant, C. D., 1896, 66 ; 76 O. G., 451 : Seymour, Commr, 

Reissue for correction of error. When a reissue is sought 
under Rule 170 for correction of an error on the part of the 
Office, the Office may, if it chooses, re-examine and reject any 
claim, and when any reason for rejection is kno\vn to exist, it 
would be improper to reissue the patent without such action. — 
Ex parte Weaver, C. D., 1896, 49; 76 O. G., 1715: Fisher, 
Actg. Commr, 

REJECTIONS. 

FORM AND MERITS. 

REJECTION. 

REFERENCES. 

Form and Merits. 

See Rule 64 of the Rules of Practice^ 16th ed. 

Claim for product defined by process. An application that 
the Examiner holds is informal by reason of claiming a product 
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in teims of the process of producing it, should nevertheless 
be examined and treated on its merits in the first instance by 
the Examiner, as well as being objected to because of its infor- 
mshty.—IIx parte Rogers, CD., 1890, 121; 52 O. G., 460: 
Fisher, Actg, Commr, 

Best references. Unless there are vital objections as to form, 
the first action mil state all the objections to every part of the 
application, both as to form and merits, and the best references 
should be cited. — Ex parte Eastrtian, C. D., 1891, 178 ; 57 O. 
G., 410 : SiMONDS, Commr. 

Objection to examination. Unfavorable action on the part 
of the Examiner which confines itself to pointing out objections 
to an examination upon the merits of the invention, • instead of 
rejecting claims as the result of such an examination, cannot be 
construed'as a rejection. — Ex parte Gabel, C. D., 1891, 65; 55 
O. G., 863 : Mitchell, Commr. 

Subject-matter. The Office has no authority to refuse to 
consider any formal application on the ground that its subject- 
matter is not entitled to protection in the manner sought, and 
that the case has been filed under the wrong classification. The 
applicant has a right to have his case admitted and either 
allowed or rejected in regular form, so that he may avail him- 
self of the regular avenues of appeal. — Ex parte Adams, C. D., 
1898, 115 ; 84 O. G., 311 : Greeley, Asst. Commr. Ex parte 
Sherman and Harms, C. D., 1899 ; 89 O. G., 2067 : Greeley, 
Actg. Commr. 

Superseded Rule 64- The following decision was rendered 
under the Rule that (roughly speaking) matters of form should 
take precedence of matters going to the merits. — Ex parte 
Klaus, C. D., 1898, 87; 64 O. G., 299: Fisher, Asst. 
Commr. 
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Rejection. 

Form of action. 

Final rejection. 

All grounds. 

Same applicant's application. 

Same applicant's patent. 

"Six months Rule." 

Rejection after allowance. 

Miscellaneous. 

See Rvle 65 of the Mules of Practice^ 16th ed, 

FORM OF ACTION. 

The word " reject." In making a rejection, the word " re- 
ject " should be used. — Ux parte JEastman^ C. D., 1891, 178 ; 57 
O. G., 410: SiMONDS, Commr. 

Claims. The claims, and not the application as a whole, 
should be rejected. — Ex parte Eastman, C. D., 1891, 178 ; 57 O. 
G., 410 : SiMONDS, Commr, 

Clear terms. In rejecting claims, such language should be 
used as will make it clear to the applicant that it is a rejection 
appealable to the Examiners-in-Chief, and not an objection 
reviewable upon petition to the Commissioner. — Ex parte Wi- 
ard^ C. D., 1890, 52 ; 51 O. G., 155 : Mitchell, Commr. Ex 
parte Gahel, C. D., 1891, 65; 55 O. G., 863: Mitchell, 
Commr. Ex parte Eastman, C. D., 1891, 178 ; 57 O. G., 410: 
SiMONDS, Commr. 

FINAL REJECTION. 

See Hide 134 ^f ^^ Rules of Practice, 16th ed. 

For rejection on an interference record, see Interferences, final 
hearing, claims of defeated parties. 

All grounds. No appeal can be taken upon the question of 
the insufficiency of an affidavit filed to overcome a reference, 
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until final rejection has been had upon all the other grounds 
relied upon by the Examiner. — Ex parte Donovan^ C. D., 1890, 
109; 52 O. G., 309: Mitchell, Commr. 

Claims amended in substance. Whether an amended claim 
is entitled to one rejection or to two is a question to be decided 
by the Examiner upon the same ground as it would be by the 
Commissioner, if the case were before the latter upon petition : 
namely, not whether the amendment avoids the references, but 
whether, as matter of language, the amended claim presents the 
same idea or invention as the old claim. — Ux parte Ghriawold^ C. 
D., 1890, 13 ; 50 O. G., 838 : Mitchell, Crnimr. Ux parte 
Pfeffer, C. D., 1894, 11 ; 66 O. G., 845 : Fisher, Asst, Commr. 

Adding: element to combination. The introduction, by 

amendment, of a new and distinct element into a claim makes 
the amended claim cover a different invention and entitles the 
applicant to two rejections of the amended claim, or, if he 
chooses, to further amendment after a single rejection. — JSx 
parte Ghimold, CD., 1890, 13; 50 O. G., 838: Mitchell, 
Commr. 

Wlien all claims ready. Final rejection should not be given 
until all the unallowable claims are in condition for such action. 
— Ex paHe Eastman, C. D., 1891, 178 ; 57 O. G., 410 : Simonds, 
Commr. 

Piecemeal rejection. When several claims have been once 
rejected and the applicant requests a reconsideration of one of 
them, without mentioning the others, the reconsideration will 
nevertheless embrace them all, inasmuch as it is not proper to 
permit a piecemeal prosecution. — Ex parte Stebbins, C. D., 1899 ; 
88 O. G., 1335 : Greeley, Asst. Commr. 

ALL GROUNDS. 

General rule. When an examination has been entered upon 
and a rejection has been made upon one ground, all other 
grounds for rejection should be assigned, in oi'der to necessitate 
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but one appeal. — Ex parte Mobert^, C. D., 1890, 51; 51 O. 6.^ 
155 : Mitchell, Commr. 

New matter. Though the Examiner holds that an amend- 
ment involves new matter, he should also treat it as to novelty, 
that both questions may be presented at once on appeal. — Ex 
parte Bailey, C. D., 1890, 123; 52 O. G., 608: Mitchell, 
Commr. Ex parte Zuber, C. D., 1894, 47; 67 O. G., 529; 
Seymour, Commr. 

Indefiniteness. When a claim is objected to as indefinite, 
which specifies "means," or the like, for effecting a certain 
function, references should also be cited in the first Office letter. 
'—Ex parte Knudsen, C. D., 1895, 29; 72 O. G., 589: Fisher, 
Actff. Commr. 

SAME APPLICANT'S APPLICATION. 

Identical claims. When an applicant has pending two 
applications containing the same claim, and one application is 
found to be allowable, it will be passed to issue, and the other 
application will be rejected upon it. No requirement will be 
made that the repeated claim be canceled from either applica- 
tion, nor that either application be formally abandoned, as a 
prerequisite to allowance. — Ex parte Feister, C. D., 1890, 167 ; 
53 O. G., 1089 : Mitchell, Commr. Ex parte CahilU C. D.» 
1893, 78 ; 63 O. G., 1815 : Fisher, Actg. Commr. 

Indivisibility. When an applicant has two applications 
concurrently pending, the later of which is stated to be a 
division of the earlier, and the earlier is passed to issue, the 
proper action on the part of the Examiner, if he does not 
consider that there is a proper division line between the appli- 
cations, is to reject the pending application upon the patent' — 
Ex parte Feister, C. D., 1892, 203; 61 O. G., 152: Frothing. 
HAM, Actg. Commr. 

SAHE APPLICANT'S PATENT, 
Process and machine. A patent for a process may be 
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j^nted after the grant of a patent for the only known machine 
for practising such process, if the delay in tlie process applica- 
tion arose from a requii-ement of division made by the Office. 
— Ex parte Holt, C. D., 1894, 82; 68 O. G., 636: Seymour, 
Cammr. 

riechanical and desis:n — Mechanical patent first. After the 
grant of a mechanical patent, a design patent may be granted to 
the same inventor for the same subject-matter if it constitutes a 
design under the law, when the design patent would expire first. 
— Ex parte Lunken, C. D., 1896, 22; 76 O. G., 785: Seymour, 
Commr, 

Design patent first. A design patent is not a bar to the 

grant of a mechanical patent to the same inventor for the same 
subject-matter, under Miller v. Eagle Co. (C. D., 1894, 147 ; 66 
O. G., 845).— ^2: parte Jo7ie8, C. D., 1898, 155 ; 84 O. G., 
1281 : Greeley, Actg. Commr. 

Divisible matter. Matter disclosed but not claimed in a 
patent to the same applicant which was pending concurrently 
with his application in question, is not a good reference when 
properly divisible from the matter claimed in the patent — Ex 
paHe Wellman, C. D., 1899 ; 86 O. G., 1986 : Greeley, A%st. 
Commr. 

'• SIX nONTHS RULE." 

Final rejection. The abolition of the six months rule, 
under which, in default of action by the applicant within six 
months of rejection, the case was taken up by the Office 9ua 
9ponte and re-examined, removed from all pending cases which 
had been thus re-examined the effect of such re-examination as 
a second rejection, and such cases were opened to such action 
as was proper in view of the prior rejection* — Ex parte Mac- 
master, C. D., 1897, 51; 80 O. G., 1475: Butterworth, 
Commr. Ex parte Higgim, C. D., 1897, 73 ; 80 O. G., 2037 : 
Oreeley, Actg. Commr. 
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Appeal. The abolition of the Rule requiring appeal to be 
taken within six months affected all pending applications and 
restored the right of action within the statutory period in those 
cases which had run beyond the six months' limit. — Ex parte 
Maeniaster^ C. D., 1897, 61 ; 80 O. G., 1475 : Butterworth, 
Commr. 

REJECTION AFTER ALLOWANCE. 

After interference— Same s:rounds. By declaring an inter- 
ference the Examiner waives his previous rejections and decides 
the involved claims to be patentable to the prevailing party, in 
the absence of some bar other than the one raised and waived, 
and he therefore cannot reject the claims, subsequent to the 
decision of the interference, on references or reasons brought 
up prior to it. — Ux parte Weaver^ C. D., 1897, 165; 81 O. G., 
967: BuTTERWOiiTH, Commr. 

New grounds. The presumption which always attaches 

in favor of claims once allowed, except in a clear case of mis- 
take, attaches with still greater force in favor of claims that 
have been in interference where the question of patentability 
might have been raised by adverse parties. — Ex parte Atterhuryj 
C. D., 1898, 170 ; 84 O. G., 1583 : Greeley, AsBt. Commr. 

Successive Examiners. While a claim deemed allowable by 
one Examiner is always subject to rejection by his successor 
upon references or reasons not before considered, and, it may be, 
in exceptional cases, on the references previously considered, 
the spirit of Rule 144, relating to rehearings by successive 
Commissioners, would seem to indicate that the favorable action 
of an Examiner should be at least extremely persuasive upon 
his successor. — Ex parte Nealon^ CD., 1897, 174; 81 O. G., 
1787 : Greeley, Actg. Commr. 

Allowance to anotlier party. While the question of patents 
ability must necessarily be considered independently of the 
consideration of any other application, the necessity of refusing 
to one applicant what has been allowed to another is always to 
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be regretted.— ^a; parte Russell, C. D., 1898, 208 ; 84 O. G., 
2021 : Greeley, Actg. Commr. 



MISCELLANEOUS. 

New matter. A claim that is thought to present new matter 
should be incorporated and rejected. — Ex parte Perkins^ C. D., 
1891, 63 ; 55 O. G., 139: Mitchell, Commr, Ex parte Zuber, 
C. D., 1894, 47 ; 67 O. G., 529 : Seymour, Conimr. 

Public use, in view of interference. If an interference is in 
view, a rejection should not be made on the ground of public 
use except in a cleAV prima ^acie case. — Miller v. Lambert, C. D., 
1895, 77 ; 72 O. G., 1903 : Fisher, Actg. Commr. 

Hearins: of adverse parties. The fact that the allowance of 
certain claims in an application will result in creating an inter- 
ference between the applicant and another party, does not give 
the latter such an interest in defeating that allowance as will 
entitle him to be heard thereon; his proper remedy being a 
motion to dissolve the interference after it has been instituted. 
^Ex parte Rutin and Lehlanc, C. D., 1897, 63 ; 80 O. G., 1618 : 
Greeley, Actg. Commr. 

Examination on two species. When an applicant has prose- 
cuted claims to one species of an invention, he cannot abandon 
them and have an examination in the same case on another species 
shown therein.— JKc jpar^g iVbft?^, C. D., 1898, 149; 84 O. G., 
1144 : Greeley, Asst. Commr. 

Insufficiency of drawings. It may not be possible to point 
out in detail just what changes in a drawing would make it 
clearly illustrate the invention, and this may be a matter which 
can best be determined by a skilled draftsman having a full 
knowledge of the invention, and informed of the general nature of 
the objections to the drawings as they stand. — Ex parte Tuttle, 
C. D., 1900 ; 90 O. G., 1365 : Greeley, Asst. Commr. 
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References. 

Explanation of pertinency. 
Lack of invention. 
Accessible information. 
Foreign patent. 

See Rule 66 of the Rule% of Practice^ 16th ed. 

EXPLANATION OF PERTINENCY. 

General rule. An applicant is entitled, prior to the closing- 
of his case before the Examiner, to an explanation of the refer- 
ences and their bearing on the rejected claims, as full and clear 
as any explanation needed at any subsequent stage of the case. The 
Examiner's statement on appeal should be little more than a mat- 
ter of copying one or more Ofl&ce letters already in the record. — 
Ex parte Barnes^ C. D., 1897, 76 ; 80 O. G., 2038 : Greeley, 
Actg. Commr. Ux parte Mergentlialer^ C. D., 1898, 229; 85 O. 
G., 775 : DuELL, Commr. 

Waiver. By asking for a reconsideration without calling for 
a more explicit statement of the i*easons for rejection, the appli- 
cant waives his right thereto. — Ex parte Mahlecke^ C. D., 1892, 
206 ; 61 O. G., 285 : Simonds, Commr. 

^After request. After making a request to have the i-efer- 

ences applied and explained an applicant who is represented by 
attorney may be considered to waive that request by taking actions 
without repeating it. — Ex parte Nicolin and Ochsenreiter^ C. D., 
1891, 155 ; 56 O. G., 1565 : Frothingham, A%8t Commr. 

Positive 5Us:ge5tions. A request that the Examiner state 
*' what the inventor is entitled to, how he wishes it embodied in 
words, and to allow the case on it," should ordinarily be complied 
^N\ih.— Ex parte Bailey, C. D., 1890, 123; 52 O. G., 608: 
Mitchell, Commr. 

Simple device, etc. If the device is simple in its nature, and 
the applicant is represented by a skilled attorney, and the rejec- 
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tion is definite, and the applicant clearly understands how much 
of the case is rejected, further explanation by the Examiner will 
not be required. — Ex parte McGarrellj C. D., 1892, 45; 58 O. 
G., 1256 : SiMONDS, Commr. 

Numerous actions. Although a case has received such 
numerous actions that it should not be reopened, the Examiner 
will still be required to furnish an explanation of the pertinence 
of the references in accordance with ex parte Barnes (ante^^ so 
that the applicant can determine whether to appeal or not. — Ex 
parte MergeMhaler, C. D., 1898, 229 ; 85 O. G., 775 : Duell, 
Commr. 

Want of understanding. Where a number of claims were 
originally presented and each was rejected several times, not on 
a single reference but on two or more on the ground that no in- 
vention lay in combining the features shown separately therein, 
the Office letters containing very little explanation in addition 
to the citation of the references, while in each response the 
applicant requested that the pertinency of the references be^ 
pointed out and himself pointed out the chaiactenstics wherein 
he believed invention lay, and it was evident from such letters 
and requests that the applicant did not fully understand the 
Examiner's position, — held that the applicant was entitled to 
further explanation.— -Ec parte Perkins^ C. D., 1899 ; 88 O. G., 
945 : Greeley, Asst. Commr, 

LACK OF INVENTION. 

A rejection for lack of invention, without specific references, 
is unwarranted in any ordinary case. (JEc parte Wilkinsany 
C. D., 1870, 22, practically overruled.) — Ex parte Clifford^ 
C. D., 1893, 9 ; 62 O. G., 316 : Simonds, Commr. 

ACCESSIBLE INFORMATION. 

The Office should not withhold any information readily acces- 
sible which would enable the applicant to act wisely with 
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reference to a requirement. — Ex parte Steams^ C. D., 1890, 49 ; 
60 O. G., 1768 : Mitchell, Commr. 

FOREIGN PATENT. 

Authentication. A copy of a foreign patent furnished by the 
foreign patent-office is properly considered in making a rejection. 
—Hummel v. Tingley, C. D.,.1900; 90 O. G., 959: DuELL, 
Commr, 

Date. The burden is not on the Office to show conclusively 
that a foreign patent was issued prior to the filing date of the 
application against which it is cited, but when evidence to that 
effect appeal's on the face of the patent the burden is shifted to 
the applicant to show that the contrary is the fact — Hummel v. 
Tingley, C. D., 1900 ; 90 O. G., 959 : Duell, Commr. 



RENEWAL. 

RENEWAL PRIOR TO FORFEITURE. 
SECOND RENEWAL. 
MISCELLANEOUS. 

See Hules 174^, of the Rules of Practice^ 16th ed. 
For what constitutes forfeiture^ see Fees^ final fee. 

Renewal prior to forfeiture. 

General rule. That there is no statute nor rule that author- 
izes the renewal of an application prior to its forfeiture for non- 
payment of the final fee, was decided in ex parte Manny (C. D., 
1888, 106 ; 44 O. G., 700 : Hall, Commr.) — Fx parte Nicholson^ 
C. D., 1890, 112 ; 52 O. G., 310 : Mitchell, Commr. 

Condition of case tlius renewed. It is clear that in instruct- 
ing the Examiner to return to the Issue Division, as an allowed 
case, an application that the applicant had attempted to renew 
before it had become forfeited, the Commissioner, in ex parte 
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Manny (C. D., 1888, 106; 44 O. G., 700: Hall, Commr.^, 
intended to restore the case to the condition it was in, before the 
attempted renewal took place. — Ux parte Nicholson^ C. D., 1890, 
112; 52 0. G., 310: Mitchell, Oommr. 

Acceptance of renewal fees. There is no authority of law for 
the acceptance of a renewal fee by the Office upon an attempted 
renewal prior to forfeiture. — Ex parte Nicholson^ C. D., 1890, 
112 ; 52 O. G., 310 : Mitchell, Commr. 

Re-allowance. When a case has been renewed without autlior- 
ity of law, and has been re-allowed, such re-allowance is also 
without authority, and the case will become forfeited upon the 
expiration of six months from the original allowance. — Ex parte 
NichoUon, CD., 1890, 112 ; 52 O. G., 810: Mitchell, Commr, 



Second renewal. 

After two years. If a second application for renewal can be 
entertained at all, it must be made within two years after the . 
allowance of the original application. — Ex parte Nicholson, C. D., p 
1890, 197 ; 53 O. G., 1574 : Miller, Atty,-Gen. 

Within two years. A second renewal cannot be made, even 
within two years from the original allowance. — Decision of Secre- \ 
tary of the Interior, C. D., 1894, 111 ; 69 O. G., 639 : Opinion 
of As%U Atty.'Gen, Hall. 

Decision retroactive. Second and subsequent renewal 

applications pending at the time of the foregoing decision of the 
Secretary of the Interior had no legal standing thereafter. — Ex 
parte Vulte, C. D., 1895, 1 ; 70 O. G., 631 : Seymour, Commr, 

-Incomplete new applications. A second or subsequent 



renewal application pending at the date of the foregoing decision 
of the Secretary of the Interior cannot be transformed into an 
original incomplete application and be completed so as to retain 
its filing ^2i\e.—Ex paHe Vvlte, C. D., 1895, 1 ; 70 O. G., 631 : 
Seymour, Commr. 
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Claiming in pending application. Wheu an application has 
become forfeited, the applicant cannot avoid filing a renewal 
application by introducing claims to the same invention into 
another, pending, application which, though disclosing the inven- 
tion, has not theretofore claimed it. — Ex parte HopkinBon^ C. D., 
1891, 4 ; 54 O. G., 264 : Mitchell, Commr. 

Miscellaneous. 

Filing new application. Successive new and independent 
applications for the same invention may be filed, and do not come 
under the restriction as to time or number imposed by §4897 R, 
S. on applications for renewal of an original application. — 
Sibbald V. Casndy and Smith, C. D., 1892, 223 ; 61 O. G., 1165 : 
SiMONDS, Commr. Decision of Secretary of the Interior, C. D.^ 
1895, 95 ; 70 O. G., 498 : Opinion of A%%t. AUt/.-aen. Hall. 

Renewal by assignee. It would seem that an assignee may 
renew a forfeited application without resort to the applicant. — 
Ex parte Barrett, C. D., 1891, 125 ; 56 O. G., 930 : Frothing- 
HAM, A88t Commr. 

Continuation of original application. For some purposes a 
renewal application is a continuation of the original application, 
as for example in being exempted from the effect of a caveat 
during whose life it is filed, the caveator not being entitled to 
notice of the filing of the renewal application, providing the 
original application antedates the caveat — Ex parte Ghraves, C. 
D., 1893, 132 ; 66 O. G., 2059 : Fisher, Actg. Commr. 

New claims. A renewal application may contain claims not 
in the original application. — Ex parte Barrett, C. D., 1891, 154 ; 
56 O. G., 1564 : Simonds, Commr. 



RULES OF PRACTICE. 

Forms. The forms given in the Rules of Practice are merely 
suggestive and not mandatory. — Ex parte Cook, C. D., 1892, 232; 
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61 O. G., 1480: Frothingham, Asst Commr. Ex parte 
McLaugUin Brothers, C. D., 1899 ; 86 O. G., 1633 : Duell, 
Commr, 

Inconsistency. An inconsistency between a form printed 



in the Rules of Practice, and a Rule, is to be resolved in favor 
of the Rule, since the forms are merely suggestive. — Ex parte 
BvMingUm, C. D., 1898, 185; 84 O. G., 1728: Greeley, ^c^. 
Commr. 

Retroaction. Alterations in the Rules are always retroactive 
unless there is some good reason to the contrary. — Ex parte Poole, 
C. D., 1892, 233 ; 61 O. G., 1655 : Simonds, Commr. Ex parte 
Macmaster, C. D., 1897, 51; 80 O. G., 1475: Butterworth, 
Commr. Fairfax v. Hutin and Lehlanc v. Patten v. Steinmetz v. 
Scott, C. D., 1898, 246 ; 85 O. G., 1222 : Duell, Commr. Ex 
parte Farquhar et ah, C. D., 1899 ; 89 O. G., 706 : Duell, 
Commr. 

Construction. The rules of the courts in construing statutes 
are not applied strictly to the construction of the Rules of 
Practice, because the same authority makes and construes the 
latter.— i2icAard« v. Tracy, C. D., 1898, 217 ; 85 O. G., 288 : 
Duell, Commr. 



SECRETARY OF THE INTERIOR. 

For appeal to the Secretary of the Interior, see Appeals, appeal to 

Secretary of Interior. 

Advice to Commissioner. The Secretary of the Interior will 
not advise the Commissioner of Patents, upon request made by 
the latter, how to decide a case pending before him on appeal, 
when no exceptional difficulty is presented nor any question of 
law or policy that ought not to be readily solved by the Commis- 
sioner himself. — Ex parte H. Manske ^ Co., C. D., 1898, 137 ; 
63 O. G., 1687: Decis. Secb. Int., opinion of Asst. Atty.-Gren. 
Hall. 
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SPECIFICATION. 
Title. 

Selection. Within reasonable limits the applicant may select 
the title of his case, but the Office may decide^ within reasonable 
limits, whether the proposed title correctly indicates the nature 
and design of the invention. — Ex parte Niekolay C. D., 1891, 215 ; 
57 O. G., 1426 : Simonds, Cammr, Ex parte Becker^ C. D., 
1893, 95; 64 O. G., 559 : Fisher, As%t. Oommr. 

Test to apply. The correctness of the title will be determined 
on what is shown and described, and not on what the applicant 
may intend, or be able, to do with his improvement commercial- 
ly.— JKr parte Nickola, C. D., 1891, 212 ; 67 O. G., 1425 : 
Simonds, Commr. 

Appeal. The final decision as to the title does not rest in the 
Primary Examiner, nor is it proper for him to arbitrarily re-en- 
title an application ; but if the applicant's title does not meet 
the statutory requirement, objection should be made, and from 
such objection the applicant may take a petition to the Commis- 
sioner.— ^a: paHe Becker, C. D., 1893, 95 ; 64 O. G., 569 : 
Fisher, A»%t, Commr, 

General criticism of the art. 

General rule. A broad distinction is to be made between 
statements derogatory to the inventions of others, when clearly 
designated by the name of the inventor or otherwise, and that 
criticism of the prior art generally which an applicant deems 
necessary in order appropriately to set forth the advantages 
growing out of his own invention, and which is permissible 
within reasonable limits. — Ex parte Shaw^ C. D., 1890, 31 ; 50 
O. G., 1129 : Mitchell, Commr. 

• 

Correctness of statements. Within reasonable limits an ap- 
plicant may make a general criticism on the prior art, without 
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the correctness of his statements being called in question by the 
Examiner.— ^a: jt^arte Shaw, C. D., 1890, 31; 60 O. G., 1129: 
Mitchell, Commr, 

Argument. While an applicant is entitled to state specifi- 
cally the difficulties that are remedied by his invention, and 
while no hard and fast line can be drawn, he must not exceed 
the bounds of reasonable statement of such difficulties in an 
endeavor to make an argument as to the importance of his 
improvement — Ex parte Johnston, C. D., 1892, 150; 60 O. G., 
295 : SiMONDS, Commr, 



Full, clear, concise, and exact terms. 

See jRuie 34 of the Rules of Practice, 16th ed. 

Reference to co-pending application. Reference in the 
specification to a co-pending application for fuller description is 
not permissible, whether in a case where such description is of 
the improvement itself (the exact case in ex parte Borgfeldt, C. 
D., 1889, 109 ; 49 O. G., 132), or in a case where such de- 
scription is of the original machine to which the improvement 
is applicable (within the real scope of the Borgfeldt decision). 
—Ex parte Chadwick, C. D., 1891, 169 ; 57 O. G., 124: Mitch- 
ell, Commr. 

Prolixity. A specification is prolix which contains two 
detailed descriptions of the apparatus, one connected with the 
drawings by reference letters, and the other not. — Ex parte 
mnney, C. D., 1892, 172 ; 60 O. G., 737 : Frothingham, 
Asst. Commr. 

Apparatus to effect process. In the case of a process that 
can be carried out b)', hand or by various machines, if the dis- 
closure of a particular machine does not aid in comprehension 
of the process itself such disclosure should be canceled. — Ec 
parte Safely and Redlef sen, CD., 1893, 94; 64.0. G., 559: 
Fisher, Asst. Commr. 



280 SPECIFICATION. 

Modifications. Modifications may be described and shown, 
if all relate to the invention claimed and contain its generic 
features.— JKc parte Cook, C. D., 1890, 81 ; 51 O. G^ 1620 : 
Mitchell, Commr. Ex parte Olan, C. D., 1897, 24; 79 O. G., 
861 : Fisher, Act^. Commr. 

Selection of terms. It is the policy of the Office to allow 
an applicant to select his own terms of reference, so long as 
their use does not lead to ambiguity. — Ex part£ HblliSj C. D., 
1899 ; 86 O. G., 489 : Greeley, Asat. Commr. 

rianner of use; e. g., coupling for rods. The purpose of 
§ 4888 R. S., and of Rule 34, in requiring the manner of using 
an invention to be stated, is that the patent, when granted, shall 
fully set forth the invention, and not that the applicant should 
be obliged to limit liimself to any specific use for a device that 
is adapted to any one of a number of uses. Thus when the 
invention is a coupling for rods, the specification must clearly 
and fully describe its structure and the manner in which it is 
to be applied in order to fasten together the sections of a rod ; 
but it need hot state the uses to which the ix)d formed by the 
use of the coupling is to be applied. — Ex parte Hinkle and Ashr 
morey C. D., 1899 ; 88 O. G., 2410 : Greeley, Asst. Commr. 



Cross-references. 

See Rule 43 of the Rules of Practice^ 16th ed. 

Generic daims. When two applications contain claims to 
two species of the same genus, and one of the applications con- 
tains a claim to the genus, the other may contain a disclaiming 
cross-reference to the latter. — Ex parte Anderson^ C. D., 1893, 
61 ; 63 0. G., 463 : Frothingham, A%st. Commr. 

Matter not claimable. An application should not contain a 
disclaiming cross-reference to matter that could not be claimed 
thidrem.— Ex parte Anderson, C. D., 1893, 61; 63 O. G., 463: 
Frothingham, Asst. Commr. 
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Written form. 

See Rule Jf5 of the Evies of Practice^ 16th ed. 

Permanent ink. The specification and* other papers of an 
application must be written in permanent ink, and if those 
originally filed are not so written the applicant will be required 
to furnish proper copies. — Ex parte Ritter^ C. D., 1891, 242; 57 
O. G-, 1883 : Simonds, Commr, Ex parte Blaubach^ C. D,, 
1898, 193 ; 84 O. G., 1732 : Greeley, Actg. Commr. 

Tests. The same tests that are applied by the other 



Executive Departments will be applied to inks used in corre- 
spondence with the Patent Ofiice. Inks having a foundation of 
lampblack or carbon are to be recommended. — Ex parte Blaubach, 
C. D., 1898, 198 ; 84 O. G., 1732: Greeley, Actff. Commr. 

Witnesses. 

See Rule JfO of the Rules of Practice^ 16th ed. 

Number. When there is only one witness to the signature 
to the specification, the case will not be passed to issue until a 
properly witnessed specification is furnished. — Ex parte Ack- 
royd et al., C. D., 1893, 68 ; 63 O. G., 466 : Frothingham, 
Actg. Commr. 

STATUTES. 

Construction. Contemporaneous circumstances and the his- 
tory of legislation while pending, may be considered in case of 
doubt (CT. S. V. Union Pac. R. Co., 91 U. S., 72). This should 
include any other bill or report throwing light on the matter, 
although these would not have the weight of a statute. — Ex 
parte Smith, C. D., 1898, 276 ; 85 O. G., 2091 : Duell, Commr. 

Designs. It has been the uniform practice of the courts and 
the Patent Office to construe the statutes as providing that all 
regulations and provisions applicable to the obtaining or prohi- 
bition of mechanical patents apply, when not inconsistent with 
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the designs act, to patents for designs. — Ex parte 'Hartmaru, C. 
D., 1898, 120 ; 84 O. G., 648 : Dcjell, Commr. 



SUSPENSION OF ACTION. 

General policy. It is contrary to the well-settled policy of 
the Office to suspend action on any pending application unless 
such suspension is absolutely necessary to determine the right 
of the applicant to a patent on that application. — Ex parte Bttl^ 
lier^ C. D., 1899; 88 O. G., 1161: Greeley, Asst Commr. 

Outcome of interference. When an applicant has pending 
two applications, one of which is involved in an interference, 
while the other is not, action on the uninvolved application will 
not be suspended to await the outcome of the interference if no 
judgment that can be rendered in the interference will in any 
way affect the allowed claims of such application. — Ex parte 
Woodward, C. D., 1892, 62; 58 O. G., 1564: Fkothingham, 
A%%L Commr, Exparte Wilhon, C. D., 1892, 111 ; 59 O. G., 
1257 : Simonds, Commr. Exparte Bullier, CD., 1899 ; 88 O. 
G., 1161 : Greeley, Asst. Commr. 

Petition from suspension. The question whether an appli- 
cation not involved in an interference should be held to await 
the outcome of the interference, is one on which the applicant is 
entitled to an immediate decision, and he may therefore petition 
the Commissioner from the action of the Examiner in ordering 
such suspension. — Exparte Woodward^ C. D., 1892, 62 ; 58 O. G., 
1554 : Frothingham, Asat. Commr. Ex parte Wilhoit, C. D., 
1892, 111 ; 59 O. G., 1257 : Simonds, Commr. Exparte BvUier^ 
C. D., 1899 ; 88 O. G., 1161 : Greeley, A%%t. Commr. 

Considerations involved. In determining whether to suspend, 
an application to await the outcome of an interference in which 
it is not involved, the question is of the same kind as if a decis- 
ion had already been rendered in the interference against the 
applicant, and as if therefore the opposing applications were in 
the prior art; and any evidence given in the interference in 
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regard to the operation of prior patented inventions may be 
considered for what it is worth as to what those patents reallj 
QQveT.—Ex parU BuUier, C. D., 1899; 88 O. G., 1161 : Gree- 
ley, AmU Commr. 

Same structure. If the claims of the applicant's two appli- 
cations are based on the same structure, it is clear that both 
applications could not be allowed, irrespective of the existence 
of any interference. Ex parte Woodward^ C. D., 1892, 62 ; 68 
O. G., 1564 : Frothingham, A%9t. Commr. 

Claims not possible in adverse application. If the claims of 
the uninvolved application cannot be made by the adverse par- 
ties in interference, that application should not be suspended to 
await the outcome of the interference. — Ex parte Willson^ C. D., 
1892, 111 ; 59 O. G., 1257 : Simonds, Commr. 

TESTIMONY. 

COMPETENCE OF WITNESSES. 

CONTROL OVER EVIDENCE. 

EVIDENCE IN GENERAL. 

EXHIBITS. 

EXPERTS. 

EXTENSION OF TIME. 

NOTICE. 

OBSERVANCE OF FORMALITIES. 

OFFICER. 

PRINTING OF RECORD. 

PRIOR RECORD AS EVIDENCE. 

PUBLICATIONS AS EVIDENCE. 

REBUTTAL. 

RES ADJUDICATA. 

STRIKING FROM RECORD. 

TESTIMONY TAKEN ABROAD. 

Competence of witnesses. 

wife. A wife is not a competent witness in behalf of her 
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husband when the latter is a real party in interest in proceedings 
Ji)efore the Patent Office. — Dobeck v. Novotny^ C. D., 1892, 25; 
58 O. G., 804 : Simonds, Commr. 



Control over evidence. 

Federal courts. Under the statute (R. S., § 4908), it is for 
the courts and not the OflSce to issue orders controlling the 
production of evidence in interference cases. — Brungger v. 
Smith, CD., 1891, 171; 57 O. G., 273: Simonds, Commr. 
Rueter v. Frist, C. D., 1892, 14 ; 58 O. G., 386 : Simonds, 
Commr. Kelly et al v. Park et aZ., C. D., 1897, 182; 81 O. G., 
1931 : Greeley, Actg. Commr, 

Refusal of court to act. Upon refusal of the Federal courts 
to take jurisdiction of a case in which certain evidence should 
have been produced, but was withheld, the Commissioner will 
issue an order for the production thereof. — Brungger v. Smith, 
C. D., 1891, 241 ; 57 O. G., 1883 : Simonds, Commr. 

Extension to permit application — During testimony. While 
testimony is being taken, if a party wishes to apply to a Fed- 
eral court, under § 4908 of the Revised Statutes, to compel a 
witness to appear or testify, the times for taking testimony will 
be extended to allow him to make such application. — Rueter v. 
Frist, C. D., 1892, 14 ; 58 O. G., 386 : Simonds, Commr. 



After testimony. After the testimony has been closed 

and the printed record for some of the parties has been filed, 
and the day that was set for final hearing has passed, an exten- 
sion of time will not be granted for' application to a court under 
§ 4908 R. S., and the only remedy will be to consider, in deter- 
mining the case on its merits, the pertinency, materiality, and 
relevancy of the questions to which answer was refused, and to 
give to the testimony of the witnesses whatever weight it should 
have under the circumstances. — Kelly et al. v. Park et al., C D., 
1897, 182; 81 O. G., 1931 : Greeley, Actg. Commr. 

Failure to apply to court. When a party fails to avail him- 
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self of the right under §4908 R. S. to apply to a Federal court, 
the Commissioner will not interfere, except in an unusual case. 
—Kelly etal. v. Park et al., C. D., 1897, 182; 81 O. G., 1931 : 
Greeley, Actg. Commr. 

Volunteer witness. The fact that a witness is a volunteer 
witness does not remove him from the jurisdiction of the court 
nor warrant the Commissioner in compelling him to appear or 
testify.— JTeZZy et al. v. Park et al., C. D., 1897, 182 ; 81 O. G., 
1931 : Greeley, Actg, Commr. 

Materiality of testimony. While the Commissioner has the 
ultimate decision upon the materiality of an examination when 
the case finally comes before him, nevertheless during the exam- 
ination the court having jurisdiction under § 4908 R. S. must 
determine whether questions asked are material. — Kelly et aL v. 
Park et al. C. D., 1897, 182 ; 81 O. G., 1931 : Greeley, Actg. 
Commr. 

Control over unfiled depositions. Until depositions are filed 
in the Patent Oflfice the Commissioner has no control over them. 
Petithomme v. Bedhury, C. D., 1890, 189 ; 52 O. G., 605 : 
Chandler, Actg. Sec'y Interior. 

See Ride 154 (7) of the Rides of Practice, 16th ed. 



Evidence in g^eneral. 

Fact within positive Icnowledge of l>otli sides. In interfer- 
ence proceedings, where the fact is one that is not solely within 
the personal knowledge of the party testifying to it, his testi- 
mony cannot be ignored merely because it is imcorroborated. If 
the fact is equally within the knowledge of another party, who 
fails to deny it, the latter cannot complain if the positive testi- 
mony is accepted. — Attstin v. Window, C. D., 1898, 104 ; 83 O. 
G., 1991: DuELL, Commr. Streat v. Freckleton, C. D., 1899; 
87 O. G., 696 : Duell, Commr. 

Warranting amendment of preliminary statement. Expla- 
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nations satisfactory to the Commissioner when presented to in- 
duce him to permit an amendment of the preliminary statement, 
may not be at all satisfactory upon final hearing on the merits, 
especially if he has distinctly deferred the question of the merits 
in admitting the amendment. — Zttietusch v. Stockheim^ C. D., 
1890, 151 ; 63 O. G., 755: Mitchell, Commr. 

Inconsistent conduct. It is not necessary that testimony 
should be directly contradicted, in order to discredit it, for 
countervailing conduct and the ordinary laws that govern human 
action, may be equally effective. — Zieietuseh v. Stockheim^ C. D., 
1890, 151 ; 53 O. G., 755 : Mitchell, Commr. 

Many witnesses. Conduct inconsistent with a certain 

claim may prevail against the testimony of numerous witnesses 
in support of that claim. — Brungger v. Smithy C. D., 1893, 32 ; 
62 O. G., 1513 : Simonds, Commr. 

Fact exclusively within knowledi^ of one party. When the 
evidence of prior invention is entirely within the control of the 
party asserting it, the resulting opportunity for deception, arti- 
fice, and mistake necessitates a degree of proof which is clear, 
positive, and unequivocal, and which leaves nothing to specula- 
tion or conjecture. — Ecaubert v. Hofmann, C. D., 1890, 143 ; 52 
O. G., 2107 : Mitchell, Commr. 

Valid ex parte case. When the interference is between two 
applicants, if one presents evidence of priority that is unimpaired 
and that would be sufficient to support an antedating affidavit 
in an ex parte case, his testimony will not be arbitrarily rejected. 
— Woodward v. Burton, C. D., 1891, 231; 57 O. G., 1597: 
Simonds, Commr. 

Cross-examination neglected. A party cannot neglect to clear 
up an ambiguity in his opponent's testimony by cross-examina- 
tion, and subsequently have such ambiguity construed rather 
against than for its inherent probabilities. — Woodward v.Burton, 
C. D., 1891, 231 ; 57 O. G., 1597 : Simonds, Commr. 

Inferences based on excluded evidence. If all evidence on a 
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certain point has been excluded as immaterial, the point must 
be considered as a blank, for the purposes of the interference, with- 
out any influence either direct or inferential. — Ligow%ky v, Peters 
V. m%ey, C. D., 1891,^ 220 ; 57 O. G., 1693 : Simonds, Commr. 

Inferential as^ainst positive evidence. Inferential evidence 
that does not necessarily exclude the hypothesis against which 
it is alleged to bear, cannot overcome direct, positive, and cor- 
roborated evidence in favor of that hypothesis. — Clark v. Broad^ 
C. D., 1891, 217 ; 57 O. G., 1426 : Frothingham, AssL Commr 

Leading questions. A party's record will be of little weight 
if leading questions appear at the most important points, substi- 
tuting the ideas of the questioner for those of the witness. — 
Soley V. Hebbard, C. D., 1894, 88 ; 68 O. G., 655 : Seymour, 
Commr. Johnston v. Stone, C. D., 1896, 99 ; 77 O. G., 2137 : 
Seymour, Commr. 

Disclosure. In the examination of a witness concerning 

an alleged disclosure to him, a question that recites the idea of 
means involved in the invention and inquii'es whether it was dis- 
closed so-and-so, is a leading question. — Brungger v. Smithy C. 
D., 1893, 27 ; 62 O. G., 1511 : Simonds, Commr. 

Acts prior to controversy. The acts of the parties prior to 
the existence of any controversy between them are of especial 
weight in determining their respective rights. — Miller and 
Miller v. Lambert, C. D., 1895, 75 ; 72 O. G., 1903: Seymour, 
Commr. 

Truthful intent of witnesses. Testimony which in itself is 
not direct, positive, and specific, cannot overcome the burden of 
proof imposed on a party, even although the truthful intent of 
the witnesses is apparent. — McCormick v. Cleal, C. D., 1897, 55 ; 
80 O. G., 1614 : Butter worth, Commr. 

Memory. When a witness is unable to testify from memory 
but refers to written records, these should be put in evidence, or 
at least the opposing party should have had opportunity to in- 
spect them, and it should appear that this was done. — McCormick 
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V. Cleal, C. D., 1897, 65; 80 O. G., 1614: Butter worth, 
Commr. 

Former defeated party. When an interference is in reality 
being conducted on one side by an assignee who was formerly 
himself a party against the same opponent, but was defeated as 
such party, and now consequently is in possession of such oppo- 
nent's dates, the record should be scrutinized with respect to his 
own party's dates. — Calhoun v. Hodgson^ C. D., 1894, 66 ; 67 O. 
G., 1329 : Seymour, Commr. 

Recollection of dates. Statements that an ordinary event took 
place in a given year, several years past, without a showing that 
the event was I'elated to some other event of which the date may 
be fixed, such statements apparently being mere imaided and 
unverified recollection, cannot be given much weight. — Calhoun 
V. Hadffsan, C. D., 1894, 66 ; 67 O. G., 1329 : Seymour, Commr. 

Exhibits. 

Failure to produce. The fact that exhibits that were before 
the witnesses were not put into evidence, may be damaging — 
Clarke v. PettengiU v. Crancer, C. D., 1896, 75 ; 77 O. G., 1271 : 
Seymour, Commr. 

Letter-boolc. A letter-book offered in evidence as to a copy 
of a letter contained therein must be wholly thrown open tx) the 
inspection of the opposing counsel, although after such inspec-. 
tion those parts not relevant, as agreed between counsel, may be 
sealed w^.—Bach v. Locke, C. D., 1898, 254 ; 85 O. G., 1226 : 
Greeley, Actg. Cammr. 

Experts. 

invention. The question whether one applicant's construc- 
tion exhibits invention over the other applicant's construction, 
requires expert testimony. — Sail v. Latta, C. D., 1892, 169 ; 60 
O. G., 736 : Simonds, Cammr. 
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Extension of time. 

See Rule 154 (Jf) ^f ^^ HtUes of Practice^ 16th ed. 

Strict observance. The Rule for extension of time for taking 
testimony is a salutary one, made in the interest of all parties, 
and when a disregard of its provisions is obvious, its benefits 
will be withheld, although in the particular case hardsliip may 
result— JT^M^r v. WetJiey v. Roberts, C. D., 1897, 157 ; 81 O. G., 
331 : BuTTERWORTH, Commr. 

Absence of witness. An affidavit of counsel, to the effect 
that he has been informed by his client that a witness has gone 
on professional business to a stated place difficult of access by 
letter and has been written to and telegraphed to without 
response, and further to the effect that the motion is not made 
for delay, and that prior to the information recited above he was 
not aware of the intention of the witness to absent himself, — 
does not present a sufficient showing to warrant an extension of 
time. — (Hrhel and Killing v. Rilling, C. D., 1898, 249 ; 85 O. G., 
1224 : Greeley, Actg, Commr, 

Witness a party. When an extension is desired by 

reason of the absence of a witness, the fact that the witness is a 
party in interference, even though his application has been 
assigned, will necessitate a stronger showing than would be 
required if he were simply a witness, and such absence if volun- 
tary will be held to amoimt to a waiver of his right to testify. — 
Oirkel and Killing v. Rilling, C. D., 1898, 249 ; 85 O. G., 1224 : 
Greeley, Actg, Commr, 

Notice. 

See Rule 154 (^) 9f ^^ Rule% of Practice, 16th ed. 

Names of witnesses, witness a party. It is as necessary to 
give notice of intent to examine a witness who is an adverse 
paiiy in the interference as one who is not a party therein ; and 
on refusal to cross-examine such party and objection duly taken 
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to his examination, his testimony will, upon motion, be sup- 
pressed.— JKZf V. Parmelee, C. D., 1892, 98 ; 69 O. G., 631 : 
Frothingham, Asst. Commr. 



Observance of formalities. 

General rule. The authority to take testimony de bene e$se^ 
being in derogation of the rules of the common law, is strictly 
construed, and it is therefore necessary to establish that all the 
requisites of the law have been complied with before such testi- 
mony is admissible. It is not safe to say that what may be done 
in open court may necessarily be done with respect to testimony 
taken under §863 R. S,— lEK v. Parmelee, C. D., 1892, 98 ; 59 
O. G., 631 : Frothingham, Aaat. Commr. 

Court practice. The fact that the Federal courts allow discre- 
tion in the enforcement of a certain rule, does not argue that 
the Office should allow discretion in the enforcement of a similar 
mle.—Eaffard v. deFerranti, C. D., 1892, 161 ; 60 O. G., 439 : 
Frothingham, Asat. Commr. 

Officer. 

See Mule 156 of the Rules of Practice^ 16th ed. 

Attitude of courts. The courts have always recognized the 
dangers and objections inherent in the mode of taking testimony 
by deposition, and it has been their general policy to guard 
against opportunities for fraud and to look with suspicion upon 
the slightest informality attending the process. — Vanneas v. Shet- 
tier, C. D., 1891, 192 ; 67 O. G., 843 : Simonds, Commr. 

Attitude of Patent Office. By reason of the exclusive use of 
depositions in contested cases, the Patent Office requires even a 
higher degree of strictness than do the courts, with respect to the 
formalities attendant thereon. — VanneBB v. Shettler, C. D., 1891, 
192; 57 O. G., 843 : Simonds, Commr. 

Purpose of Rule. While there is a specific Office Rule as to 
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the formalities requisite in taking depositions, this Rule does not 
abrogate the general rules of law on the subject.: — Vannesa v. 
SheUler, C. D., 1891, 192 ; 67 O. G., 843 : Simonds, Commr. 

Scope of Rule. Rule 156 is broad enough to cover any interest 
in the party or subject matter, or relation thereto, sufficient to 
raise a presumption 6f bias in favor of either party. — Vanne%9 
V. SkeUler, C. D., 1891, 192 ; 67 O. G., 843 : SmoNDS, Commr. 

Impartiality. Owing to the delegation of certain judicial 
powers of the court to the officer before whom depositions are 
taken, the object of all rules and practice relating to his qualifi- 
cation is his strict impartiality. — Vanneas v. Shettler^ C. D., 1891, 
192 ; 67 O. G., 843 : Simonds, Commr. 



Specific disqualifications — Employee of assignee. That the 
officer is an employee of the assignee of one of the applicants, 
tends to disqualify him. — Vanness v. Shettler^ C. D., 1891, 192; 
57 O. G., 843 : Simonds, Commr. 

Witness in interference. That the officer later testified 



in the interference in favor of one of the parties, tends to dis- 
qualify \6m.— Vanne98 v. SheUler, C. D., 1891, 192; 67 O. G., 
843 : Simonds, Commr. 

Disclosure of private matters. That the officer disclosed 



knowledge of one party's private affairs relating to the invention 
to an assignee of the other party, tends to disqualify him. — 
Vanne%% v. Shettler, C. D., 1891, 192 ; 67 O. G., 843 : Simonds, 
Commr. 

Striking out testimony. If the officer before whom deposi- 
tions were made is proved to have been disqualified, the testimony 
will be struck out — Vanne9% v. Sfiettler^ C. D., 1891, 192 ; 67 
O. G., 843 : Simonds, Commr. 

Same as would disqualify juryman. An interest or bias that 
would disqualify a juryman in a suit in which the rights of 
either party in the subject-matter of the interference were in- 
volved, will disqualify an officer from taking depositions in the 
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interference. — Vanness v. Shettler^ C. D., 1891, 192 ; 67 O. G., 
843 : SiMONDS, Commr. 

Actual wrons:. Omission to claim or show actual wrong or 
fraud resulting from alleged partiality of the officer before whom 
depositions were taken, will not prevent the party making such 
allegation from having the benefit of the Rule. — Vanne%% v. 
SheUler, C. D., 1891, 192 ; 57 O. G., 843 : Simonds, Cammr. 

Printing of record. 

See Rule 162 of the Rules of Practice^ 16th ed. 

Judgment in default. If a party refuses to comply Avith 
Rule 162, judgment in default should be rendered against him. 
—Plummer v. Penniaton, C. D., 1894, 60 ; 67 O. G., 928 : 
Seymour, Commr. 

Paper exhibits. Paper exhibits are not required to be printed 
as a part of the interference record. — Freeman v. Bernstein et al.^ 
vC. D., 1898, 39 ; 83 O. G., 155 : Duell, Commr. 

Prior record as evidence. 

See Rule 157 of the Rules of Practice^ 16th ed. 

• 

Entire record. Notice given of intention to make use of the 
record of a previous interference calls up the whole record for 
ordinary and regular consideration, provided the notice does 
not specify that only a particular portion of such record is to 
be admitted, or that it is to be admitted only for a particular 
purpose.— TfiZ^ow v. Haines, C. D., 1891, 210 ; 57 O. G., 1278 : 
Simonds, Commr. 

nODE AND TIME OF USE. 

Rule 167 relates to the form of evidence that may be used, 
and does not modify the other rules in reference to the admissi- 
bility of evidence, consequently evidence which would not be 
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admissible if presented for the first time is not rendered admis- 
sible by having been presented on a prior record. — Stone v. 
Hutin and LeManc, C. D., 1898, 191 ; 84 O. G., 1731 : Gree- 
ley, Actg. Commr, 

PREREQUISITES. 

Identity of parties — Evidence of alleged facts. The general 
rule is that a deposition taken in one suit cannot be used as 
evidence of the facts alleged therein, in another suit against one 
who was not a party, nor a privy to a party, to the former suit 
—Hunter v. Sprague, C. D., 1893, 69 ; 63 O. G., 611 : Froth- 
INGHAM, A9st. Commr, 

Evidence of suit. The records of a suit, so far as per- 
tinent, may be used in a subsequent suit against other parties 
to prove the fact and dates of the former suit — Hunter v. 
Sprague, C. D., 1893, 69 ; 63 O. G., 611 : Frothingham, 
A%9t, Commr. 

Joint and sole. When identity of parties becomes the 

controlling point, the fact that a person who figures as a sole 
inventor in one interference figures as a joint inventor in the 
other, will negative such identity. — Secor and Seeor v. Knapp^ 
C. D., 1893, 62; 63 O. G., 612: FROTmNGHAM, Actg. Commr. 

Witnesses. Depositions are in general not admissible in a 
later suit when the deponents are competent and can be pro- 
cured.— JTwn^er V. Sprague, C. D., 1893, 69 ; 63 O. G., 611 : 
Frothingham, As9t, Commr. 

Device. That the device treated in the former record, and 
the evidence there given in relation thereto, are material in the 
later suit, does not warrant the introduction of such record. — 
Secor and Secor v. Knapp, C. D., 1893, 62; 63 O. G., 612: 
Frothingham, Actg. Commr. 

Opposition. The opposition of the adverse party is an ele- 
ment to be considered in admitting a prior record. — Secor and 
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Seccyr v. Knapp, C. D., 1898, 62 ; 68 O. G., 612 : Frothing- 
HAM, Actg. Commr, 

Publications as evidence. 

See Rule 154 (^) of the Rules of Practice^ 16th ed. 

Notice. The notice required by Rule 164 (6) must be served 
on the opposite party, and not merely filed in the Office. — Lane 
V. Hunter, Jr., C. D., 1893, 43 ; 63 O. G., 161 : Simonds, 
Commr. 

Rebuttal. 

General rule. The theory on which rebuttal testimony is 
permitted, that of affording an opportunity to reply to unex- 
pected evidence, applies to both parties and all stages of an 
interference, and applies although the surprised party could or 
did cross-examine the witnesses who established such evidence. 
— Scribner and Warner v. Ohilds v. BaUley^C, D., 1893, 81 ; 63 
O. G., 1961 : FiiOTHiNGHAM, A8%U Commr. 

Surprise. It is the duty of the senior party, in offering his 
testimony in chief, to contemplate and guard against all ordinary 
attacks on his evidence. — Stone v. Hutin and Leblanoy C. D., 
1898, 191 ; 84 O. G., 1731 : Greeley, Actg. Commr. 



Operativeness. When a party has introduced certain 

patents and publications as disclosures of the invention, it can- 
not be a matter of surprise that his opponent puts in evidence 
of inoperativeness and failure to correspond to the issue. — 
Stme V. Hutin and Leblanc, C. D., 1898, 191 ; 84 O. G., 1731 : 
Greeley, Actg. Commr. 

Trade-mark case. In a trade-mark interference it is not 
proper to introduce testimony as rebuttal which goes to show 
that some one other than either the party who introduces the 
testimony or the party against whom it is directed, is the true 
owner of the trade-mark in issue by priority of adoption ; and 
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this is so even though the alleged true owner is also a party to 
the interference. — Empire Cycle Go, v. Monarch Cycle Mfg. Co, v. 
Meacham Arms Co., C. D., 1898, 604 ; 82 O. G., 1689 : Gree- 
ley, Asst. Commr. 

Patentability. Testimony taken in an interference should be 
confined to priority, and should not be taken merely for the 
purpose of showing that the invention in issue is anticipated or 
devoid of patentability in view of prior patents or publications, 
or that there is an absence of interference in fact, when the 
opposing party objects to such testimony being taken. — Saber 
V. Aiken, C. D., 1899 ; 88 O. G., 1626 : Duell, Commr. 



Cross-examination. The fact that a party cross-exam- 
ined his opponent on patentability does not warrant him in 
subsequently introducing rebuttal testimony on that point. — 
Hvher V. Aiken, C. D., 1899; 88 O. G., 1626 : Duell, Commr. 

Fraud. Irrespective of technical rules concerning rebuttal, a 
charge of fraud brought by one party against the evidence of 
the other party, when the fraud is against the public and the 
Office, and particularly if the charge is not denied, will warrant 
the taking of testimony to establish the charge. — Scribner and 
Warner V. Childs v. Balsley, C. D., 1893, 81 ; 63 O. G., 1961 : 
Frothingham, Asst. Commr. 



Res ad judicata. 

Affidavit under Rule 75. If an applicant fails to appeal from 
a decision that his foreign patent does not show the issue, and 
files an antedating affidavit instead, he is estopped from putting 
in evidence that foreign patent with reference to the same issue, 
whether in the same or a subsequent interference. — Sievert v. 
Shuman, C. D., 1896, 47 ; 76 O. G., 1714 : Fisher, Commr. 

Striking from record. 

Qenertal rule. The question of the pertinency and admissi- 
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bility of testimony should ordinarily be left for final hearing, to 
be determined independently by each tribunal passing upon 
priority .— raZ?«y v. Wurtz, C. D., 1898, 141; 84 O. G., 986: 
Greeley, Actff, Commr. 

Competency of witness. A motion to strike out testimony 
because of the incompetency of the witness, when such motion 
involves a pure question of law without reference to the testi- 
mony, may be brought at once. If it is granted, the party who 
offered the testimony may be allowed an extension of time to 
substitute other testimony therefor. — Crawford v. Licktenstein^ 
C. D., 1892, 230 ; 61 O. G., 1480 : Simonds, Commr. 

Character of witness. Testimony favorable or unfavorable to 
the general character of a party is incompetent, and may be 
struck from the record upon motion made before final hearing, 
and appealable directly to the Commissioner.— ^e/iAi/w v. Burkcy 
C. D., 1896, 74; 77 O. G., 973: Seymour, Commr. 

Relevancy of evidence. The relevancy of certain facts to the 
principal fact in dispute is a question that should be left to be 
passed upon by all the tribunals of the Office in regular course 
of hearing.— Jenfc'n« v, Burke, C. D., 1896, 74 ; 77 O. G., 973 : 
Seymour, Commr, 

Credibility of witness. The fact that a witness was twice 
called may in some cases affect his credibility but never his com- 
petency, and his second deposition cannot as matter of law be 
excluded.— ^ewHrw v. Burke, C. D., 1896, 74 ; 77 O. G., 973 : 
Seymour, Commr, 

Improper rebuttal — Cumulative. The question whether evi- 
dence offered in rebuttal is merely cumulative and not properly 
so offered, cannot be separately appealed but must be left to 
come up on the merits. — Knight v. Morgan, C. D., 1898, 6 ; 82 
O. G., 187 : Greeley, Actg. Commr. 

-New matter. No appeal in advance of final hearing lies 



from a decision denying a motion to suppress testimony as 
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improper rebuttal, if the decision gives the moving party an 
opportunity to introduce surrebuttal. — Valley v. Wurtz^ C. D., 
1898, 141 ; 84 O. G., 986 : Greeley, Actff. Commr. 

Consideration of whole record. Whenever a decision on a 
motion to suppress testimony would involve a review of the whole 
record, such motion will not be entertained before final hearing. 
—Knight v. Morffan, C. D., 1898, 6 ; 82 O. G., 187 : Greeley, 
Actff, Commr. 

Opportunity to rebut. When a motion is brought to 

suppress certain testimony as not proper rebuttal, or, if proper 
rebuttal, to permit the introduction of surrebuttal, then, although 
the question may involve an examination of all the testimony, it 
cannot be postponed until final hearing. — Valley v. Wurtz, C. D., 
1898, 138 ; 84 O. G., 985 : Greeley, Asst. Commr. 

Testimony by counsel. Where the counsel for one party, in 
the temporary absence of that party from the room in which his 
deposition was being taken, dictated the continuation of the 
deposition, unknown to the party, and there is a dispute as to 
how much matter was thus interpolated, and the removal of the 
interpolated matter would not alter the judgment, the interfer- 
ence will not be reopened for that purpose. — Bowen v. Bradley^ 
C. D., 1892, 58 ; 58 O. G., 1416 : Simonds, Commr. 

Appeal — Opponent's testimony. An appeal from the action 
of the Examiner of Interferences in admitting or rejecting certain 
testimony of an adverse party, cannot be taken until the whole 
case comes up on the merits. — Ghierrant v. Cable v. Coffee^ G. 
D., 1892, 93 ; 59 O. G., 629 : Simonds, Commr. 

Party's own testimony. Immediate appeal to the Com- 



missioner may be taken from an adverse decision on a motion to 
allow the moving party to introduce additional testimony. — 
Ghierrant v. Cable v. Coffee, C. D., 1892, 93 ; 59 O. G., 629 : 
Simonds, Commr. 



298 TESTDfOKT TAKKN ABBOAD. 

Testimony taken abroad. 

See Rule 158 of the Buies of Fraetiee, 16th ed. 

Reasofu for takini: abroad. The mere formal allegation on 
the part of the moving party that the opposing party woold not 
anffer so much hardship and injury by having the testimony 
taken abroad as he himself would suffer by having it taken in 
the United States, is not sufficient to establish that fact prima 
facie.— HaU v. Lotto, C. D., 1892, 169 ; 60 O. G^ 736 : Simokds, 
Commr. 

Oial interrogatories. In providing that oral interrogatories 
may be substituted for written ones by stipulation of the parties. 
Rule 158 implies that such substitution is not a matter to be 
granted at discretion upon the motion of one party and against 
the objection of the other. — Bqffdrd v, del^erranti, C. D., 1892, 
161 ; 60 O. G., 439 : Fbothihghah, A$$t. Commr. 
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TRADE-MARKS. 

WHAT MAY CONSTITUTE. 

OBJECTS SUSCEPTIBLE OF TRADE-MARK 

PROTECTION. 
FIELD OF APPROPRIATION. 
ANTICIPATION. 
REGISTRANTS. 
REGISTRATION. 
INTERFERENCES. 

What may constitute. 

Arbitrary arrangement. 
Deceptive marks. 
Descriptive marks. 
Geographical marks. 
Miscellaneous. 
Personal marks. 
Quality. 

ARBITRARY ARRANGEnENT. 

Hyphenated words. The phrase " Pittsburgh Pump " being 
clearly unregistrable, as partly geographical and partly descrip- 
tive, " P-I-T-T-S-B-U-R-G-H P-U-M-P " is likewise unregistra- 
ble. The essential feature of the mark is not changed by the 
hyphenation, to which only a very close observer would give 
any heed. — Ex parte Pittsburgh Pump Co.^ C. D., 1898, 618 ; 84 
O. G., 309: Duell, Commr, 

Enclosing In geometric figure. A legitimate trade-mark is 
not produced by inclosing a word, as, for instance, the word 
^^ Yucatan," that is not in itself a legitimate trade-mark, within 
a geometric figure, the essential feature still being the word. — 
Ez parte Weil, C. D., 1898, 612; 83 O. G., 1802: Duell, 
Commr, 

Misspelling. A word or phrase unregistrable in itself, as, for 
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instance, the phrase ^ Kidney Cnre/' does not become registra- 
ble upon being misspelled or separated into artificial words, as, 
for instance, *♦ Kid Nee Kure." — Ex parte HendenoUy C. D., 
1898, 647 ; 85 O. G^ 453 : Duell, Commr. 

Foreign letters. To spell an unregistrable word or phrase 
(such as ^ Gold Label ") in the corresponding letters of a for- 
eign language, does not make it registrable. — Ex parte Stahmery 
C. D., 1899; 86 O. G., 181: Duell, Commr. 

Script* The word " Featherstone," which is in itself of a 
personal character and unregistrable, does not become registra- 
ble when arranged in script letters in a diagonal line, with a 
forwardly extending understroke or flourish. — Ex parte A. 
Featherstone ^ Co.^ CD., 1899; 86 O. G., 1497: Duell, 
Commr. 

DECEPTIVE MARKS. 

Deceptive as to whom. 

A trade-mark is deceptive if likely to result in the deception 
of the public, even though it be not likely to deceive a whole- 
sale buyer. — Ex parte Meriwether ^ Co., C. D., 1898, 610; 83 
O. G., 1513 : Duell, Commr. 

Official sanction. 

Red cross — Medicinal preparation. The Bed Cross Society, 
having for one of its objects the dispensing of medicine, with- 
out charge, and having adopted the name and symbol of a red 
Greek cross as a distinctive mark on the same, that mark will 
not thereafter be registered for an applicant who uses it upon a 
medicinal preparation ; since such latter use tends to deceive 
the public into supposing that they are buying articles having 
at least the sanction or endorsement of the Red Cross Society. 
—Ex parte Chichester Chemical Co., C. D., 1890, 133 ; 52 O. G., 
1061 : Mitchell, Commr. Ex parte Zicack ^ Co.j C. D., 1896, 
683 ; 76 O. G., 1855 : Seymour, Commr. 
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Absence of deception. A red Greek cross may be regis- 
tered for articles on which it will not be deceptive, either ex- 
pressly or impliedly, as, for example, on elastic goring for Con- 
gress shoes. — Ex parte E, ^ A. H. Batcheller Co.^ C. D., 1898, 
656 ; 85 O. G., 1583 : Duell, Oommr. 

Foreign sanction. A written concession of official sanction 
operative only in a foreign country which is the country of the 
applicant, cannot confer registrability in the United States. — 
ExpaHe Zwack ^ Co., C. D., 1896, 683: 76 O. G., 1855 : Sey- 
MOUR, Commr. 

Certificate of Board of Pharmacy. A fac-simile of the cer- 
tificate issued by the Board of Pharmacy of Michigan to regis- 
tered pharmacists is not a proper trade-mark for cigars. — Ex 
parte Kuppenheimer Bros., C. D., 1892, 160 ; 60 O. G., 439 : 
SiMONDS, Commr. 



DESCRIPTIVE riARKS. 

Deception. 

If a word or symbol is descriptive in its nature and is applied 
to articles that might conform to that description, the fact that 
such articles do not actually conform to that description makes 
the said word or symbol deceptive, and therefore unregistrable. 
—Ex parte Grove, C. D., 1894, 69 ; 67 O. G., 1447 : Fisher, 
Asst. Commr. Ex parte Pearson Tobacco Co., C. D., 1898, 643 ; 
85 O. G., 287 : Duell, Commr. Ex parte Martin, C. D., 1899; 
89 O. G., 2259 : Greeley, Actg. Commr. 

Coined words. 

The fact that a suffix is added to a word, or that two or more 
known words are combined, whether English or foreign, does 
not render the resulting coined word registrable if it is readily 
understood in a descriptive sense. — Ex parte Wolf, C. D., 1897, 
783 ; 80 O. G., 1271 : Butterworth, Commr. 
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Patent-names. 

Expirecl patent. When a patented device becomes known 
during the life of the patent by a certain name, whether the 
name of the patentee or not, the name becomes public property 
at the expiration of the patent. — Ex parte Yale ^ Towne Mfg. 
Co., C. D., 1897, 786 ; 81 O. G., 801 : Butterworth, Commr. 

Existing patent. A name registrable in itself will not be 
registered if it has become the characterizing name of a patented 
article, although the patent is still in force. — Ez parte F. H. 
OiUon Co., C. D., 1898, 614 ; 83 O. G., 1992 : Duell, Commr. 
Ex parte Velvril Company, Limitsd,C. D., 1898, 623; 84 O. G., 
807 : Duell, C<ymmr. 

Not specific. The fact that more than one species of a class 
of merchandise has been patented and known under a certain 
name, and that therefore the name has no specific meaning, does 
not render it registrable to cover the entire class of merchan- 
dise.— 1J» paHe Yale ^ Towne Mfg. Co., C. D., 1897, 786 ; 81 
O. G., 801 : Butterworth, Commr. 

Others than patentee. Where a trade-mark is descriptive of 
a patented article, it would seem not to be necessary that the 
patent should be owned by the applicant for registration, but to 
be sufficient that the name is given to the article with the express 
or tacit consent of the patentee. — Ex parte HorlicK% Food Co,, 
C. D., 1898, 626 ; 84 O. G., 1870 : Duell, Commr. 

Color. 

A name which simply indicates the color applied to an article 
is descriptive.— OKve Wheel Co., C. D., 1898, 629; 84 O. G., 
1871 : Duell, Commr. 

Mark already registered to later party. 

Any doubt as to whether a mark is descriptive which has 
already been registered to a party who was later than the appli- 
cant in adopting it, should be resolved in favor of the applicant, 
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SO that both parties may have an equal standing before the 
courts. — Sleepy Eye Milling Co. v. C. F. Blanke Tea and Coffee 
Co.y C. D., 1898, 662 ; 86 O. G., 1906 : Dubll, Oommr. 

Name of article. 

A phrase should not be registered which consists of a portion 
reg^trable in itself and a portion descriptive of the goods ; as, 
for instance, " Nickle soap," where the word " soap " should be 
eliminated as a prerequisite to registration. — Ex parte BvUer^ 
C. D., 1899 ; 87 O. G., 1781 : Duell, Commr. 

Circumstances of use. 

A given mark may be fanciful when applied to one class of 
goods, and descriptive when applied to another. — Ex parte The 
Bronson Co., C. D., 1899 ; 87 O. G., 1782 : Duell, Commr. 

Illustrations. 

•• Bromo-Quinine." The word " Bromo " is not a fanciful 
term, nor is it a foreign word, but, on the contrary, it has a 
definite, common, and well understood meaning in the English 
language ; and hence the term " Bromo-Quinine " is a descrip- 
tive compound word, and cannot be registered as a trade-mark. 
—Ex parte Grove, C. D., 1894, 69 ; 67 O. G., 1447 : Fisher, 
As8t. Commr. 

"Qyrator." The word "Gyrator" is descriptive when ap- 
plied to a bolting-machine, there being a class of such machines 
known as " gyrating-sieve machines," or " gyrating bolters." — 
Ex parte Wolf, C. D., 1897, 783; 80 O. G., 1271: Butter- 
WORTH, Commr. 

** Yale." The word " Yale," as applied to locks, is descrip- 
tive.— IJr joar^e Yale ^ Towne Mfg. Co., C. D., 1897, 786; 81 
O. G., 801 : BuTTBRWORTH, Commr. 

'«Gilson." The word "Gilson," as applied to photograph 
albums, is descriptive. — Ex parte F. H. Qihon Co., C. D., 1898, 
614 ; 83 O. G., 1992 : Duell, Cmmr. 
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•• Cromarty." The word " Cromarty " as applied to herring, 
in unregiHtrable. — Ex parte Proctor^ Jr.^ C. D., 1890, 97 ; 53 O. 
(1., 769: Mitchell, Commr. 

•• Vienna/' The word " Vienna '' as applied to floor, is a 
proper trade-mark under the conditions shown. — Ux parte Jen- 
kin», C. I)., 1890, 161 ; 53 O. G., 759: Fisher, Aetff. Commr. 

•• Florentine/* ** Florentine," for rolled plate-glass, is a proper 
tmde-mark. — Fx parte Mississippi Glass Co.^ C. D., 1893, 96 ; 
H4 (). (J., 718: FiHHEU, AuMt. Commr. 

•• Waverley." ** Waverley," for bicycles, is a proper trade-mark. 
—Kx parte Indiana Bietfclr Co., C. D., 1895, 66; 72 O. G., 
1054: FlHHKii, Actij. Commr. 

•• Cloverdale/* ** Cloveixlale" is not a proper trade-mark for 
oanned goods.- Kx parte Hendley, C. D., 1895, 67 ; 72 O. G., 
1054 ; FlHHKH, Aetij. Commr. 

<• Menio Park/* Tlio name " Menlo Park," as applied to 
waU^hoH, in n»gi»tmhle. — Kji- parte Hampden Watch Co., C. 1)., 

1897, 792; 81 O. (i,» 1282; Guekley, Asst. Commr. 

•• Yucatan/* Tho wonl " Yucatan,*' as applied to leather and 
Icuthor gtHMlH« is uuux»Iy gt*ographiciil. — JEx parte Weil, C. D., 

1898, 012; 8:1 <), G», 1802: DlKLU Cofnmr. 

•• Aurora."* Tlu» n> onl *^ Auix^m," as applied to shoes, is mere- 
ly K^H\w*mpluottl Kif^^v^r Little .> Co.. V. IX, 1898, 652; 85 
iV U,, 1221; IhKi.u <\'"*"*'\ 

««Ullinill«r/' A ivpivsonmtion of tlie rock of Gibraltar is 
^V)iUimb\<s but tho N>\U\l ** Gibraltar" is not — Ux parte Nave 
jf W. t\'>/ \t '\MK^'^ 0.»., i\ IX. lv^99: v^O O. (;., 1985 : Duell, 

** Ma«*a/' Tbo xwmxI *^ H.ukv^*^* us^hI in tlie Middle Ages as a 
o\^iu\usvu u\^M\ t\\ \b^UxMv ;^ Um^u^^ tv^r mou^antile purposes, and 
*liU Ai^i^bosl uuvlv^\ tbo U^uu ^^ ?;w Uiuu^^aiio cities'* or"Hanse 
^^v^^ U^VNU'n*' |\^ I \\\ss Vv U.lv.i^'^r^Xv .-^tul Biv men, which cities still 



■tf<^^^M*«*^ 
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enjoy certain governmental privileges, not in common, but as 
cities, has no such geographical character at the present time as 
to prevent registration. A geographical word, to be unregis- 
trable, must refer to some specific locality. — Ex parte Tietgen^ ^ 
RoberUon, C. D., 1899 ; 87 O. G., 2117 : Duell, C(mmr. 



MISCELLANEOUS. 

Trade-marks and designs. The fact that a mark, abstractly 
considered, presents the characteristics of a patentable design, 
does not preclude it from constituting a trade-mark. — Ex parte 
Hudson^ C. D., 1891, 86 ; 65 O. G., 1401 : Mitchell, Commr. 

Certificate of qualifications of applicant. A certificate of 
technical qualifications, e. g., the certificate of a State Board of 
Registration, is not a proper trade-mark for goods of a kind 
regularly sold by persons entitled to such certificates, because 
such peiBons should not be prevented from advertising their 
qualifications by attaching fac-similes of such certificates to any 
or all goods sold by them. — Ex parte Kuppenheimer Bros.^ C. D., 
1892, 160 ; 60 O. G., 439 : Simonds, Commr. 

Approval of courts. A mark which in itself might be unreg- 
istrable may perhaps become registrable when on special evidence 
of use or the like it has been sustained by the courts. — Ex parte 
Petfser ^ Co., C. D., 1893, 18 ; 62 O. G., 588 : Simonds, Commr. 

Anotlier apparent purpose. When a device has an apparent 
purpose — as decoration — ^so clearly evident as to remove the 
supposition that such device is a trade-mark, it will not be 
registered.— iKr jparfg Pey»er ^ Co., C. D., 1893, 18; 62 O. G., 
588 : Simonds, Commr. 

Form of package. The form of a package or article cannot 
be registered as a trade-mark. For instance, a peculiar and 
original square bottle for a specified commodity. — Ex parte 
Dunkley Celery and Preserving Co., C. D., 1898, 620; 84 O. G., 
310: Duell, Commr. 
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Character of protection. The cases that have protected 

the use of a package of specified form, have done so not on the 
ground that the form was a trade-mark per %e^ but on the ground 
that the imitation thereof was unfair competition and therefore 
should be restrained. — Ex parte DunkUy Celery and Pre%erving 
Co., C. D., 1898, 620 ; 84 O. G., 310 : Duell, Commr. 

Decisions of courts In analogous cases. The decisions of the 
Federal courts, rather than those of the State courts of last 
resort, are controlling on questions of registrability ; but in the 
absence of the former the latter are entitled to great respect. — 
Hx parte Spayd, C. D., 1899; 86 O. G., 631: Duell, Commr. 

Registration abroad. While a decision of the German 
Imperial Patent Office is in no manner controlling, nevertheless 
if that Office has passed favorably upon a mark alleged by our 
Office to be geographical, under a German Trade-mark Law 
expressly forbidding registration of geographical terms, the 
ruling will be entitled to respect, especially if the mark in 
question relates to German geography. — Ex parte Tietgens f 
EobeHson, C. D., 1899 ; 87 O. G., 2117 : Duell, Commr. 

PERSONAL MARKS. 

Part of corporation name. A mere name or part of a name 
of a corporation, which is a surname («. ^., Gilson), is no more 
registrable by the corporation than it would be by an individual. 
—Ex parte F. H. Oihon Co., C. D., 1898, 614 ; 83 O. G., 1992 : 
Duell, Commr. 

Entire corporate name. An entire coiporate name is not 
registrable as a trade-mark. — Ex parte The Creedmore Cartridge 
Co., C. D., 1891, 140 ; 56 O. G., 1333 : Frothingham, Actg. 
Commr. 

Registration by otiiers. Tlie registrability of a personal 
name or portrait by an applicant whom it does not designate, is 
affected by the clearness of his title and authority from the 
former owner, by the limitation of his right to a particular 
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manufacture, and by the unlikelihood of deception arising from 
his use of the mark. — Richmond v. The Dr. S. A, Richrmmd 
Nervine Co., C. D., 1890, 105 ; 52 O. G., 307 : Mitchell, Commr. 

Deceased person. The surviving partner of a deceased person 
may have a right to use and register as a trade-mark the name 
of the latter. — Stewart v. Mnstein v. SawhilU C. D., 1898, 122 ; 
64 O. G., 1533 : Seymour, Commr. 

Celebrity. It may be doubted whether the association of a 
commander's name with a great military victory gives that name 
a registrable quality, and, even if it does, it does not seem that 
such name could be appropriated without the consent of the 
owner.— JJr parte Mclnnemey, C. D., 1898, 638 ; 85 O. G., 148 : 
Do ELL, Commr. 

Illustrations — Dalsimer. The word ''Dalsimer" is merely 
a surname and unregistrable. — Ex parte Dalsimer ^ Son^y C. D., 
1898, 640; 85 O. G., 149: Duell, Commr. 

m 

Buffalo Pitts. The phrase " Buffalo Pitts " is partly 

geographical and partly personal, and therefore unregistrable. — 
Ex parte Buffalo Pitts Co., C. D., 1899 ; 89 O. G., 2069 : Duell, 
Commr. 

Use prior to i88i. A name objectionable as being of a personal 
character will not be rendered registrable by reason of having 
been in use prior to the act of 1881, which act expressly 
reserved the right to register "any lawful trade-mark, etc.,'' 
already in use ; because even at the time of that enactment it 
had been decided that personal names were not lawful trade- 
marks.— JJr parte Gale Mfg. Co., C. D., 1898, 666 ; 85 O. G., 
1907 : Duell, Commr. 

Portraits — relation to names. The same principles that ap- 
ply to personal names as trade-marks apply also to portraits. — 
Richmond v. The Dr. S. A. Richmond Nervine Co., C. D., 1890, 
105; 52 O. G., 307 : Mitchell, Commr. 

Contractual relation. Just as no person can acquire by 
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adoption such an interest in the name of another person as to 
prevent the latter from using his own name in a fair and honest 
manner in the ordinary course of business, so the same rule 
applies with respect to a portrait, and for the same reason — its 
personal quality ; and in order to deprive such person of such 
right some contract relation or estoppel must be found to exist. 
— Richmond v. The Dr, S, A. Richmond Nervine Co,j C. D., 1890, 
105 ; 52 O. G., 307 : Mitchell, Commr. 

Association with article. A person may associate his 



own portrait as a trade-mark with an article of trade which he 
manufactures, and then so transfer the business of manu&cturing 
such article and using his portrait thereon as to deprive himself 
of the right thereafter to use the portrait • upon such article — 
Richmond v. The Dr. S. A, Richmond Nervine Co.^ C. D., 1890, 
105 ; 62 O. G., 307 : Mitchell, Commr. 

QUALITY, 

•• Famous." The word " Famous " is not a proper trade- 
mark. — Ux parte Brand Stove Co. (^Ltd.), C. D., 1893, 17 ; 62 
O. G., 588 : Simonds, Commr. 

••Splendid." The word "Splendid'* is not a proper tcsAe- 
mB.Tk.—i;x parte Stokes, C. D., 1898, 90 ; 64 O. G., 437 : Fish- 
er, Asst. Commr. 

•• Peerless." The word " Peerless " belongs to the class of 
woids including " unequaled," " unmatched," etc., denoting a 
superior quality of goods, and is not a proper trade-mark. — Sx 
parte Peerless Carbon Black Co., Limited, C. D., 1897, 791 ; 81 
O. G., 803 : Butter WORTH, Commr. 

" Model." The word " Model," like the word " Standard," 
is a term of quality and unregistrable. — Ux parte Krusitis Broth- 
ers, C. D., 1898, 602 ; 82 O. G., 1687 : Duell, Commr. 

•• Purity." Although the word " Purity *' is not an adjec- 
tive, and may not commonly be employed to describe a quality. 
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and although it has been heretofore registered, it will no longer 
be registered for such articles as oleomargarin. — Ex parte The 
Capital City Dairy Co., C. D., 1898, 607 ; 88 O. G., 295 : Du- 
ELL, Commr, 

" Better Than Mother's." The phrase " Better Than Moth- 
er's " is objectionable as merely denoting quality. — Ex parte 
Ervin A. Rice Co., C. D., 1898, 609 ; 83 O. G., 1207 : Duell, 
Commr. 

«« The Greatest Value for the Money/' The phrase ''The 
Greatest Value for the Money " is of an advertising character 
and should not form an essential feature of a trade-mark. — Ex 
paHe Parker, Holmes ^ Co., C. D., 1898, 644 ; 85 O. G., 287 : 
Duell, Commr. 

"Perfect." The word "Perfect" is not registrable.— iffa; 
parte Rail, C. D., 1898, 649 ; 85 O. G., 453 : Duell, Commr. 



Objects susceptible of trade-mark protection. 

Real estate. The language of the statutes and of the courts 
renders it clear that the things to which trade-marks may be 
affixed so as to be protected and registered are what are ordina- 
rily termed in law " goods, wares, and merchandise," — that is, 
articles of ordinary commerce, such as may be transported from 
one country to another, in contradistinction to all those fixed 
species of property which the law includes under the term 
"real estate." — Ex parte Roy and Nourse, C. D., 1891, 40; 54 
O. G., 1267 : Fisher, Actg. Commr. 

Advertisements. While it is true that the use of a mark 
upon a bill, letter-head, business card, or circular, is in a broad 
sense a use in commerce, nevertheless, in order to be registrable, 
such mark would have to be affixed to these things as articles 
of trade, and not as mere vehicles of communication t)etween 
the dealer and other persons. — Ex parte Roy and Nourse, C. D., 
1891, 40 ; 54 O. G., 1267 : Fisher, Actg. Commr. 
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Field of appropriation. 

Presumption from expressed intent. When registration of 
a trade-mark has been granted to an applicant, upon an applica- 
tion which avers that the trade-mark has been adopted for cer- 
tain allied species of merchandise, and has already been used on 
one thereof, and that the applicant intends to use it on the 
others thereof, and the latter species are subsequently enumer- 
ated as the field of appropriation of the same trade-mark by a 
second applicant, ilf is incumbent on the latter applicant to show 
affirmatively that the former has not carried out his expressed 
intention, and thereby preoccupied his field, and that he him- 
self is the owner of the said trade-mark therein. — Ex parte 
Kyle ^ Co., C. D., 1891, 174; 57 O. G., 274: Simonds, 
Co in in r. 

Equivalents. Under the trade-mark act, the registration of 
a trade-mark covers not only the identical article specified in the 
application therefor, but also all other merchandise of substan- 
tially the same descriptive properties. — Ex parte Kyle ^ Co., C. 
D., 1891, 174 ; 57 O. G., 274 : SmoNDS, Commr. 

Office classification. Thei-e is no authority for requiring the 
subdivision of applications to accord with the Office classifica- 
tion of trades, but on the contrary a single application may 
cover the whole field to which the trade-mark in question has 
lawfully been applied by the applicant under the common or 
statute law of his State. — Ex parte Silvers, C. D., 1894, 54; 67 
O. G., 811: Seymour, Comvir. 

Different periods of use. While the Office classification 

of trade-marks is necessary in order to determine whether or not a 
trade-mark has already been registered, and while it is desirable 
for the purposes of such classification that a single registration 
should cover a single class of goods, nevertheless the Office 
cannot require this to be done ; but where registration is sought 
for divers classes of goods, the applicant will be required to 
state separately for each class of goods the period of use on 
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such goods. — Ex parte Clark-JewelUWelh Co., C. D., 1898, 608 ; 
83 O. G., 916 : Greeley, Asst. Commr. 

Partial anticipation. If a claimed tiade-mark is found to 
be anticipated in respect of some of the goods enumerated in 
the field of appropriation, but not in respect of all, registration 
will not be granted until the stated field of appropriation is 
limited to avoid the references. — Ez parte Silvers, C. D., 1894, 
54 ; 67 O. G., 811 : Seymour, Commr, 

«« Etc." In the enumeration of the articles embraced in the 
field of appropriation, the abbreviation ^^ etc.'* is objectionable 
as indefinite.— JSc parte Silvers, C. D., 1894, 54 ; 67 O. G., 811 ; 
Seymour, Commr, 

Enumeration. In view of the decisions both of the courts 
and of the Office, where an applicant intends to cover a class 
broadly he is not required to mention every particular descrip- 
tion of goods comprised in such class, but it will be the duty 
of the Office to determine whether any particular description of 
goods, on which registration of a similar mark is subsequently 
applied for, falls under such general class ; and if it does, regis- 
tration must be refused, unless the prior registrant consents to 
it in wntmg.—Hx parte A. Stein ^ Co., C. D., 1898, 635 ; 85 
O. G., 147 : DuELL, Commr. 

HItistrations— Pantaloons, etc. Pantaloons, drawers, and 
overalls may be included in the same registration. — iEr parte 
Kyle ^ Co., C. D., 1891, 174; 57 O. G., 274: Simonds, 
C(ymmr. 

Groceries. Groceries, including " .canned goods, flour, 

tobacco, cigars, dried fruit, condiments, farinaceous foods, 
flavoring extracts, cofiFee, lard, hams, bacon, and canned beef," 
may be included in the same registration. — Ex parte Clark-Jew- 
ell'Wells Co., C. D., 1898, 608; 83 O. G., 915: Greeley, 
Asst. Commr. 

Clothing. When the field of appropriation is " clothing 

of all kinds for men and boys,'* this must be held to include 
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School Furniture Co,, C. D., 1899 ; 87 O. G., 1957 : Duell, 
Commr, 

Representation of bag. The representation of a bag is not 

a valid trade-mark for powdered soap. Soap to which the mark 
was applied would become known as ** Bag Soap," but any 
maniifacturer of powdered soap would be entitled to put up his 
soap in bags and call it bag soap. — Ex parte Martin, C. D., 1899 ; 
89 O. G., 2259 : Greeley, Actg. Commr. 

QEOQRAPHICAL MARKS. 
Arbitrary quality. 

No word will be registered which has a positive geographical 
meaning, unless it has attained an arbitrary or fanciful meaning' 
of greater substance and value. — Ex parts American Saw Co.^ 
C. D., 1892, 19; 58 O. G., 521: Simonds, Commr. Ex parte 
Little ^ Co., C. D., 1898, 652; 85 O. G., 1221: Dueli^ 
Conimr. 

Right of inhabitants of place. To confer registrability on 
a word which has a geographical meaning and also a fanciful 
meaning, it is not enough that the fanciful meaning would be 
at once recognized when the word was seen or heard, but it 
must appear beyond a shadow of a doubt that the fanciful 
meaning is of greater substance and value than the geographical 
meaning, by the test of whether the name could rightfully be 
used upon the same class of goods by any one making them in 
the locality designated thereby. — Ex parte Little ^ Co., C. D., 
1898, 652 ; 85 O. G., 1221 : Duell, Commr. 

Reputation of place. 

• 

Not noted. In deciding whether a term primarily geograph- 
ical has also a fanciful meaning entitling it to registration, the 
fact that no goods of the class sought to be registered are man- 
ufactured at the place or region designated by the term in ques- 
tion is a point in favor of registration. — Ex parte Dover Stamp- 
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inff Co,, C. D., 1890, 94 ; 51 O. G., 1784 : Fisher, Actg. 
Commr. Ex parte Jenkim, C. D., 1890, 161; 53 O. G., 759: 
Fisher, Actg. Commr . Ex parte Mississippi Glass Co.^ C. D., 
1893, 96; 64 O. G., 718: Fisher, Asst. Commr. Ex part^ 
Hampden Watch Co., C. D., 1897, 792 ; 81 O. G., 1282: Gree- 
ley, Asst. Commr. 

Not controlling:. The fact that no goods of the appli- . 

cant's description are now made at the place in question, is not 
controlling. — Ex parte Nave ^ McCord Mercantile Co., CL D., 
1899 ; 86 O. G., 1985 : Ddell, Commr. 

Noted. The fact that the place in question is famous for its 
production of the goods in question is strong evidence that the 
name can have no fanciful meaning entitling it to registration. 
—Ex parte Proctor, Jr., C. D., 1890, 97 ; 51 O. G., 1785 : 
Mitchell, Commr. 

Foreign. When it appears that the term in question is the 
name of a foreign place noted abroad for the production of the 
goods in question, the fact that none of the goods manufactured 
at that place are imported into the United States is not a point- 
in favor of registration, for registration can be invoked only as 
it stands related to foreign commerce. — Ex parte Proctor, Jr.„ 
C. D., 1890, 97 ; 51 O. G., 1785 : Mitchell, Commr. 

Future. A term primarily geographical having been found 
to have a fanciful meaning entitling it to registration, the fact 
that at some future time some manufacturer at the place desig- 
nated by the teim might, under suitable conditions, be permit- 
ted to use the term, does not impair the right of the present 
user to register it. — Ex parte Dover Stamping Co., C. D., 1890, 
94 ; 51 O. G., 1784 : Fisher, Actg. Commr. Ex parte Hampden 

Watch Co., C. D., 1897, 792 ; 81 O. G., 1282 : Greeley, ^m^ 

Commr. 

Raw material. Though the registrants may do business in 
Chicago, and though leathers and skins may not be exported 
from Yucatan, yet hides are a product of Yucatan, and any one 
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obtaining Yucatan hides, or purchasing hides brought from Yu- 
catan, would be entitled to mark skins and tatined leather having 
such origin with the name " Yucatan." Hence no exclusive 
right to the term resides in the registrants. — Ex parte Weily C. 
D., 1898, 612 ; 83 O. G., 1802: Duell, Covimr. 

Miscellaneous. 

Reputation of foods. In deciding whether a term primarily 
geographical has also a fanciful meaning entitling it to registra- 
tion, weight is due to the fact that the person seeking to regis- 
ter it has used it exclusively a long time, and has acquired for 
it a reputation in the market. — Ux parte Dover Stamping Co.^ 
C. D., 1890, 94 ; 51 O. G., 1784 : Fisher, Aetg. Commr. Ex. 
parte Jenkins, C. D., 1890, 161 ; 53 O. G., 759 : Fisher, Actg, 
Commr. Ex parte Hampden Watch Co., C, D., 1897, 792; 81 
O. G., 1282 : Greeley, Aast. Commr. 

Deceptiveness. In determining whether a term primarily 
geographical has also a fanciful meaning entitling it to registra- 
tion, consideration is to be g^ven to the inherent probability of 
deception arising from the use of the term. — Ex parte Dover 
Stamping Co., C. D., 1890, 94 ; 51 O. G., 1784 : Fisher, Actg. 
Commr. Ex parte Jenkins, C. D., 1890, 161 ; 53 O. G., 759 : 

« 

Fisher, Actg. Commr. Ex parte Mississippi Glass Co., C. D., 
1893, 96 ; 64 O. G., 713 : Fisher, Asst. Commr. 

Foreign. The fact that the term in question would not 

deceive purchasers in the United States, is insufficient to war- 
rant registration, if nevertheless foreign purchasers might be 
deceived, by reason of a different status in foreign markets. — 
Ex parte Jenkins, C. D., 1890, 161 ; 53 O. G., 759: Fisher, 
Actg. Commr. 

Custom. The custom of the trade in selecting fancy names 
rather than those designating the actual place of production, is 
of weight in showing that no deception would occur through 
the adoption of a name primarily geographical. — Ex parte Jen- 
kins, C. D., 1890, 161 ; 53 O. G., 759 : Fisher, Actg. Commr. 
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Location of registrant. The fact that the registrant is not 
located at the place in question is a point in favor of registra- 
tion. — Ex parte Mississippi Glass Co,^ C, D., 1893, 96 ; 64 O. 
G., 713 : Fisher, Asst. Commr. 

Classification of geog^raphical marlcs. Geographical names 
may be (1) those that are well known and in common use, (2} 
those whose primary significance is other than geographical, 
even though they appear in gazetteers, and (3) those which, as 
indicated by their composition or otherwise, have a primary 
geographical significance, even though they are not so well 
known as the first class. Words of the first and third classes 
are unregistrable, while words of the second class are registra- 
ble.— iBi parte Hendley, C. D., 1895, 67; 72 O. G., 1654: 
Fisher, Actg. Commr. 

Presumption of equal ri^ht. In the case of the words 
" Columbia," " Lackawanna," " International," and " East 
Indian," referred to by the Supreme Court in Columbia Mill 
Co. V. Alcorn (C. D., 1893, 672; 65 O. G., 1916), the word 
was of such a nature or covered such an extent of territory that 
it was necessarily to be presumed that there would be those who 
could employ the word with equal truth. — Ex parte Hampden 
Watch Co., C. D„ 1897, 792 ; 81 O. G., 1282: Greeley, Asst. 
Commr. 

Qeoffraphical importance. The mere fact that there is a 
place of some size bearing the name in question will not pre- 
clude registration, but the number and size of such places is 
evidence as to the relative importance of the geographical and 
fanciful meanings of the name. — Ex parte Little ^ Co., C. D., 
1898, 652; 85 O. G., 1221 : Duell, Commr. 

Illustrations. 

•• Dover." Held registrable under the circumstances of the 
case. [See above under this same head of Geographical marks.] 
— Ex parte Lover Stamping Co., C. D., 1890, 94 ; 51 O. G., 
1784 : Fisher, Actg. Commr. 
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•• Ribbon/* A red ribbon, as a trade-mark for tobacco, is an- 
ticipated by the word ^^ Ribbons,*^ inasmuch as though there is 
no physical resemblance between the ribbon itself and the word, 
the tobacco in each case would probably come to be known as 
" the ribbon brand." — Ex parte Calvert ^ Brother^ C. D., 1898, 
646 ; 85 O. G., 288 : Duell, Commr. 

5tar. The device of a star with downwardly extending rays 
and with the numerals 1 and 2 respectively above^ and below 
such rays, is anticipated by a star having rays but no numerals. 
—Ux parte Werner ^ Co,, C. D., 1898, 651; 85 O. G., 775: 
Greelev, Asst. Commr. 

••Carmen.*' The word "Carmen*' is anticipated by the 
word " Carmencita." — Ex parte Egyptian Tobacco Co., C. D., 1898, 
659 ; 85 O. G., 1741 : Duell, Commr. 

"Norma." The word "Norma" is anticipated by "La 
Norma." — Ex parte Egyptian Tobacco Co,, C. D., 1898, 661 ; 
85 O. G., 1905 : Duell, Commr. 

" Dyspeptlclde." The word " Dyspepticide," as applied to a 
medicine, is anticipated by the word " Dyspepticure." — Ex 
parte Foley ^ Co., C. D., 1899 ; 87 O. G., 1957 : Duell, Commr. 

•«Otaka." The word " Otaka " is not anticipated by the 
word " Uneeda," notwithstanding the courts have decided that 
the words "Iwanta" and "Uwanta" infringe on "Uneeda," 
especially because " Otaka " and " Uneeda " differ in a marked 
degree not only in form but in signification. — Ex parte Lorem, 
C. D., 1899 ; 89 O. G., 2067 : Duell, Commr. 



S. 

Illegal business. When it appears that the applicant who 
seeks to register a specified mark as applied to a specified article 
has parted with the right to manufacture the article, his appli- 
cation will be refused on equitable grounds, irrespective of the 
question of priority of adoption of the mark. — Richmond v. The 
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Dr. S. A. Richmond Nervine Co., C. D., 1890, 106 ; 52 O. G., 
307 : Mitchell, Commr. 

Ljocated abroad— Citizenship. The business location of an 
applicant, and not his citizenship, detennines the country whose 
laws are to be regarded with respect to the privileges they afford 
to citizens of the United States, under our law extending similar 
privileges to such applicant — Ux parte Haggenmacher, C. D., 
1892, 159; 60 O. G., 438 : Simonds, Commr. 



Absolute bar. § 5 of the act of 1881 cannot be construed 

to mean that when the trade-mark in question has not been 
registered abroad it is unregistrable here. — Ex parte Portland- 
Cement-Fabrik " Germania " S. Manske ^ Co., C. D., 1893, 101 ; 
64 O. G., 858 : Fisheb, Actg. Commr. 

Reciprocal requirement. The fact that a certain foreign 

country grants registration to United States citizens only for 
marks already registered here, does not, under § 1 of the act of 
1881, require that a mark sought to be registered here by an 
applicant located in the said country shall first have been regis- 
tered there. — Ex parte Portland- Cement-Fabrik " Q-ermania^^ 
H. Manske ^ Co., C. D., 1893, 101 ; 64 O. G., 858 : Fishee, 
Actg. Commr. • 



Germany, letters and words. Although §3 of the 

German act of Nov. 30, 1874 prohibits registration of a mark 
consisting entirely of letters or words, nevertheless it satisfac- 
torily appears from examination of a copy of the Funf te Beilage 
zum Deutschen Reichs-Anzeiger und Koeniglich Preussischen 
Staats-Anzeiger that the German Empire grants registration of 
trade-marks consisting solely of words to citizens of the United 
States. — Ex parte Portland- Cemeni>-Fabrik ^^ Germania^^ H. 
Manske ^ Co., C. D., 1893, 101 ; 64 O. G., 858 : Fisher, Actg. 
Commr. 

State. A State cannot register in the Patent Office as a 
trade-mark a device used on its behalf by its officers in foreign 
commerce, when that foreign commerce is not authorized by its 
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constitution or laws. — Ex parte State of Soyth Carolina^ C. D., 
1893, 115 ; 64 O. G., 1395 : Seymoub, Commr. 

Burden of proof. When it appears that one of two parties 
claiming a certain trade-mark at one time had exclusive posses- 
sion thereof with the assent and cooperation of the other party, 
the burden of proof is on the latter to divest the former of his 
right. — Sanche v. Electrolihratian Co.^ C. D., 1892, 180; 60 O. 
G., 1189 : SiMONDS, Commr. 

Corporations and partnerships. When one party claiming 
a certain trade-mark is an individual, while the other party is 
either a corporation in which the individual is a stockholder or 
a partnership of which the individual is a member, and the said 
individual originated or once owned the trade-mark in question, 
while the corporation or partnership afterward used it with the 
assent and to the exclusion of the individual, then the presump- 
tion of acquired ownership of the trade-mark is stronger in the 
case of the corporation than it is in the case of the partnership. 
—Sanche v. Electrolihration Co,, C. D., 1892, 180 ; 60 O. G., 
1189 : SiMONDS, Commr. 

Deceptive use. That a party uses a trade-mark deceptively, 
as, for instance, that he uses the name of a deceased physician 
upon remedies never prescribed by the latter, is a consideration 
going to negative his right to such trade-mark. — Stewart v. 
Einstein v. Sawhill, C. D., 1893, 122 ; 64 O. G., 1533: Sey- 
mour, Commr. 

(But Bee beloWj Trade-^marks, interferences, registrability, fravd.') 

Surviving partner. A surviving partner has the right to use 
his deceased partner's name at least for the purpose of closing 
out the partnership business. — Stewart v. Einstein v. Sawhill, C. 
D., 1893, 122 ; 64 O. G., 1533 : Seymour, Commr. 

Exclusive right. In order to register a trade-mark a party 
must have the exclusive right to its use. — Ex parte Langdaii a7id 
Batcheller, C. D., 1892, 208 ; 61 O. G., 286 : SiMONDS, Cammr. 

Benefit of doubt. Although the character of the use of a 
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device by an applicant may throw some doubt on his right to 
the device as a trade-mark, nevertheless if the mark has been 
already registered the doubt will be resolved in the applicant's 
favor, so as to put him on an equal footing with the registrant 
before the courts. — Hay ^ Todd Mfg. Co. v. QuemB Bros,^ C. D., 
1899 ; 86 O. G., 1323 : Duell, Commr. 

Association of manufacturers. An association of manufac- 
turers, which has adopted a device to be used by its members 
on their goods to indicate that the goods are made under certain 
regulations, but which does not itself make, brand, or sell the 
goods, does not rise the device in such a sense as to be entitled 
to register it under the statutory provisions. — Ux parte The 
Anti-Adulteration League, C. D., 1899; 86 O. G., 1803 : DuELL, 
Commr. 

Assignment of mark only. A transfer of all right, title, 
and interest in and to a certain word for use on certain articles, 
will not be accepted by the Office as a transfer of such trade- 
mark, in the absence of a transfer of the business itself or that 
portion of the business which pertains to such articles. — Empire 
Cycle Co. v. Monarch Cycle Mfg, Co. v. Meacham Arms Co., C. D., 
1898, 604 ; 82 O. G., 1689 : Greeley, Asst. Commr. 



Registration. 

Word and device. 
Essential features. 
Amendment. 
Miscellaneous. 



WORD AND DEVICE. 



Dissimilar modifications. One registration cannot cover a 
word, and also a picture capable of modifications that might 
appear to be substantially different things to an ordinary pur- 
chaser. — Ux parte Adam Roth Grocery Co., C. D., 1893, 6; 62 
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O. G., 815 : SiMONDS, Commr. Ex parte Muiry C. D., 1899 ; 
87 O. G., 357 : DuELL, Commr. 

Different names. A picture is not the true alternative of a 
word, when it may also be described by another word. — Ex parte 
LazaniSy Schwartz and Zipper, C. D., 1893, 119 ; 64 O. G., 
1396 : FiSHEB, Actg. Commr. 

Rosebud. The word Rosebud and the picture of a rosebud 
are true alternatives. — Ex parte Kinney, C. D., 1895, 822 ; 72 
O. G., 1349 : Seymour, Commr. 

•« American Beauty." The phrase " American Beauty Rose " 
and the representation of a rose not obviously an American 
Beauty rose, would not be true alternatives ; much less such 
representation and the phiuse ^^ American Beauty," inasmuch 
as this latter phrase does not necessarily refer to a particular 
species of rose. — Ex parte Muir, C. D., 1899 ; 87 O. G., 357 : 
DuELL, Commr. 



ESSENTIAL FEATURES. 

Inclusive statement. The requirement that an applicant 
shall discriminate between the essential and non-essential features 
of his mark, precludes his introducing such a clause as the fol- 
lowing : " Either in identity and entirety as hereinbefore de- 
scribed and as illustrated in the accompanying facsimile, or to 
any such extent and in such near resemblance thereto as might 
be calculated to mislead and deceive the public." — Ex parte A. 
Stein ^ Co., C. D., 1898, 635 ; 85 O. G., 147 : Duell, Commr. 

How determined. The essential features of a trade-mark are 
the features that actually lend character to the entire mark, and 
it is not permissible to arbitrarily specify anything else as such, 
in the statement of the application. — Ex parte Parker, Holmes 
^ Co., C. D., 1898, 644 ; 85 O. G., 287 : Duell, Commr. Ex 
parte The Standard Fashion Co., C. D., 1899 ; 89 O. G., 189 : 
Duell, Commr. 
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United States flag. The United States flag cannot be regis- 
tered as the essential feature of a trade-mark, and even when it 
is specified as only one of the essential features, anything pre- 
sented in connection with it which tends to change its ordinary 
appearance should, if possible, be required to be specified as an 
essential feature. — Ex parte The Standard Fashion Co,y C. D., 
1899 ; 89 O. G., 189: Duell, Commr. 

Enclosing concentric circles. Concentric circles enclosing a 
device and containing between them the name of the applicant, 
are not an essential feature of the trade-mark. — Ex parte The 
Standard Fashion Co., C. D., 1899 ; 89 O. G., 189 : Dubll, 
Commr. 



AMENDMENT. 

Period of use. No such change should be permitted in what 
is set forth as the essential feature of a trade-mark, as might 
make the statement as to the period of use inapplicable to the 
new mark. — Ex parte Pittsburgh Pump Co., C. D., 1898, 618 ; 
84 O. G., 309 : Duell, Commr. Ex parte Calvert ^ Brother, C. 
D., 1898, 646 ; 85 O. G., 288: Duell, Commr. 

Different disclosure. An amendment cannot be permitted 
which would change the mark originally disclosed, even though 
the period of use originally stated might still apply. — Ex parte 
Mclnnemey, C. D., 1898, 638 ; 85 O. G., 148 : Duell, Commr. 

Cancelation of features. An applicant may amend so as to 
present as the essential features of a mark less than what he so 
presented origijiaUy. — Sleepy Eye Milling Co. v. C. F. Blanke 
Tea and Coffee Co., C. D., 1898, 662 ; 85 O. G., 1905 : Duell, 
Commr. Ex parte Spayd, C. D., 1899 ; 86 O. G., 631 : Duell, 
Commr. 

Declaration. A declaration cannot be amended, and any 
substitute declaration must be complete in itself, without refer- 
ence to the original declaration. — Ex parte Schotten ^ Co., C. 
D., 1892, 165 ; 60 O. G., 576 : Frothingham, As%t. Commr. 
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Facsimile. If the drawing shows not only the trade-mark 
itself, but an article to which it is applied, and if such illustra- 
tion raises doubts as to whether tihe proper mode of protection 
is not a design patent, the Office may require that the drawing 
be restricted to the trade-mark proper. — Ux parte Hudson^ C. D., 
1891, 86 ; 55 O. G., 1401 : Mitchell, Commr. 

MISCELLANEOUS. 

Specification of trilies. It is insufficient to specify that the 
trade-mark is used in trade with the tribes located in a certain 
territory, but instead the name of the tribe or tribes should be 
specified.— jBi parte Schott^n ^ Co., C. D., 1892, 165 ; 60 O. 
G., 576 : Frothingham, Asst. Commr. 

Foreign commerce. It is necessary to the registration of a 
trade-mark that its use in foreign commerce be a lawful use. — 
Ex parte State of South Carolina, C. D., 1898, 115 ; 64 O. G., 
1395 : Seymour, Commr. 

Note. The correctness of this decision was affirmed by the 
Court of Appeals of the District of Columbia in the case of 
United States ex rel. State of South Carolina v. Seymour, Commr. 
of Patents (C. D., 1894, 174; 66 O. G., 1167); and that court 
further held that the investigation and decision of lawfulness in 
any particular case is not a merely ministerial act on the part of 
the Commissioner, and hence is not the subject of mandamus ; 
overruling United States ex rel. State of South Carolina v. Seymour, 
Commr. of Patents (C. D., 1893, 622 ; 65 O. G., 221 : SuPR. Ct. 
D. C.) 

International Union. The provisions of the International 
Union with respect to the registration of all trade-marks regis- 
tered abroad, are not self-executing and are not operative with- 
out legislation. — JEx parte Zwack ^ Co., C. D., 1896, 683 ; 76 O. 
G., 1855: Seymour, Commr. 

Right statutory. The question before the Office in any case 
is not the common-law right to a trade-mark, but the statutory 
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right to registration. — JSx parte The Anti-AdtUteration League, 
C. D., 1899; 86 O. G., 1803: Dubll, Commr. 

Association with goods. In order to be registrable, a trade- 
mark need not have been physically attached or affixed to goods 
but may simply have accompanied goods in the market or have 
been so associated with them by advertisement that they are 
known by it. — Hay ^ Todd Mfg, Co. v. Querns Bros.^ C. D., 
1899 ; 86 O. G., 1323 : Duell, Commr. 

For purpose of foreign registration. A mark which is not a 
valid trade-mark cannot be registered under the supposed authori- 
ty of § 13 of the trade-mark act of 1881, that section being at 
the best ambiguous. — Ex parte Buffalo Pitts Co., C. D., 1899 ; 
89 O. G., 2069 : Duell, Commr. 

Issuing to assignee. A certificate of registration which has 
been applied for by the then owner of the trade-mark will not 
be issued to an assignee of such owner, even though the assign- 
ment contains a request to that effect and is duly recorded. — 
JSx parte BasseU, C. D., 1891, 69 ; 55 O. G., 997 : Mitchell, 
Commr. 

Return of lee. When registration is refused because of antici- 
pation, the registration fee will not be refunded to the applicant. 
Ex parte Thayer, C. D., 1891, 247 ; 54 O. G., 957 : Decis. 
Segb. Int., opinion o/Asst. Atty.-Gen. Shields. 

Interferences. 

Nature of contest. 

Amendment of date of adoption. 

Issue. 

Weight of testimony. 

Registrability. 

Miscellaneous. 

NATURE OF CONTEST. 

In contested cases, the question before the Commissioner is the 
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same that would be before a court of equity if the contestants 
were there seeking to enjoin each other from the use of the dis- 
puted mark, and the right to registration belongs to the party who 
would win such a suit— \Richmond v. The Dr. S. A. Richmond 
Nervine Co., C. D., 1890, 105 ; 52 O. G., 307 : Mitchell, 
Commr. Manitowoc Mfg. Co. v. Dickerman, C. D., 1891, 239; 
67 O. G., 1721 : Simonds, Commr. 

AnENDHENT OF DATE OF ADOPTION. 

General rule. Trade-marks are often registered which have 
been in use for many years prior to the date of application for 
registration, and very often such applications are not made by 
the original proprietors but by their assignees, and in such cases 
it is often difficult to give the earliest date of use. . In suits in 
equity, evidence of the earliest use would be admitted and the 
pleadings amended if necessary, and the Office is required to 
foUow the courts in this matter, under § 3 of the statute of 1881. 
—Sherwood v. Horton, Cato ^ Co., C. D., 1898, 629 ; 84 O. G., 
2018 : DuELL, Commr. 

Registrant. The fact that the stated date of adoption is pub- 
lished in connection with the certificate of registration, does not 
render it inequitable to apply to a registrant the Rule (13) hold- 
ing him to such date of adoption. — Stuart Medicine Co. v. Golr- 
daine, C. D., 1883, 104 ; 64 O. G., 1005 : Fisher, AsbL Commr. 

Virtual amendment. While the statement of a registrant 

is not open to amendment with respect to the date of adoption 
of the trade-mark (although a pending application may be so 
amended), the Office, upon a proper showing, may allow the 
registrant to set up, for purposes of interference, an earlier date 
for proof by testimony than that originally stated. — Sherwood v. 
Horton, Cato ^ Co., C. D., 1898, 629 ; 84 O. G., 2018 : Duell, 
Commr. 

Consideration of testimony. Although a party has moved to 
amend with respect to his date of adoption, in order to take 
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^timony to establish an earlier date, and his motion has been 
denied by reason of an insufficient showing, this will not prevent 
the consideration on final hearing of any testimony taken by 
such party which tends to establish such earlier date. — Sherwood 
V, Hortan, Cato ^ Co., C. D., 1898, 629 ; 84 O. G., 2018 : Duell, 
Commr. 



ISSUE. 

Field of appropriation. The issue with respect to the field 
of appropriation should be as broad as the applications of the 
parties. — S. Hemsheim, Bros. ^ Co., Ltd. v. J. V. Hargrave ^ Son, 
C. D., 1897, 784; 81 O. G., 503: Butter worth, Commr. 

Reformation. When it becomes apparent to the Examiner 
of Interferences that the scope of the issue is not the same as 
that of the applications, and a proper motion has been made to 
re-form the issue, he should transmit the motion to the Exam- 
iner of Trade-marks for determination. — S. Hernsheim, Bros. ^ 
Co. Ltd. V. J. V. Hargrave ^ Son, C. D., 1897, 784 ; 81 O. G,. 
503 : BuTTERWORTH, Commr. 

Testimony talcen. When the issue with respect to the field 
of appropriation is narrower than the application of one of the 
parties, but the testimony has been taken and the case brought 
to final hearing and the fact is undisputed that the applicant 
claiming a broad field of appropriation is prior to the other 
party in date of use, the interference will be dissolved, the appli- 
cation mentioned will be allowed, and the papers of the other 
party will be returned, together with the interference record, 
to the Primary Examiner to determine as an ex parte question 
whether any right to registration remains as to the specific field 
of appropriation shown. — Joseph Banigan Rubber Co. v. Bloom- 
ingdale, C. D., 1899; 89 O. G., 1670 : Duell, Commr. 

Illustration. An interference is improperly declared where 
one party specifies men's boots and shoes, and the other party 
overshoes, as the field of appropriation. — Joseph Banigan 
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Rubber Co. v. Bloimingdale, C. D., 1899 ; 89 O. G., 1670 
DuELL, CoTnmr. 



WEIGHT GF TE5TIMGNY. 

Established tmsiness. While oral testimony relating to 
remote events is apt to be unreliable, nevertheless more weight 
should be given to it in support of a long-established and large- 
ly developed business than in derogation of vested rights. — 
Sherwood v. Barton, Caio ^ Co., C. D., 1898, 629; 84 O. G., 
2018 : DuELL, Commr. 

Feeble opposing right. In considering the weight to be given 
to testimony of early adoption by the proprietor of a well-estab- 
lished business, the fact that his opponent's business was small 
and that the latter did not attempt to register the mark until 
long after he knew of the adverse registration, is to be taken 
into account. — Sherwood v. Horton, Cato ^ Co., C. D., 1898, 629 ; 
84 O. G., 2018: Duell, Commr. 

Applicant against registrant. The Patent Office should not 
register a trade-mark after having already registered the same 
mark for the same class of goods, except on proofs clear and 
convincing beyond a reasonable doubt. — Sherwood v. Horton, 
Caio ^ Co., C. D., 1898, 629 ; 84 O. G., 2018 : Duell, Commr. 
Sleepy Eye Milling Co. v. C. F. Blanke Tea and Coffee Co., C. 
D., 1898, 662; 85 O. G., 1905 : Duell, Commr. 

REGISTRABILITY. 

Benefit of doubt. The question whether the mark in issue is 
of a registrable nature, should be resolved in favor of registra- 
tion, when the contest is between an applicant and a registrant, 
and the decision on priority is with the applicant. — Sleepy Eye 
Milling Co. v. C. F. Blanke Tea and Coffee Co., C. D., 1898, 
662 ; 85 O. G., 1905 : Duell, Commr. 

Fraud. The question whether by reason of false and fraudu- 
lent representations an applicant has disentitled himself to reg- 
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ister a tatule-mark, cannot be raised in an interference. — Sleepy 
Eye Millinff Co, v, C. F. Blarike Tea and Coffee Co,^ C. D., 
1898, 662 ; 85 O. G., 1905 : Duell, Commr. 



MISCELLANEOUS. 

Date of use in foreign commerce. Use in foreign commerce 
is not a prerequisite of ownership and hence the date of such 
use is not material in an interference. — Manitowoc Mfg, Co, v. 
IHckerman, C. D., 1891, 289; 57 O. G., 1721 : Frothingham, 
AbbL Commr. Stuart Medicine Co. v. Q-oldaine^ C. D., 1893, 
104 ; 64 O. G., 1005 : Fisher, A9%t. Commr. Sleepy Eye Milling 
Co. V. C. F. Blanke Tea and Coffee Co.—C. D., 1898, 662 ; 85 
O. G., 1905 : Duell, Commr. 

Burden of proof. The filing of an application for registration 
cresLiea B, prima facie case of the applicant's ownership of the 
trade-mark at the date of filing, as against a subsequent appli- 
cant. — Manitowoc Mfg. Co. v. Dickerman^ C. D., 1891, 239 ; 
67 O. G., 1721 : Frothingham, A8%t. Commr. 

Registration under void law of i87o. When the subject- 
matter of an application is the same as that of a previous 
certificate issued under the void law of 1870, an interference 
will not be declared, but the prior registrant will be notified to 
come in and file a new application, within a reasonable period, 
for the purpose of creating an interference. — Ex parte American 
Lead Pencil Co., C. D., 1892, 199; 61 O. G., 151: Simonds, 
Commr. 

Filing date. Although the filing date of one party precedes 
the alleged date of adoption by the other party, the former will 
not therefore prevail, but the interference must proceed to 
a determination of the respective actual dates of adoption and 
use. — Stewart v. Einstein v. Sawhill^ C. D., 1892, 209 ; 61 O. G., 
287 : Frothingham, Asat. Commr. 

Succession in interest. A party in a trade-mark interference 
cannot go back of his stated date of adoption by placing himself 
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in the position of the successor of a previous owner of the mark, 
even though he becomes such successor subsequently to the 
filing of his application. — Empire Cycle Co. v. Monarch Cycle 
Mfg. Co. V. Meacham Arms Co., C. D., 1898, 604; 82 O. G., 
1689 : Greeley, Asst. Commr. 

UTILITY. 

 

Operativeness of process. The operativeness of a process is 
not established by proof of the operativeness of the machine 
that effectuates the process. Other functions of the machine 
may enter into the result and may produce it even in spite of 
the ineffectuality of the process in question. — Ex parte Barney y 
C. D., 1890, 171 ; 53 O. G., 1569 : Mitchell, C(mmr. 

Application oath. The application oath does not constitute 
prima facie evidence of operativeness, and the Office may call 
for such evidence either in the shape of a model or otherwise. — 
Ex parte Beach, C. D., 1897, 54; 80 O. G., 1476: Greeley, 
Actg. Commr. 

Degree. The degree of utility of an invention does not affect 
its patentability, and if the invention is not frivolous or preju- 
dicial to the public, and possesses any practical utility whatever, 
a patent cannot be refused on the ground that the invention is 
not " sufficiently useful and important " under §4892 of the 
Revised Statutes.— JSi parte Sanche, C. D., 1897, 32 ; 80 O. G., 
185 : Butter WORTH, Commr. 

Evidence. The presence of utility is not to be arbitrarily 
determined by the Patent Office, but in cases of doubt the Office 
may receive evidence to resolve it ; and assertions based on 
theory cannot stand against the testimony of credible witnesses 
who have tested the utility of the invention. — Ex parte Sanche, 
C. D., 1897, 32 ; 80 O. G., 186 : Butterworth, Commr. 

Imagination. The utility of a clinical device as a curative 
agent, when evidenced by the testimony of many patients and 
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of reputable physicians, cannot be denied on the theoretical 
ground that the cures a,ve due to the imagination of the patients. 
—Ex parte Sanche, C. D., 1897, 82; 80 O. G., 185: Butter- 
WORTH, Commr. 



WITHDRAWAL FROM ISSUE. 

See Mule 166 of the Rules of Practice^ 16th ed. 

To permit procurement of foreign patent. The Rule 
governing withdrawal from issue provides, it is true, that a 
case shall not be withdrawn for the purpose of enabling the 
inventor to procure a foreign patent, after the final fee has been 
paid and the case has received its date and number ; but this 
provision does not impliedly permit such withdrawal prior to 
the payment of the final fee. — Ex parte Simon%on^ C. D., 1890, 
117 ; 58 O. G., 1571 : Mitchell, Commr, 

To postpone final fee. A withdrawal from issue will not be 
granted merely for the purpose of extending, directly or indirect- 
ly, tte time within which the final fee may be paid. — Ex parte 
StmonBouj C. D., 1890, 117 ; 58 O. G., 1571 : Mitchell, Commr. 

To obtain simultaneous issue of two cases. An application 
will not be withdrawn from issue to await the allowance of 
another case in order that both cases may be issued simulta- 
neously (JEr parte Simonson, ante'). — Ex parte Brandy C D.» 
1891, 134; 56 O. G., 1062: Frothingham, Actff. Commr. 

To restore claim. Withdrawal from issue wiU not be per- 
mitted for restoring a claim canceled on references, on the ground 
that the scope of such references was at first misapprehended. 
—Ex parte Woody C. D., 1892, 4 ; 58 O. G., 278 : Simonds, 
Commr. Ex parte Blakealee, C. D., 1898, 72 ; 68 O. G., 1201 : 
Fisher, Aast Commr. 

Renewed case. Withdrawal from issue to restore a canceled 
claim will especially not be granted in the case of a renewed 
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case, in which the claim might have been restored upon renewal. 
—Fx parte Blakedee, C. D., 1873, 72 ; 63 O. G., 1201 : Fisher, 
Aul. Commr. 



To sulmiit broader claims. After a fair and full examina- 
tion by the Office and an allowance of the claims presented by 
the applicant, the case will not be reopened for the submission 
of broader claims, od the ground that the applicant now regards 
his allowed claims as needlessly restricted, nor on any ground 
excepting irremediable injury. — Ez parte Crold, C. D., 1892, 138 ; 
59 O. G., 2067 : Simoxds, Cammr. 

Filing new application. An application will not be with- 
drawn from issue to admit a new claim when the latter is 
susceptible of being made, either in an independent application, 
or in a second application that would be continuous with the 
one allowed, without detriment to the rights of the inventor. — 
Ex parte Nash, C. D., 1892, 146 ; 60 O. G., 159 : Frothingham, 
A89t. Commr. Ex parte Schilling, C. D., 1892, 147 ; 60 O. G., 
160 : Frothinghaai, Actg. Commr. 

Hardship or irreparable injury. To obtain a withdrawal 
from issue, the applicant must show that hardship or irreparable 
injury would result from denying his request. — Ex parte Meyer, 
C. D., 1891, 6 ; 54 O. G., 265 : Mitchell, Commr. 

m 

Promptness of request. An equity would seem to arise in 
some cases from prompt action on the part of the applicant in 
requestiug a withdrawal from issue. — Ex parte Meyer, C. D., 
1891, 6 ; 54 O. G., 265 : Mitchell, Commr, 

Cancelation of order. After an application has been with- 
drawn for the rejection of claims, the order of withdrawal will 
not be canceled on a showing that the claims are not in fact 
anticipated, the applicant's remedy being by regular appeal as 
in cases never allowed. — Ex parte Atterbury, C. D., 1898, 170; 
84 O. G., 1583 : Greeley, AbsL Commr. 
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AMENDMENTS. 
General latitude in prosecution. 

{Page 9.) 

Persistent filing of amendments. After the Examiner's 
position has been fully pointed out and final rejection given, a 
persistent filing of amendments and arguments without any 
prospect of having the Examiner change his action, is a practice 
that cannot be too strongly condemned, and such arguments and 
proposed amendments may be returned through the Chief Clerk. 
—Hx parte Bravo and Miller, C. D., 1900; 91 O. G., 460: 
DuELL, Commr. Ex parte Tiffany, C. D., 1900 ; 91 O. G., 
643 : DuELL, Commr. 

Amendment after final rejection. 

AMENDMENT IN SUBSTANCE. 

{Page 12.) 

Surprise at final rejection. After the Examiner, in first 
rejecting claims for a very simple device in a class easily 
examined, has fully and clearly stated his position, and the appli- 
cant has asked for a reconsideration without amending, and 
thereupon the Examiner has made his rejection final, a petition 
for reopening will not be granted on the plea that the applicant 

337 
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expected that his argument for reconsideration would either be 
convincing, or call out further references, and that when the 
final rejection unexpectedly came he took up the case for further 
careful consideration and found that there was a clear mechani- 
cal difference between his device and the references, which he 
proceeded to express in new claims now sought to be introduced. 
—Ex parte Wilier, C. D., 1900 ; 91 O. G., 1033 : Duell, Commr. 

Presenting broad and narrow claims together. The doctrine 
of ex parte Opdyke (ante, p. 41), that a case which has been 
appealed on broad claims and lost will not be reopened for the 
admission of narrower claims, applies to the practice before the 
Primary Examiner and deprives a party who has prosecuted 
broad claims to final rejection of the right to have his case 
reopened to admit specific claims. — Ex parte Wilier, C. D., 1900 ; 
91 O. G., 1033 : Duell, Commr. 

Analogy of Rule 78. The fact that Rule 78 permits amend- 
ments affecting the merits of the case to be made after allowance, 
without withdrawing the case from issue, does not argue that 
amendments in substance should be permitted after final rejec- 
tion, on a reasonable showing. In both cases, the admission of 
such amendments is dependent on the fact that they do not re- 
quire the reopening of the case for further action by the Office. 
—Ex parte Wilier, C. D., 1900 ; 91 O.G., 1033 : Duell, Commr, 

New matter. 

(^Page 15.) 

Proportions of gearing. If a device is inoperative, as shown 
and described, by reason of the proportions of gearing, it does 
not constitute new matter to change such proportions and 
remedy the defect. — Griffin v. Sivenson, C. D., 1900; 91 O. G., 
819 : Duell, Commr. 

Amendment after allowance. 

(Faffe 21.) 
Adverse report by Examiner. If the Examiner reports 
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adversely to the admission of additional claims after allowance, 
on the OTound that they are in substance the same as other 
claims previously rejected and canceled, and the reasons urged 
by the applicant are such as would apply to many other cases, 
and it is open to him to let the application become forfeited and 
renew it or file a new application as a continuation of the first, 
the amendment will not be entered. — Ex parte Woodward^ C. I)., 
1900 ; 91 O. G., 1801 : Duell, Commr. 

APPEALS 
Appeal to Examiners-in-Chief. 

DECISION AND RECOnriENDATlONS. 

{Page 29.^ 

Participation of entire Board. When only two members of 
the Board of Examiners-in-Chief are present at a hearing on 
appeal, and these members are divided in opinion, the decision will 
be an afiirmance of that from which the appeal was taken, and it 
is not permissible for the third member of the Board to examine 
the record and briefs and cast a deciding vote ; affirming Kelley 
V, Miller (69 MS. Dec. 139 : Greeley, Asst Commr. ^ — Adams 
V. Murphy, C. D., 1900 ; 91 O. G., 2207 : Duell, Commr. 

Waiver of irre^^ularity. By appealing to the Commis- 
sioner from a decision of a majority of the Board of Examiners- 
in-Chief one of whom was not present at the hearing, without 
making any motion to nullify the irregular action of such mem- 
ber of the Board, the party appealing waives all objection there- 
to.— ^rfam« V. Murphy, C. D., 1900 ; 91 O. G., 2209 : Duell, 
Commr. 

Recommending claim for apparatus instead of process. A 

recommendation of the Examiners-in-Chief that claims for an 
apparatus be allowed to an applicant who has presented, prose- 
cuted, and appealed only claims for a process, cannot have the 
efifect of warranting the introduction of apparatus claims into 
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the appealed application, even after cancelation of the process 
claims therefrom.— £r parte Aberli, C. D., 1900 ; 91 O. G., 2371 : 
DuELL, Commr, 

Rehearinss. 

{Page ^.) 

Setting motions for hearing. Motions for rehearings will 
not be set for bearing unless an examination of the record shows 
that a rehearing ought to be granted. — Adanu v. Murphy^ C. D., 
1900; 91 O. G., 2373: Duell, Commr. 

APPLICATIONS. 
Defective applications. 

(Page oO.) 

Failure to attach sheets by ribbon. An application executed 
abroad will not be accepted when the sheets thereof are not 
attached together by a ribbon passing under the seal, on the plea 
that the new Rule was not known to the agent, especially inas- 
much as ample notice of the change was published in the Official 
Gazette, prior to the promulgation of the Rule f and such defec- 
tive application will be returned to the applicant. — Li re Ho%king^ 
C. D., 1900 ; 91 O. G., 1615 : Duell, Commr. InreBagot and 
DishaH, C. D., 1900 ; 91 O. G., 1802: Duell, Cammr. 

ASSIGNEES. 
Information. 

(^Page 56 S) 

Licensees. A licensee whose license is merely such, not giving 
him any interest in the invention, either legal or equitable, can- 
not be permitted to inspect the application. — Ex parte Adam^ 
C. D., 1900 ; 92 O. G., 190 : Chajviberlin, A9%t. Commr. 
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Issue of Patent. 

IDENTIFICATION OF APPLICATION. 

{Page 67.) 

Qrantlns: clause. The identification of an application in an 
assignment need not be contained in the granting clause thereof, 
but may be sought in the instrument as a whole and with its 
parts construed together. — In re O'Learyy C. D., 1900 ; 91 O. 
G., 2001 : DuELL, Commr. 

ASSIGNMENTS. 
Record. 

{Page 60.) 

Extraneous identification of application. Affidavits and 
letters alleged to connect an assignment with a certain applica- 
tion cannot be recorded in the Patent Office. The case of ex 
parte Wolff (38 MS. Dec. 23 and 468), is not parallel, the papers 
there being already of record and the decision being a refusal to 
expunge them. — In re HaineSy C. D., 1900 ; 91 O. G., 2571 : 
DuELL, Commr. 

COMMISSIONER. 
Supervisory power. 

{Page 76.) 

Add to the authorities for this paragraph. — Griffin v. Swenson^ 
C, D., 1900 ; 91 O. G., 819 : Duell, Commr. 

DIVISION. 
Process and machine. 

PRESENT DOCTRINE. 

{Page 96.) 

Examination in same Division. After repeated careful con- 
sideration of the authorities, no reason is found for changing the 
conclusion announced in ea; |?arfg Boucher (C. D. 1899; 88 O. 
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G., 645 : DuELL, Commr). That decision and the consequent 
amendment to Rule 41 were within the discretion of the Com- 
missioner under the statute, which has always been regarded as 
authorizing a Rule directing when more than one invention may- 
be comprehended in one patent. The Rule will be applied 
irrespective of whether the process and machine are examinable 
in a single Division of the Office. — Ux parte Fraseh^ CD., 1900; 
91 O. G., 459 : Duell, Commr, 

Citation of references. Process and machine are clearly 
independent, under amended Rule 41, and hence should be 
divided before action is taken on the merits. — Ex parte Frasehy 
C. D., 1900 ; 91 O. G., 459 : Duell, Commr. 

Result of same inventive act. The fact that a process and a 
machine are the result of the same inventive act does not entitle 
them to be put in the same application. — Ux parte Fish, C. D., 
1900 ; 91 O. G., 1615 : Duell, Commr. 

niscellaneous. 

(Page 100.) 

Substitution of apparatus for process — Upon su^s^estion of 
Examiner. It would appear that if an applicant presents claims, 
in the first instance, which cover the function of apparatus under 
the guise of a process, the Examiner may call attention to this 
fact and permit the substitution of claims covering the apparatus. 

—Fx paHe Aberli, C. D., 1900 ; 91 O. G., 2371 : Duell, Commr. 

After prosecution. An applicant who has presented and 

prosecuted only claims for a process cannot thereafter cancel them 
and substitute claims for an apparatus disclosed in his application. 
—Ex parte Aherli, C. D., 1900 ; 91 O. G., 2371 : Duell, Commr. 



Repayment. 

{Page 108.) 
Rejection after appeal. A claim having been rejected on 
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references and also on the ground that it covered only the cus- 
tomary practice, but no affidavits as to such practice having 
been called for by the applicant or furnished by the Examiner, 
and appeal having been taken and the Examiner's decision 
reversed, and the Examiner having then procured affidavits 
wrhich apparently he might have obtained in the first place, the 
appeal fee will nevertheless not be refunded, since the applicant 
should have called for affidavits in the first place if he considered 
it necessary for the Examiner to support his contention thereby. 
—Ex parte Van Ausdal, C. D., 1900 ; 91 O. G., 1617 : Cham- 
BERLiN, Asst. Commr. 

INTERFERENCES. 
Institution. 

ANTEDATING AFFIDAVITS- 
Patent and reissue application {page 117). 
Concurrently pending. An interference cannot be 



declared between a reissue application and an unexpired patent 
although the original applications were concurrently pending 
and although the reissue applicant makes oath that his inven- 
tion preceded his opponent's filing-date, unless it has first been 
determined that the reissue applicant is entitled to a reissue of 
his patent. — Boyer v. Breiteristein^ C. D., 1900 ; 91 O. G., 1801 : 
DuELL, Commr. 

Intermediate matters. 

INSPECTION OF FILES. 

(Page 125.) 

Delay in moving: to include prior application. When a party 
has an application pending which was filed prior to his applica- 
tion in interference, but instead of immediately making a motion 
with a view to including it in the interference, has delayed to 
do so until after judgment has been rendered for his opponent, 
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the latter may inspect the file-contents of such prior application 
before the hearing on such motion, in order to oppose the motion 
intelligently.— TAorpe v. White and White, C. D., 1900 ; 91 O. 
G., 227 : DuELL, Cammr. 

Preliminary statements and evidence. 

JUDQMENT ON THE RECORD. 
Vacation of judgment (page 14^)- 

Admission of prior application. When a junior party against 
whom judgment on the record has been rendered for failure to 
file a preliminary statement wishes to shift his ground and stand 
upon an earlier application which he alleges discloses the issue, 
his proper course is not first to take a motion to re-form the 
issue before the Primary Examiner, but to move before the 
Examiner of Interferences to vacate the judgment and reopen 
the interference on the ground that the Office is in possession 
of evidence of constructive reduction to practice prior to the 
filing of his opponent's application. — Thorpe v. White and 
J^hite, C. D., 1900 ; 91 O. G., 1435 : Duell, Commr. 

Estoppel. A junior party is not estopped by a judgment 

of priority, following upon his failure to file a preliminary state- 
ment, from shifting his ground and standing upon an earlier 
application disclosing the subject-matter in issue, in which earlier 
application the claims in issue were originally made but from 
which they were transferred into the application in interference. 
—Thorpe v. White and White, C. D., 1900 ; 91 O. G., 1485 : 
Duell, Commr. 

intent to delay. After judgment on the record has been 

rendered against a junior party for failure to file a preliminary 
statement, he cannot be prevented from bringing to the attention 
of the Office an earlier application filed by him, which discloses 
the issue, on the plea that he is not acting in good faith but is 
merelj' attempting to delay the issue of a patent to his opponent. 
This is not the case of a party seeking relief which is within 
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the discretion of the Office, but of one asserting a legal right the 
motives for which cannot be called in question. — Thorpe v. 
White, and White, C. D., 1900 ; 91 O. G., 1435 : Duell, Commr. 

BURDEN OF PROOF. 
Applicant ag^ainst applicant {page 14^). 

Wlietlier l>eyond reasonable doufyt. For a case in which the 
Commissioner held that a junior applicant had not established 
his case " beyond a reasonable doubt," and in which a rehearing 
was sought on the ground that the rule to be applied as between 
applicants required . only a preponderance of evidence to be 
adduced by the junior applicant, and in which the Commissioner 
said that even if this were so it would not alter his decision on 
the particular facts before him, — see Adams v. Murphy (C. D., 
1900 ; 91 O.G., 2373 : Duell, Commr). 

notions to dissolve. 

GROUNDS OF HOTIONS. 

{Page 160.) 

inoperativeness of descrilied device. Although a machine, as 
described in a party's application, is incapable of producing the 
result for which it is designed, nevertheless if its defects are in 
elements that do not specifically appear in the issue and are such 
as can be remedied without the exercise of invention, it would 
seem liiat no ground exists in that regard for a motion to dissolve. 
—Griffin v. Swemon, C. D., 1900; 91 O. G., 819: Duell, 
Commr. 

APPEAL TO THE EXAMINERS-IN-CHIEF. 

Questions appealable to Examiners-ln-Clilef (j>age 176). 

Affirmance of patentability Party's own patent. From 

an affirmance of the right to make the claim in issue no appeal lies 
even when the reason for contesting that right is that the 
attacked party already has a patent containing such claim. It 
is as much a question of the merits when the said party himself 
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has such prior patent as when some third party has it. — Sharer v. 
McHenry, C. D., 1900; 91 O. G., 1034: Chamberlin, ^««t. 
Commr. 

m 

Review by Commissioner (page 179^. 

Inoperativeness. Inoperativeness of a described device is not 
an objection of which the Commissioner will take cognizance 
under his general supervisory power, after the Court of Appeals 
of the District of Columbia has rendered judgement on priority, 
except where there is no room for reasonable doubt. — Griffin v. 
Swemoji^ C. D., 1900 ; 91 O. G., 819 : Duell, Commr. 

PRIORITY. 
Reduction to practice. 

ACTUAL PRACTICE. 
Sufficiency evidenced by the circumstances. 

Other inventions siven preference (jpage 243). Add to 
authorities for this proposition, Adams v. Murphy (C. D., 1900 ; 
91 O. G., 2207 : Duell, Commr). 

Estoppel by concealment. 

{Page 247.) 

Difficulty in production. Although an invention may be 
simple and not of a primary character, nevertheless, in order to 
place it on the market commercially, automatic machinery may 
be required and may involve in its production much labor and 
expense ; and this fact raises a very strong equity in favor of the 
inventor who, though last to conceive and reduce, has followed 
up his reduction with steps to put the improvement within 
reach of the public, as against the inventor who, though first to 
conceive and reduce, has done nothing thereafter during the 
{)eriod of his opponent's activity. — Adams v. Murphy^ C. D., 
1900 ; 91 O. G., 2207: Duell, Commr. 
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Period of concealment. Add to this paragraph the following : 
In Adams v. Murphy (C. D., 1900 ; 91 O. G., 2207 : Duell, 
Cammr,')^ the period was eighteen months. 

REISSUE. 

{Page 263.) 

What constitutes complete application. A reissue applica- 
tion is not complete and will not be entitled to a filing date, 
until tiie certified abstract of title and written assent of assignees 
required by the Rules have been furnished. — Ex parte Griffin, 
C. D., 1900 ; 91 O. G., 2001 : Duell, Commr. 

Limit of filing:. There appears to be no rule or decision of a 
court that makes it mandatory upon an applicant for reissue to 
file his application within two years from the date of his patent. 
—Ux parte Griffin, C. D., 1900 ; 91 O. G., 2001 : Duell, Commr. 

REJECTIONS. 
Rejection. 

MISCELLANEOUS. 

(Page 271.) 

New matter. It is not proper practice, when an amendment 
is offered which is thought to present new matter and affect the 
scope of claims, to suspend action till it shall be canceled, nor 
to act on such claims as to their being new matter without acting 
on them in other respects on the merits, and on the remaining 
claims of the application. — Ex parte Soley, C. D., 1900 ; 91 O. 
G., 1616 : Duell, Commr. 

References. 

EXPLANATION OF PERTINENCY. 

{Page 272.) 

Reciprocal duty of applicant. It is as necessary that an appli- 
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cant should make his position clear to the Examiner as that the 
Examiner should make his position clear to the applicant. After 
the Examiner has explained his position on the points which do 
not appear to be obvious to one of ordinary skill, it is the duty 
of the applicant not simply to ask for a further explanation but 
to make it appear by argument on the facts of the case that the 
Examiner's position is not fully understood, and to specify what 
points should be further explained. — Ex parte Henderaony C. D., 
1900; 91 O. G., 228: Greeley, Asst. Commr. 

Repeated amendment. The fact that the applicant amended 
after each rejection does not indicate that he understood the 
Examiner's position, if it positively appears on the record that 
the applicant accompanied these amendments with requests for 
explanation evidently made in good faith, pointing out the dis- 
tinguishing features of the invention and asking the Examiner 
to specify wherein they were anticipated, while the Examiner 
persisted in rejecting without adequately responding to such 
TeqvLesis.—Hx parte Kroeninger, C. D., 1900; 91 O. G., 2002: 
Chamberlin, AsBt. Commr. 

Oral explanations. In defense to a petition for further expla- 
nation of the pertinency of references, the Examiner will not be 
heard to say that he gave such explanation orally, since under 
Rule 1 such matter should have been put upon the record. — 
Ex parte Kroeninger, C. D., 1900 ; 91 O. G., 2002 : Chajniber- 
LiN, AbsL Commr. 

TESTIMONY. 
Evidence in general. 

{Page 280.) 

Possibility of rebuttal. Evidence relating to the important 
points of a case and which is not of a nature to permit rebuttal, 
can have very little value unless it is corroborated. — Adams v. 
Murphy, C. D., 1900 ; 91 O. G., 2007 : Duell, Commr. 
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TRADE-MARKS. 
What may constitute. 

GEOGRAPHICAL MARKS. 

Illustrations (j>age 309). 

••The Roman." The phrase "The Roman," for knit under- 
wear, is not a proper trade-mark. — JSx parte Rome Textile Co,y 
C. D., 1900 ; 91 O. G., 820. 

PERSONAL MARKS. 

Illustrations {pa^e 313). 

5andow. A mark applied to paper sacks, bags, etc., and 
consisting of the word " Sandow " and the representation of a 
muscular arm supporting a weight, cannot be registered. The 
word " Sandow " is a general surname found in various direc- 
tories, and its character as a surname is primary, while its 
arbitrary meaning is secondary ; and while the device of the arm 
and weight might indicate Sandow the athlete, there is no 
evidence that his consent to the use of his name has been 
obtained. — Ex parte Capital Paper Co.^ C. D., 1900; 91 O. G.> 
1616 : DUELL, Commr. 

Interferences. 

MISCELLANEOUS. 

{Page 333). 

Use abroad. The use of a trade-mark abroad, even by an 
American citizen, cannot confer upon the latter a right of 
ownership in the mark in this country, and therefore cannot 
entitle him to registration as against a person later to adopt the 
mark but earlier to establish in good faith a use of it in this 
country. — Leprince v. Her ^ Morris, C. D., 1900 ; 92 O. G., 189 ; 
DuELL, Commr. 

Treaty rights. The trade-mark treaty between France 
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and the United States gives no further rights to a French citizen 
than would be possessed by an American citizen in respect to 
ownership of a trade-mark in this country conferred by use of 
it abroad. — Leprince v. Her ^ Morris^ C. D., 1900 ; 92 O. G., 
189 : DuELL, Commr. 

Extent of use. A foi-eign manufacturer cannot be held to 
have established such a use of his trade-mark in this country as to 
give him a date of ownership here, merely by importing to a 
limited extent upon special orders to supply particular customers. 
—Leprince v. Her ^ Morris, C D., 1900; 92 O. G., 189: 
DuELL, Commr. 

Burden of proof. To tliis paragraph (p. 333) add as authority, 
Leprince v Tier Jt Morris, C. D., 1900 ; 92 O. G., 189 : Dueli^ 
Commr, 
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AtMindonment of invention, continued, 

not when not claimable, ...... 7 

by delay in patenting, ...... .7 

by resumption of old method, ..... 8 

presumption against abandonment, .8 

must be proved beyond reasonable doubt, .... 8 

by abandonment of application, . . . .8 

not when by unauthorized act of attorney, ... 8 

followed by new application describing, but not claiming, 8 

belief that invention was already covered, .8 

statement that inventor gave up idea, . - 9 

by cancelation of claim, . . . .9 

Addition of parties, 

not to reinstate delinquent party, ..... 129 
accidental omission of application, ..... 130 

claimant by testimony has no rights, .... 130 

Administrators, 

intervention to save case from abandonment, ... 3 

foreign appointment not enough, .... 105 

appearance in interference, ...... 122 

Affidavits, 

to antedate references, . . .17 

must state facts, 17, 19 

sketches and models must be produced, ... 17 

copies may be accepted. ..... 17 

should be returned when no longer needed, . 18 

corroborative affidavits, when allowed or required, . . 18 

must identify invention, . . .19 

should be filed even where pertinence is disputed, . 19 

must recite details of verbal disclosure, . . .19 

must conform to rules of evidence, .... 19 

does not demonstrate invention, .20 

interference deposition may be substituted, ... 20 

acts done abroad sometimes admissible, . .20 

may create estoppel in interference, .... 295 

must be furnished against co-pending patent, . .20 

sufficiency is proper subject of appeal, ... 23 
whether evidence shall be produced in support of averments, 

is proper subject of petition, ... 34 

insufficiency raised by motion to dissolve, . . ^ 161 

to support or traverse a reference, ..... 20 

not limited to those of Rule 75 to antedate reference, . . 20 

admissible to prove operativeness, . 21 

to entitle applicant to interference, . .116 

application oath not substitute, .116 

when generic claim antedates specific claim, .116 

facts not ordinarily required, ..... 116 

may be, under extraordinary conditions, . .116 
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Affidavits, continued. 

not open to inspection or question, . .117 

remedy is by subsequent motion to dissolve, .117 

none where patent co-pending with application, . 117 

patent and reissue application, ..... 117 

former opportunity neglected, .... 117 

need not accompany motion to dissolve, 159 

presented long after made, discredited, .... 261 

Agsregation, 

difference between aggregation and combination, .76 

Amendments, 

after final rejection may not avert abandonment, 3 

continued prosecution in good faith usually permitted, . 9 

after full understanding prosecution should terminate, . 10 
failure to cite new references does not preclude further 

amendment, ....... 10 

absence of invention is a new reason, .10 

citing old reference against new claim, .... 10 

amendment to bring about interference should be scrutinized, . 11 

must not change invention, . . 11 

after final rejection, ....... 11 

no right to introduce claims because narrower, . . 388 

applicant judge of best form, ..... 11 

no showing required for amendments in form, . .11 

** rejected claims,*' do not include canceled claims, . . 11 

surprise at final rejection after full treatment, . . 837 

restricting scope is amendment in substance, . 12 

no analogy from Rule 78, . . . . . 888 

increasing number of claims is amendment in substance, 12 

showing of interference desired is not sufficient, 12 

showing must cover period since final rejection, 12 

showing of misunderstanding may be sufficient, 12 

showing must be made to Examiner before petition, 12 

sufficiency of showing is proper subject of petition, . . 83 
substitute specification by newly-appointed, attorney may be 

entertained, ....... 13 

citation of new reference reopens case, . .13 
cannot substitute apparatus claims for process, . . 842 
that ** present claims '* are rejected does not warrant amend- 
ment, ........ 18 

persistent amendment discouraged, .... 837 

divisional matter should not be admitted, ... 18 
unnecessary drawings cannot be added as of right, . . .14 

not after question has been entertained on appeal, 14 
should be entered or refused in their entirety, .14 

further reconsideration after clear explanation denied, . 14 
misunderstanding of ground of rejection may warrant further 

amendment, ....... 14 
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Amend ments, continued. 

diswing cannot be ameoded to agree with unfiled modeL. . 15 

nor with model filed only as exhibit, . 15 

extraneous evidence is not accepted to warrant amendment, 15 

new matter shoald be admitted and rejected, ... 15 

changing proportions of gearing, is not new matter, . 838 

drawings not amended pending decision as to new matter, 15 

to description most not change meaning of claims, 16 

sabstitnte specification mast not contain new matter, 16 

with sabstitnte drawings should be scmtinized, . 16 

eren when introduced when application is completed, 16 

date of inrention of new matter is Immaterial, ... 16 

clerical errors in 'drawings may be remedied, .16 

expansion within limits of original construction is permitted, 17 

broadened presentation of invention is permitted, . .18 

affidavit to antedate reference, ..... 18 

sketches and models should be produced, .18 

copies may be accepted, ..... 18 

shoald be returned when no longer needed, 18 

corroborative affidavits may be filed, ... 18 

need not ordinarily be filed, ..... 18 

will be required on suspicion of fraud, ... 18 

persons to whom disclosure is made need not swear to it, 18 

must state facts, ...... 19 

must identify invention, ...... 10 

should be filed even where pertinence is disputed, 19 

must recite details of verbal disclosure, . .19 

must conform to rules of evidence, .... 19 

does not demonstrate invention, . .20 

interference deposition may be substituted, 20 

acts done abroad sometimes admissible, .20 

must be furnished against co-pending patent, 20 

affidavit supporting or traversing reference, .20 

not limited to those of Rule 75 to antedate reference, 20 

admissible to prove operativeness, .21 
amendment after allowance, -21, 338 

for correction of spelling permitted, . .21 

in substance permitted when allowance conceded, 21 

reinstatement of canceled claim, . .21 

in interferences, claiming unclaimed invention, 126 

motion does not raise question of dissolution, . . 126 

motion may be filed late on showing, ... 127 
appeal on transmission, ...... 127 

showing need only warrant discretion, ... 127 

motion pending dissolution, when heard, .127 

entertained after judgment on record, 128 
not to effect re-trial of old issues, .... 128 

pending interference, ...... 190 
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Amendments, continued. 

what if amendment in substance, 
examination on two species not given, . 

Appeals, 

proper remedy from improper Office action, 
appeal to £xaminers-in-Chief, .... 
proper subjects of appeal, .... 

any ground for final rejection, 

prerequisites of reissue, 

rejection on any anticipation, . 

sufficiency of affidavit to bring about interference, 

sufficiency of affidavit to antedate a reference, 

applicant's own patent, 

applicant's allowed application, 

pertinence of design patent, 

combination, ..... 

incompleteness of combination, . 

Aggi^ogfttion of designs, 

indefiniteness of combination, 

functional distinction, .... 

plurality of references against combination, 

utility of design,' .... 

legitimacy of subject-matter, 

proper subject of design, 

legitimate process, .... 

claim broader than disclosure, 

claim to result, 

proper subject of claim, 

estoppel to make claim, 

new matter affecting claims, 

necessary consequence of decision, 
appeal and petition are mutually exclusive, 
when not proper should not be sent forward, 
specifying points of appeal, .... 
fee for second appeal not required, 
no appeal from reasons, .... 
precedence of hearing in special cases, 
Examiner's statement is not forensic, 

whether forensic matter can be expunged, 
new ground of rejection gives applicant option, 

public use is new ground, . 
participation of entire Board, 



. 267 
271 

2 

. 22 
22 

. 22 
23 
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. 24 
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. 24 
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. 25 
25 

. 25 
25 

. 25 
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26 

. 26 
26 

. 26 
28 

. 27 
27 

. 27 

28 

28, 180 

28 

. 28 
29 

. 29 
29 

. 839 

omission to regard recommendation is proper subject of petition, 29 
recommendation should usually be followed by Examiner, . 29 
he cannot reject on ground of new matter or invention, 80 

no appeal from refusal to recommend, ... 30 

recommendation of apparatus claims, .... 839 
signature to decision should indicate absentees, 80 
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Appeals, continued. 

affirmance thongh patentable sobstance foond, 
antieipation and lack of invention are same ground, . 
aggregation and lack of invention not same ground, 
decision may be partly accepted, .... 
acquiescence in decision is not in reasons, . 
review by Commissioner under supervisory power, 
appeal to Commissioner, ..... 

may be heard by Assistant Commissioner, 
fee required on second appeal, .... 
hearing by lower tribunals cannot be waived, 
dismissed because lower decisions on different grounds, 
petition to Commissioner, . .... 

proper subjects of petition, .... 

new matter not affecting claims, 

divisional relation between applications, 

indefiniteness of claim, . 

claim functional as indefinite, 

insufficiency of mechanical elements, . 

seasonable presentation of amendment, 

redundancy of claims, 

ambiguity of terms, . 

divisibility, ..... 

necessity of supplemental oath, 

indefiniteness of reissue oath, .... 

production of evidence in support of affidavit, 

competency of jinround of rejection, 

title of application, ..... 

points within province of Examiner must first be passed 
upon by him, ...... 

Examiner should treat merits of petition, thongh he 

thinks appeal the proper course, 
adverse action made as rejection will not deprive Com- 
missioner of jurisdiction, ..... 

petition after final rejection, .... 

cannot be taken from single action, 

to restrain Examiner from contemplated improper action, 
petition mistakenly brought instead of appeal, 
appeal to Court of Appeals of District of Columbia, 
withdrawal for introduction of narrower claims, 
patentability not considered inter paries^ . 
modification of Commissioner's decision, 
binding on Office only on points decided, . 
appeal to Secretary of Interior, .... 

has general supervisory power, .... 

may prescribe and enforce Rules, 
has no jurisdiction over judicial acts, 

although interlocutory, .... 
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86 
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Appeals, continued, 

as amendment of preliminary statement, . 
or denial of protest against reissue, . 
or judgment in default of testimony, 
or burden and sufficiency of proof, 
or whether interference shall proceed, 
nor over refusal to apply unauthorized remedy even re- 
lating to ministerial act, .... 

has jurisdiction over construction of a mandatory Rule 
of Practice, ....... 

except where a judicial question is involved, 
general policy is not to interfere with Office, 
reopening. 

not for matter that should have been presented earlier, 
not for admission of narrower claims, 
not pro /orma for new evidence, 

delay must be explained, .... 

degree of diligence to be shown, 
not enough that result will be changed, 
not because of former inadequate presentation of case, 
not to claim unclaimed invention, .... 

not to admit allowable claims without authority, 

unless allowable on same ground as those granted on 
not because applicant was badly advised at first, 
not because same claims could be presented by renewal, 
not because applicant was ignorant, 
not because Examiner did not explain references, 
not for admission of undisclosed testimony, 
not because of error in judgment, 
not to controvert theory of fact adopted by Office, 
not because facts at first forgotten, 
not when inquiry would have developed evidence earlier, 
not to admit what would not chanice result, . 
eighty days delay after discovery not excusable, 
admission of party not merely cumulative, 
evidence of further fact not cumulative, 
in Interferences motions to reopen must be heard first by 
Examiner of Interferences, .... 

preliminary motion before Commissioner, 

delay pending appeal not excusable, 

after decision of Ct. A pp., D. C, . . . . 

rehearings. 

motion for, not regularly set for hearing, 
allegation of defect or insufficiency must be specific, 
not on weight given to parts of confiicting evidence, 
virtual rehearing under another guise not allowed, . 
not usually on questions of fact, .... 

not on facts under guise of " applying the law,'^ 

not if decision is not without or clearly against evidence, 
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40 
40 

40 

41,338 

41 

41, 192 
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41 

41 
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appeal, 42 
42 
42 
42 
42 
192 
192 
192 
193 
193 
193 
193 
194 
194 

194 
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Appeals, continued. 

not usually in matters of discretion, .... 
not on contention originally known, but not adopted, 
rules strictly applied when original decision by Asst. Commr. 
petition for rehearing not open to argument, 
that no warrant is found for claim, is not '^surprise, 
motion before limit of appeal, 
not to be sought as matter of course, . 
no appeal from refusal to rehear, 
after decision of Ct. App., D. C, 
bill in equity open, 
not on merits, .... 
surprise, .... 
on final hearing in interferences, 

limit may be extended after expiry, 
if no injustice or delay, 
mere change of intention insufficient, 
appeal is between parties who appeal, 
no subsequent right to others, . 
petition that Commr. instruct Examiner, extraordinary, 
appeal not invalid without statement of reasons, 
appeal on bill iu equity will not stay issue of patent, 
on motions to dissolve in interferences. (See detailed indez 

under Interferences)^ ..... 

statutory limit restored on abolition of six-months Rule, 

Appearance, 

by administrator in interference, .... 

Applicants, 

clear statutory right must be shown, 

Patent Office employees cannot apply, .... 

employer not proper applicant, .... 

inventor of complex machine, ..... 

previous joint caveat no bar, .... 

one joint inventor cannot apply for all, 

substitution of sole for joint application, . 

Applications, 

See Abandoned applications, Abandonment of application. Designs^ 

Divisional application, Prints and labels, Eeissue, Trade-marks 
title, whether proper, is proper subject of petition, 
affected by changes in Rules after filing, 
duplicate papers may be filed by joint applicants, 
attorney in fact cannot execute, . 
date of execution cannot give filing date, . 
treatment of contradictory papers, 
unwarranted acceptance will not give standing, 
petition must identify specification, 
not incomplete as to invention not claimed. 
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Applications, continued. 

incomplete if oath not before proper officer, 40 

incomplete if averments of oath omitted, ... 49 

incomplete if fee not paid, ..... 40 

residence may be supplied by amendment, ... 49 

drawing OMsential to proper disclosure, omission makes applica- 
tion incomplete, ....... 60 

drawing in process case may not be essential, though afterward 
required, ........ 60 

that papers make complete disclosure, not enough, . 60 

substitution of translated specification fatal, ... 60 
no ribbon, fatal, ....... 340 

ribbon cut, and no explanation, fatal, .... 60 

removal of parts once filed, ..... 61 

(See return of preliminary statements, 131) 

fee may be transferred, when ..... 61 

copy not furnished indiscriminately because evidence in interference, 62 
copy for use in suit, ..... 

not withheld to defeat justice, . 

not on mere allegation of necessity, 

not because admissible evidence in suit, 

on request of court, ..... 

sometimes without request, 

not because dealt with in Commissioner's decision, 

not unless applicant connected with suit, 

not without hearing applicant, 

when referred to in file of patent in suit, 

when referred to in deposition in evidence, 
copy not given to protestant on ground of public use, 
testimony of person is not incomplete application, 
title of application, how determined. 

Article of manufacture. 

means same as to design as elsewhere, . 

edifice is not, ...... 

parts may be, ...... 

Assignees. 

consent to abandonment of application, 

cannot file divisional application, 

may perhaps prosecute interference, 

equitable right not sufficient, 

general inclusive assignment not sufficient, 

certainty of identification required, 

need not be in granting clause, . 
injunction imposed by court, 

may give right to information of progress of case 
in doubtful case patent may issue to inventor, 
territorial grantee not proper patentee. 
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Assignees^ continued. 

eztraneonfl OTidence not leoeiyed, 

identification by foreign patent not snfficient, 

joint iflsae to anignee and inyentor good practice, 

date of record to secore ieeae of patent, 

anignee of one joint applicant, . 

conditional anignment same effect as if absolute, 

not assignment if right reserved to stated use, 

not assignment if right reserved to part of inTcntion, 

licensee has no right to inspect, . 

request in license that patent issue to licensee disregarded, 

no notice of disregard necessary, . 
unknown payment of final fee gives no right, 
assignees of different, but overlapping applications, 
employer of employee not employed to invent, 

employed to invent, .... 
appointment of attorneys and revocation, 
may probably renew application, 
of trade-marks^ how far recognized, 

Assii^nments, 

one joint inventor may assign independently, . 
protests against record usually ineffective, 
validity not investigated before record, 
extraneous papers to oonnect aBsignment with application, not 
recorded, ........ 

AAftistant Commissiooer, 

appeals may be heard by, ...... 

Attorneys, 

inadvertence of, chargeable to applicant, 

conflict between, not excuse for inaction, . . . . 

abandonment of application by, does not abandon invention, 
^ Office will treat on general principles of agency, 
associate attorneys treated on same grounds, 
appointment in joint application, 
revocation not prevented unless instrument identifies invention, 

nor by merely equitable interest, .... 
revocation by death of applicant, 
entire assignee may appoint and revoke, 
partial assignee, appointment and revocation, 
gross misconduct, ..... 

nature of proceeding to disbar, 

responsibility of corporation, 

methods of securing business, . 

standard of judgment high, . 

attorney in confidential relation to client, 

misrepresentation of value of invention, 

Inducing to take futile steps, 



341 

31 

4 
6 
8 
61 
61 
61 
62 



62 
62 
63 
63 
63 
63 
64 
64 
64 
64 
64 



INDBX. 



861 



Attorneys, continued, 

self-laudation not in itself damaging, 
general course of action considered, 
misrepresentation of business success, 
misleading statements as to prizes, 
selection of recipients of prizes, 
preliminary deception corrected, 
misstatements as to opportunity for invention 
reports of results of searches, . 
personal opinion on patentability, . 
retention of excess fees, . 
advice to take out foreign patents, 
advice of progress of case, 
obligation to contribute skill, 
appealing on hopeless case, 
failure to appear on appeal, . 
may execute application for registration of print or 
need not file power, .... 

Bill in equity, 

pendency of appeal will not stay issue of patent, 

Burden of proof, 

in interferences, ..... 

applicant against applicant, .... 
applicant against patentee, 
reissue application, ..... 

Caveats, 

inventor alone can file, .... 

executor cannot file, 

executor cannot renew, 

xenewals may be discontinuous, 

time for filing application cannot be extended, 

no notice given of renewal application, 

use in suit, ..... 

use in Interference, .... 

kept secret after expiration, 

effect on burden of proof in interference. 

Certificates of correction, 

issued only to make patent agree with record, 
not because of neglect of duty by Office, 

Certificates of deposit of fees, 

defect in, how cured, .... 
time for forwarding to Office, 

Claims, 

indefiniteness is proper subject of petition, 
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insufficiency of mechanical elements is proper subject of petition, 38 
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Claims, continued. 

redundancy is proper subject of petition, . 

aggregation is proper subject of appeal, 

subject-matter is proper subject of appeal, 

may be as broad as state of art allows, 

difference between primary and secondary inventions, 

arrangement of elements of combination, 

idea must be clearly stated, . 

** means,** '* mechanism," ** devices,'* etc., 
limiting language must express invention, 
limitation by ** substantially as described,*' 
may cover several described structures, 
anticipation must exhibit same functions, 
merely functional limitation not insufficient, 
in combination claim not indefinite, 
question of novelty, 
characterization of only new element, 

redundancy, benefit of doubt given to applicant, 
simple invention should have few claims, 
variation in elements is a test, . 

spurious genus in matter of material, . 
in matter of mechanism, 

identity of language not permitted though idea different, 

claim already in applicant's patent, 

article defined by process, 

identification by something not described, 

alternative form good if mere duplication, 

sets of mechanism defined by results, 

construction not shown in drawings, 

must define mode of co-operation, . 

must be clear and distinct, 

technical terms must be unambiguous, 

process claims may be generic and specific, 

new element does not make new combination, 

aggregation of results is not combination, 

Coin-controlled apparatus, 

how treated as to division, .... 

Combination, 

whether true combination, is proper subject of appeal, 
improved element does not make new combination, 

Faure battery as illustration, 

not justified by general liberality, 
single novel step in process makes new process, 
mere aggregation of results is not combination, 

Commissioner, 

appeal to, ...... 

petition to , . 
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Commissioner, continued, 

has indefeasible sapervisory power, ... 76, 341 

may act to prevent palpable fraud, .... 77 

review by, of favorable decision on patentability, . 179 

Completion of application, 

new parts must conform to old ones, .... 16 

Conception, 

See Priority, 

changing alleged date by amendment, .... 133 

disclosure, ........ 220 

failure to disclose, ....... 221 

drawings and sketches, ...... 222 

foreign patent ........ 224 

acts done abroad, ......* 224 

joint applicants treated as entity, ..... 226 

Concession of priority, 

must concede issue, ...... 1^ 

creates estoppel, when .180 

execution by corporation, .....> 1^ 

Copies, 

See IjMpection offXes^ ApplieaiionSj Caveats, 

of application once evidence in interference, .52 

for use in suit, ....... 52 

not given to protestant on ground of public use, . . 263 

Corporation, 

concession of priority by, ...... 18® 

Counsel, 

absence of assistance of, in preparing preliminary statement, 134 

party must disclose all facts to« . . 135 

Court of Appeals of District of Columbia, 

appeal to, cannot be withdrawn, when, . .37 

patentability will not be considered on inter partes appeal, . 37 

modification of Commissioner's decision, . .37 

binding on Office only on points actually decided, 37 

Courts, 

decisions will be followed by Patent Office, . 200 

Death of applicant, 

service of notice in interference, ..... 121 

Deception, 

See Trade-marks, 

Desis^ns, 

aggr^atiom of designs is a proper subject of appeal, 24 

subject-matter of design is a proper subject of appeal, . 25 
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De5isfns, continued. 



movable parta of structure must be patented separately, . 


77 


detachable parts destroy unitary quality, 


77 


disconnected parts not design, .... 


77 


'* manufacture'* means same as elsewhere, 


78 


not real estate, as edifice, .... 


78 


separate parts of house may be, . . . 


78 


must exhibit quality of invention, .... 


78 


relates to appearance, ..... 


78 


words and figures in designs, ..... 


79 


when not part of design, . . . . . 


79 


mechanical utility may count, .... 


79 


modifications cannot be shown, .... 


79 


surface ornamentation must be claimed on specific article, 


80,82 


'* ornament,** used substantively, may be claimed. 


82 


*' preferred form" not admissible, . . . . 


90 


segregable parts must be separately patented. 


80 


genus and species do not exist, . . . . . 


80 


mode of protecting genus, ..... 


81 


juxtaposed designs do not make single design, . 


81 


connected articles do not make single design. 


81 


interlocking parts do not make single design. 


81 


description must be detailed, ..... 


81 


** tableware** not specific enough, 


82 


mechanical terms may be used in description. 


82 


essential features may be specified, . . . . 


82 


how indicated in drawings, .... 


82,84 


configuration and pattern discriminated. 


88 


construction, how far to be described. 


88 


photographs accepted only at discretion. 


83 


chief draftsman decides, ..... 


83 


procedure to introduce, .... 


83 


drawings should show nothing but design, . 


84 


should show entire design, .... 


84 


whole article partly ornamented, 


84 


showing specific inscription, .... 


84 


term cannot be extended, ..... 


84 


no final fee on applications, ..... 


108 


act of 1897 covers, ...... 


205,220 


any use of design is public use, 


200 


statutes relating to patents cover, .... 


. 281 


may also be valid trade-mark, .... 


311 


Delay, 




in patenting, effect as abandonment. 


7 


Deposition, 




See Testimony, 
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Diligence, 

general rules, ...... 

a real compulsion required to excuse delay, 

various excuses for delay, . . . . , 

Disclaimer, 

of interfering matter, requires no notice, 

but motion to suspend does, . . . , 

must explicitly identify invention, 
must be put into specification, 

Di^osure, 

as proof of conception in interference, 

failure to disclose, ...... 

Dissolution, 

See Motione to dieeolve, also Interferencee, 

Division, 

divisional matter cannot be introduced by amendment, 
requiring supplemental oath must be seasonably presented, 
divisibility is proper subject of petition, 
principal combination and subcombinations, 

use in other relations, 

varieties of same machine, 

distinct status, classification, 
legitimacy of combination first determined, 

Commissioner will not first decide, 
coin-controlled apparatus, 
illustrations, 

printing-press, 

addressing attachment, 

sewing-machine, 

bag-machine, 

belt-shifting device, 

watch-pinions, 

elevated railway, 

coiil-con trolled game apparatus, 

winding yam and weaving, 

cab-door, 

double-acting spring>hinge, 

educational desk, 

grinding-machine, 
mutual dependence, general rule, 

'* single result *^ not new combination, 

additional generic capacity not fatal, 

modification to secure such capacity, not a test, 

indispensability not essential, 

Office classification must give way, . 

fiu;t that patent would be valid is not enough, 

alternative use a test, .... 
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Division, continued, 

pioneer invention not sufficient, 
illustrations, 
grain-drill, 
car-range, 
stock-car, 

charging sugar-mills, 
incandescent light, 
gun-barrel, 
hame attachment, 
bicycle, 

preservation of meats, 
bending printing-forms, 
dental chair, ..... 
brick-machine, .... 
process and machine must be separately patented, 
rule applies to pending cases, 
superseded cases, .... 

division must precede action on merits, 
process and product may be patented together, 
superseded cases, .... 

only one species of a genus may be claimed, 

set of claims dravni on one product, 
claims differing only in scope are indivisible, 
function and means of performing it are indivisible, 
second patent equivalent to reissue not granted, . 
fact of co-pendency not availing, 
illustration of indivisibility, phonogram-blank, 
election to divide is binding, 
readily accessible references cited before division, 
cancelation of matter from parent case, 
dividing out non-interfering matter, 
only matter unaffected by judgment, 
not specific claims on same structure, 
specific claims on different structures, 
no claims to remaining matter, . 
dividing out interfering matter, . 

successive deposits into same divisional application, 
copy of file contents need not accompany, 
subject-matter cannot be altered, 
no motion or notice necessary. 

Divisional application, 

whether properly divisional, is proper subject of petition, 
assignee of original application cannot file, 
divisional though matter not originally claimed, 
not divisional if additions are made, 

unless scope not changed, 

test same as with original case, 
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Divisional application, continued, 

pre-existing function may be specified, 101 

size, etc., may be defined, ..... 102 

if not divisional, averment should be canceled, 102 

matter not originally claimed requires supplemental oath, 102 

need not issue simultaneously with parent case, 102 

takes date of original on order of parties, 144 

may be filed after two years if before issue of parent case, 145 

takes date of original on bearing ef prior foreign patent, 219 

Drawings, 

cannot be added ad libitum^ ...... 14 

if omitted when essential to disclosure, application is incomplete, 50 

must show everything claimed, ..... 74 

photographs in design cases, ..... 83 

signature must be written, not stamped, .... 102 

if doubtful, affidavit required, .... 108 

may be traced over, 103 

witnesses attest only signature, ..... 103 

member of firm of attorneys is not competent witness, 103 

reference letters for modifications, .... 103 

transfer from case stricken from files not allowed, 103 

trade-mark drawings like patent drawings, ... 104 

superfluous views, ....... 104 

must show entire invention, ..... 104 

showing fact of making in interferences, .... 133 

and sketches as proof of conception, .... 222 

Employer and employee, 

no rights without assent to use, unless explicitly employed to 

invent, ........ 60 

Equivalents, 

in reduction to practice, ...... 239 

Errors in patents, 

certificates issued only to make patent conform to record, 104 

Office may follow unreasonable directions, 104 

neglect of duty by Office not reason for correction, 104 

Estoppel, 

by statement that invention was abandoned, ... 9 

by delay in presenting amendment requiring supplemental oath, 13 

existence of estoppel to make claim is proper subject of appeal, 26 

acquiescence in decision is not acquiescence in reasons, . 31 

none against sole applicant by reason of previous joint caveat, 46 

whether by averments in preliminary statement, 132 

not in subsequent interference, . . 132 

raising by motion to dissolve not favored, 168 

by concealment of invention after reduction to practice, 247 
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Evidence, 

See Testimony, 

Examiner's statement, 

is not forensic, .... 

treatment of forensic matter, 

Executors, 

intervention to save case from abandonment, 
foreign-appointed executor cannot apply, 
appearance in interferences, 

Exhibits, 

See Teetimony, 



deposit of fee to complete application, 
none required for second appeal to Exrs. -in-Chief 
required for second appeal to Commissioner, 
application incomplete without, 
transfer to new application, . 
no transfer when application stricken from files, 
certificate of deposit, defect in, how cured, 
no fee for one copy of decision or action, 
not payable to every Patent Office employee, 
payable by cheque is subject to collection, 
time for final fee cannot be extended, 
mailing final fee within six months not enough, 
adoption of different practice without notice, 
forwarding of certificates of deposit, 
no discretion to accept belated final fee, 
holiday on last day for payment curtails time, . 
month is calendar month, 
lax practice in receiving final fee, 
no final fee in design applications, . 
repayment of fees, .... 

not to applicant not entitled to apply, 
not on application under 1870 trade-mark law, 
on duplicate application to register trade-mark 
on second renewal application, when, 
withdrawal of application, 
not on appeal not prosecuted, 
not because of assurance of consideration, 
transfer from incomplete application, 
transfer from contradictory application, 
not to assignee, 

on case renewed prior to forfeiture, 
not because trade-mark anticipated, 
not on rejection after appeal, when, 
Figures, 

as part of design, .... 
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Final fee, 

time for payment cannot be extended, .... 106 

mailing within six months not enough, 100 

adoption of different practice without notice, . 107 

forwarding of certificates of deposit, .... 107 

no discretion to accept after limit, ..... 107 

holiday on last day for payment, .... 107 

month a calendar month, ...... 107 

lax practice in receiving, ..... 108 

none in design oases, ....... 106 

Final hearing, 

decision on doubtful case, ...... 188 

inferior tribunals must pass on all questions, 188 

concession of priority, ...... 188 

vacation of judgment, ...... 180 

Final rejection, 

amendment after may not avert abandonment, ... 3 

Foreign patents, 

See Prior foreign patents, 

as evidence of conception, ...... 224 

certified copy from Scientific Library evidence, 224 

as constructive reduction to practice, .... 246 

Forfeiture, 

See Final fee, Renewal. 

Forms, 

in Rules of Practice are merely suggestive, 276 

Rules prevail where inconsistency, . . 277 

Qebrauchsmuster, 

must be mentioned in application, .... 219 

Injunction, 

against prosecution may be excuse for inaction, ... 6 

Ink, 

used for papers filed must be permanent, 281 

Inspection of files. 

See aiso Application, Caveat, Copies, 

in interference, ........ 125 

distinct inventions kept secret, .... 125 

indivisible matter not secret, ..... 125 

parent application not secret, .... 126 

caveat secret, ....... 126 

of preliminary statements, ..... 132 

not after judgment on record, ..... 182 

nor wh6n filed without intent, .... 132 

not permitted to protestant in public use proceedings, 263 
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Interferences, 

See Priority and Testimony; and in trade-mark easee eee Trade^marks. 

amendment to bring about interference should be scrutinized, 11 

amendment not necessarily admitted to bring about interference, 12 
doubtful questions left to courts, ..... 209 

assignee may perhaps prosecute, .55 

should be expedited, ...... 211 

only between allowed claims, ..... Ill 

same question as between interfering patents in courts, 111 

interference in fact implies same invention claimed, 112 

not enough that one claim dominates the other, 112 

whether drawn on same or different structures, . .112 

whether both parties applicants or not, . . 113 

process and machine do not interfere, .... 113 

identity of language not necessary, . 113 

not sufficient, ....... 113 

functional characteristics must correspond, 113 

claim construed by specification, .... 118 

must be removed, . . 114 

patent determines construction, .... 114 

identity of elements necessary, 114 

identity of limitations necessary, .... 114 

claims not patentably distinct not included, . 114 

when in separate application, . . .114 

ambiguous claim must be made clear, 115 

claim of patent must be taken literally as it stands, . 115 

broad claim cannot be read narrowly, . . 115 

in design cases, drawings are of primary importance, 115 

whether claims are, patentably distinct, not test, . 115 

antedating affidavits, ....... 116 

application oath not substitute, .... 116 

when generic claim antedates specific claim, 116 

facts not ordinarily required, .... 116 

may be, under extraordinary conditions, . .116 

not open to inspection or question, . . . 117 

remedy is by motion to dissolve, . .117 

none when patent and application were co-pending, . 117 

patent and reissue application, . .117 

former opportunity neglected, . . 117 

not always because co-pending, .... 843 

statutory bar will prevent declaration, .... 118 

but public use only in clear case, .... 271 

uninvolved claims, interfering patent a reference, . 118 

Rule 96 permits only formal or uninvolved matter to lie over, . 118 
issue how construed, ...... 119 

by acceptation of parties, . . .119 

by real invention, . 119 

by canceled claims, .119 
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Interferences, continued. 

by pfttent when patent in^olTed, 

whether inyention a design or not, 

by prior construction on ex parte appeal, 
issue must be identical with a claim, 
counts of issue must diifer materially, 
serrioe of notice when applicant dead, 

when such applicant senior party, 
appearance by administrator, .... 
postponement of filing preliminary statements, 
dividing out non-interfering matter, 

only matter that cannot be affected by judgment, 

not specific claims on same structure, 

specific claims on different structure, 

no claims to remaining matter, 
diyiding out interfering matter, 

snccesslTe deposits Into same diyisional application, 

copy of file contents need not accompany, . 

subject-matter cannot be altered, 

no motion or notice necessary, 
disclaimer requires no motion or notice, 

motion to suspend requires notice, 

must explicitly identify invention, 

must be incorporated into specification, 
inspection of files, ..... 

of prior application sought to be included, . 

decision prior to right to inspect must not disclose, 

distinct inventions kept secret, 

indivisible matter not secret, 

parent application not secret, 

caveat secret, . . • • • 

amendment claiming unclaimed Invention, 

motion does not raise question of dissolution, 
as by reason of estoppel or patentability, 
or interference in fact, 

motion may be filed after limit on showing, 

appeal on transmission, .... 

showing need only warrant discretion, 

motion pending dissolution may be deferred, . 

concurrent hearing of both motions, 

entertained after judgment on record, . 

not to effect re-trlal of jold Issues, 
new reference cited, . . . • • 

failure to appeal promptly, 

practice Indicated, . . . . • 

no hearing on decision not to request suspension, 
addition of parties, . . . . • 

not when original party In default. 
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Interferences, continued. 

accidental omission of application, 
claimant by^testimony has no rights, . 
amendment pending interference, 
preliminary statements, .... 

mnst be definite though issue is yaf^ne, . 

▼agne issue will not be construed by Office, 
will not be returned though unused, 

though filed{by mistake, 
whether estoppel created by filing, 

not in subsequent interference, 
i|Terment of extent of use required, 
inspection not permitted after judgment on record, 

nor when fiJed without intent, 
amendment of preliminary statements, 
alteration of essential dates, 

making of model may be shown, . 

or of drawing, ..... 

that date of conception remains unchanged is fayoiable, 

that sequence of events remains unchanged is &Torable, 

during testimony, stringent test applied, 

before testimony, specific instance, . 
evidential value of known facts, 

absence of assistance of counsel, 

misconception of reduction to practice, . 
date of finishing machine, 
whether model or reduction, . 
cross-examination permitted, 

duty to disclose everything to counsel, . 
discovery of facts, ..... 

mere discovery of date of occurrence, 

transposition of parties; showing 

memory impaired, not good excuse, 

hasty preparation, not good excuse, . 

laches must always be negatived, . 
delay in making motion, .... 

defect not disclosed till decision, . 

benefit of doubt goes to moving party, 
general practice not recently more lax, 
conclusive showing not required, . 
probability of establishing alleged facts not considered 
occasional hardship not considered, 
hu;t should be stated though date unknown, 
decision on motion is of judicial character, 
both parties amending treated alike, . 
original statement retains strong force, . 

not broken by alleged inattention, 
whole record may be considered, . 
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Interferences, continued. 

opportunity to rebat is a oonsideration, . 
amendment on basis of stipulation, 
appeal on final]bearing does not preclude, 
petition to restore jurisdiction, 
eyidence tbat party did not misconstrue issue, 
Tirtual reopening of opponent* s case, . 
judgment on the record, 
motions after judgment, 

must be noticed for bearing 'within limit, 

must be transmitted if within limit, 

postponement of hearing not fatal, 

extension of limit, .... 

limit of twenty days does not apply, 

extensions liberally granted, 

Examiner of Interferences has discretion, 
affidavit accompanying motion, 
vacation of judgment, .... 

to admit prior application, . 

because of alleged divisional relation, 

because of want of originality, 

because of fraud of attorney, . 
judgment not suspended for motions, 
appeal goes to Examiners-in-Chief, 
no other question considered, . 
effect of sequence of conception and reduction . 
order of parties, ..... 

divisional application takes date of original, 

even when invention not originally claimed, 

other requisites, however, must be present, 

doctrine of Van Depoele v. D<tft, 

delay in filing not fatal, 
renewal application when entitled to former date, 
superseded form of Rule 116, 

readjustment of parties at any time, . 

superseded as to pending interferences, . 
substituted application, takes former date, 
prior unconnected application, . 
reissue application takes former date, 

whether or not broadening reissue, 

allegations not detrimental, 
true order will be observed on final hearing, . 
no appeal from denial of motion, when, . 
burden of proof, ..... 

applicant against applicant, 

senior party may be absolutely silent, 

whether beyond reasonable doubt, 

conclusive back of record date. 
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IfiterfereoGes, continued. 

applicant against patentee, 

patent ifisned before application filed, . 
especially in contest of originality, 
*' proof clear, positive, and nneqaiyocal," 
" what would inyalidate in court," 
*' clear case,'* ...... 

opposite decisions indicate reasonable donbt, 
patentee especially diligent increases burden, 
filed during life of caveat, 

eyidence of notice to caveator, 
evidence of knowledge of caveator* 
patent issued after application filed, . 
treated like application, 
issued by former Commissioner, . 
reissue application like original patent, 
general course of proof outlined, .... 

preliminary statement not evidence for party filing, 
judgment in default of testimony, .... 

resumption after suspension of proceedings, . 

collateral questions not decided on motion, 

failure of negotiations no excuse, 

change of policy no excuse, ..... 

showing to obtain restoration of jurisdiction, 

laches in particular case, .... 

postponements and extensions must be definite and reasonable, 

prolonged interference will be cut short, 
motions to dissolve, ...... 

jurisdiction, ....... 

of Primary Examiner not over regularity, 
nor over grounds not alleged, 
but over estoppel, .... 

of Examiner of Interferences over successive motions, 
over regularity, elements of regularity, 
cannot dissolve of his own motion, 
time of filing motions, ..... 

must be transmitted when within limit, 
filed before approval of preliminary statements, 
outcome must be res adjudicaia^ . 
other objections possible and probable, 
interference in fact, when dismissed, 
excuses for delay in filing motion, 

after judgment on record, .... 

di£9culty in obtaining power of attorney, 
repeated renewals of motion not favored, 
discretion attaches after twenty days, 
pendency of other motions not excuse, 
existence of stay of proceedings not excuse. 
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Interferences, continued. 

(motions to disBoWe, time of filing motion, continued.) 

miaanderstanding of opponent's invention, 168 

Allure of negotiations not excuse, .168 

necessity of a decision must be sho'wn, 168 

amendment of statement does not restore right to motion, 168 

after final hearing not permitted, .... 169 

after decision of Ct. App., D. C, . 160 

form of motion, ....... 169 

no affidayits need accompany, .... 169 

separate motions when appeals separate, 169 

hu;ts beyond record must be recited, . 169 

newly discovered facts may be considered, . 100 

facts of record need not be recited, ... 100 

for instance, right to make claim, ... 100 

grounds of motions, ...... 100 

should not be confused with one another, 100 

right to make claim, ..... 101 

affidavit under Rule 76, ..... 101 

supplemented by preliminary statement, 101 

abandonment of application, . .101 

inoperativeness of described device, 846 

interference in fact, ...... 101 

relevancy of testimony not basis for motion, 101 

preliminary statement not estoppel, . .101 

issues subsequent to Hammond t. Hart must strictly 
conform thereto, ..... 102 

issues formed prior to Hammond v. Hart^ , 102 

renewed interference certain, 102 

amendment offered, . . ' 102 

testimony taken, .... 102 

judgment on the record, ... 108 

general practice, .... 108 

renewal of motion, .103 

dominating claims, .... 108 

inclusion of too many claims, . . 183 

irregularity, ...... 104 

ambiguity should be found prior to testimony, 104 

lack of supplemental oath not basis of motion, 104 

inclusion of non-interfering claims not basis of motion, 104 

104 
106 
106 
106 
100 
106 
106 
100 
100 



inclusion of duplicate applications, . 
rts adJMdicata^ ...... 

ex parte decision not binding inter partes^ 

even when same ground presented, 

but very persuasive, . . 

inter partes decision not binding after redeclaration, 

binding despite merely cumulative evidence, 

not binding on Office itself, 

rules governing new trials will be applied. 
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Interferences* continued. 

(motions to dissoWe, eontinixed.) 

public QBe, etc., .... 

such questions deferred if possible, . 
public use, ..... 

not dissoWed except in extraordinary cases, 
must be independent of testimony, . 
usually motion not transmitted, 
that moving party patentee, not controlling, 
prima facie case not su£9c1ent, 
former record not estoppel, 
suit in progress, .... 

guarantees by protestant, 
abandonment of application, 

truth of facts alleged in revival, 
operativeness a question for final hearing, 
estoppel a question for final hearing, 
motions involving evidence, 

Primary Examiner has no jurisdiction, 
opinions of witnesses on patentability, 
saving of expense inconsequential, 
piecemeal motions not favored, 

but principles of rehearings apply, 
construction of issue in decision not excuse, 
treatment of motion to dismiss, 
presumption of patentability same as ex parte, 
moving party not a party in interest, . 
question same as when ex parte, 
decision not binding on Commissioner, 

nor to prevent suggestion under Rule 126, 
affidavits must be entitled in cause, 
memorandum of references cannot be ignored, 
stay of proceedings must be specially requested, 

separate motion necessary, 
appeal to the Commissioner, 

on interference in fact, .... 
only that question considered, 
irrelevant portions of Examiner's decision, 
prior art Invoked to construe issue, . 
prior art involves merits, 
on irregularity, .... 

claims rejected not good ground, . 
heard inter partes, .... 
jurisdiction not conferred by mere form of words, 
limit of appeal strictly applied, 
refusal to set limit of appeal, 
incorrect petition heard as appeal, 
appeal to Examiners-in-Chief , 

what are " questions involving the merits,*' 
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Interferences* continued. 

(motioDB to dissolve, appeal to Sxaminers-in-Chief, continued,) 

same as in ea; parte cases, 175 

whether subject-matter is of patentable nature, 175 

right to make claim, ..... 175 

new matter inToWes, ..... 176 

inoperativeness involves, .... 176 

inoperativeness of issue, . 176 

aflirmance of patentability, no appeal, .176 

not after final hearing, .... 176 

not on construction of authority of decision, 176 

motion nominally on irregularity, . 177 

no appeal from dismissal of appeal, 177 

that claims stood rejected involves patentability, 177 

that disclosure was insuflScient, involves patentability, 177 

not because prior patent to party himself, 345 

res adiudicata in view of prior interference, 177 

must be heard irUer parteB^ .... 177 

validity of appeal is ex parte^ .... 178 

estoppel by delay in appealing is ex parte, 178 
matter decided ex parte is not rea ad^fudicata when inter 

partes, ....... 178 

limit of appeal same as when ex parte, . 178 

but moving party has remedy, . . . ' 179 

unfavorable recommendation not ground, 179 

review under supervisory power, when, 179 

on inoperativeness, 346 

extraordinary reason must exist, 179 

refusal to construe ruling of Ct. App. D. C, . 180 

delay in adopting recommendation, 180 

appeal from reasons, not entertained, 180 

appeal on cross-motions, ...... 181 

dissolution without motion, ..... 181 

operativeness a question for suspension, 181 

inter partes hearing, when, .... 181 

interference in fact, ...... 181 

where patentee a party, ..... 182 

existence of real conflict, .182 

construction of issue by each tribunal, . 182 

prior art considered, ...... 182 

patentability first raised deferred, .... 182 

under Miller v. Eagle Co., . .182 

heard ex parte, ...... 183 

reference of record not considered, 183 

effect of previous affirmance, .... 183 

public use, prima facie case not enough, . 183 

misjoinder of applicants, ..... 184 

right to make claim, ...... 184 

irregularity, ....... 184 
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Interferences, continued. 

(diMolution without motion, contVuwtd.) 
motion to call attention, ... 

prior decision, when re« QdjudieaJLa^ 

whole record considered, 

no appeal from denial, 

discretion as to time, . 
Commissioner may act ma vponXe^ 

eyen after refusal to call attention, 

must act when absolute bar arises, 
change in practice, preservation of right, 
clear case necessary to suspension, . 
motion to remand proper, 
Ezaminers-in-Chief cannot suspend, 
when consideration of whole record necessary, 
substantial justice gOYoms, 
attention not called perfunctorily, 
final hearing, ..... 

when both sides are weak, the least weak wins, 
when lower decisions concur, presumption arises. 
When both sides weak, earliest dates prevail, . 
inferior tribunals must pass on all questions, 
concession of priority must concede issue, 

creates an estoppel, when, 

execution by corporation, 
Tacation of judgment for vrant of interference in fiust, 

claim ambiguously worded, . 

upon dissolation, ..... 

upon showing of failure to serve notice, 
appeals, ....... 

limit may be extended after expiry, 
if no injustice or delay, 
change of intention insu£9cient, 

only parties who appeal benefited, 
no subsequent right to others, . 

petition to instruct Examiner, extraordinary, 

not invalid without statement of reasons, 
rehearings, ...... 

after decision of Ct. App. D. C. 
not on merits not suflSoient, 
surprise, ..... 
reopening, 

not for admission of undisclosed testimony, 

not because of error in judgment, 

not to controvert theory of Office, 

delay must be explained, 

not enough that result will be changed, 

degree of diligence to be shown, 

not because forgotten, .... 
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Interferences, continued, 

(final hearing, continued.) 

not when earlier inquiry wae not made, 

not if result would not be changed, 

eighty dayt after discovery not excusable, 

admission of party himself, 

motion heard first by Examiners of Interferences 
preliminary motion before Commissioner, 

delay not excused by pendency of appeal, 

after decision of Ct. App., D. C, 
second interference, .... 

Joint applicant subsequently sole, 

former decision, when res adjudicata^ 

admission of matter, bearing on right to claim, 
claims of defeated parties, .... 

matter shown in foreign patent, 

Rule does not say what claims are prejudiced, 

^* involved in issue *' defined, 

renewed consideration by Examiner, 

appeal from rejection, 

International Union, 

provisions not self-executing. 

Invention, 

abandonment of, .... 
necessary in design, .... 
new use, ..... 

Fanre battery case, . 

summary of authorities, 

PoUs V. Creager holds no new doctrine, 
difference in degree not invention, 

new result may make it so, 

smokeless coal case, 
mere theory, air ship case, 
differences in detail may be enough, 
different construction and resultant advantage, 
change of form, .... 

prevention of waste indicates invention, 
process, machine eapable of performing, 
simplicity indicates invention, . 
multiplicity of references, . 
desired result long unreached, 
apparent minuteness not fatal, 
key fastener, ..... 
no benefit of doubt when no doubt, 
obvious adaptation not invention, 
unembodied suggestions of process, 
adverse opinion of experts confuted. 
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Invention, continued. 

omission of step in process, 

eztensiye sales, ..... 

designs, 

reversal, ...... 

ignorance on part of inventor immaterial, 
decision of German Patent 0£9ce, 

Issue of interference, 

how construed, .... 

by acceptation of parties, 

by real invention, .... 

by canceled claims, 

by patent when patent involved, 

whether invention a design or not, 

by prior construction on ex parte appeal, 
must be identical with a claim, . 
counts must differ materially, 
not construed in advance. 

Judgment on the record, 

motions after judgment, 

must be noticed for hearing within limit, 
transmitted if within limit, 
postponement of hearing permissible, 
extension of limit, 
limit of twenty days does not apply, 
extensions liberally granted, 

Examiner of Interferences has discretion, 
affidavit accompanying motion, 
vacation of judgment, .... 
alleged divisional relation, . 
want of originality, 
fraud of attorney, 
judgment not suspended for motions, 
appeal goes to Examiners-in-Chief, 
no other question considered, 
effect of sequence of conception and reduction, 

Labels, 

8ee Prints and Labels, 

License, 

transfer is, which reserves right to invention for stated use, 
transfer is, which reserves right to portion of invention, 

rianufacture, articles of, 

edifice is not, ....... 

parts may be, ...... 

same meaning for designs as elsewhere, 
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•• Means/' etc., 

when may be used in claims, 
Miller v. Eagle Co. 

raising question of patentability in interference, 

riodels, 

unfiled model not ground for amending drawings, 
making of, as evidence in interference, 
cannot be filed without requirement, 
conditionally furnished, return of, 
requirement for, after examination, 
operativeness usually otherwise provable, 
distinguished from reduction to practice, 

notions, 

to dissolve, ...... 

jurisdiction, ..... 

of Primary Examiner, 

of Examiner of Interferences, 
time of filing, ..... 

must be transmitted when within limit, 

before approval of preliminary statements, 

excuses for delay, 

amendment of statement does not restore, 

not after final hearing, 

after decision Ct. App., D. C, 
form of motion, .... 

no affidavits need accompany, 

separate motions when appeals separate, 

facts beyond record must be recited, 

of record need not be, . 
grounds of motions, .... 

should not be confused with one another, 

right to make claim, 

interference in hu;t, 

irregularity, . . . . . 

res ad(fudicataf .... 

ex parte decision not binding inter partee, 

inter partes decision, when binding, 
 public use, etc., ..... 

such questions deferred if possible, 

public use, ..... 

abandonment of application, 

operativeness, . . . . 

estoppel, 
motions involving evidence, 
piecemeal motions not &vored, 
treatment of motion to dismiss, 
presumption of patentability, 
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Motions, continued. 

moving party not a party in interest, 
qaestion same as when ex parte, 
decision not binding on Commissioner, 
stay of proceedings, 
appeal to Commissioner, 

questions considered, 

heard inter partes, 

limit of appeal, 
appeal to £zaminers-in-Chief, 

questions considered, 

heard inter partes, 

limit of appeal, 

unfaTorable recommendation, 

review under supervisory power, 

{Dissolution without motion, see Interferences), 

to call attention to statutory bar under Rule 126, 
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172 
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177 
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New natter, 

should be admitted and rejected, .... 15 

new description may vitiate claims, .... 16 

substitute specification accompanied with new oath cannot contain, 16 
date of invention immaterial, ..... 16 

affecting claims, is proper subject of appeal, ... 26 

not affecting claims, is proper subject of petition, 32 

in divisional case destroys divisional relation, .101 

altering proportions of gearing is not, 338 



Notice, 




of institution of interference. 


121 


service when applicant dead, 


121 


case of senior party. 


121 


Novelty, 




is proper subject of appeal, . . . . . 


23 


prior knowledge and use, ..... 


203 


of same inventor, ...... 


208 


printed publication, ..... 


204 


British accepted specification not, 


204 


German specification open to inspection not. 


204 


drawings without description, 


204 


fulness of description, ..... 


204 


patent, ........ 


205 


British, not till sealed, .... 


205 


issued after filing, ...... 


205 


on application made before, good reference, . 


205 


on application made after, not good, 


205 


act of 1897, ....... 


206 


applies to designs, ..... 


205 
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Oath, 

not proof of operatiYeneas or utility, 

if not before proper o£9cer, application incomplete, . 

if ayennent omitted, application incomplete, 

supplemental, required for matter first claimed in divisional 

of design application, must conform to act of 1897, . 

must mention German Gebrauchsmnster, 

must mention all applications wheneyer filed, 

must affirm belief as well as knowledge, 

must aver public use, .... 

when filed separately, must identify application, 

foreign notary, when competent, 

only enumerated magistrates qualified, . 

venue not necessary, .... 

seal equivalent of venue, when, 
additional oath, ..... 

delay in filing, . 

when filed before specification, . 

inventor must make, . 
supplemental oath, .... 

to introduce process claim, . 

not to introduce new matter, 

mode of identifying application, 

remedying lack after interference, 

amendments requiring, seasonable presentation, 

necessity of, proper subject of petition, 

for matter first claimed in divisionable application, 

lack not basis of motion to dissolve. 

Office action, 

as related to abandonment of application, 
OperativeneAS, 

See VtilUy. 

after consideration on appeal amendment not admitted, 
raising by motion to dissolve, not favored, 
raising in interference under Rule 126, 
usually model not necessary to prove, 
inspection of apparatus outside Washington, 

Originality, 

See Priority. 

application for patent, .... 

communication of idea, 

assertion of title, ..... 

employees* rights guarded, .... 

presumption of originality, .... 

minor improvements, ..... 

failure to controvert testimony. 
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Patent, 

What Uj as part of prior art, see Novelty, 

Patentability, 

See Novelty, Inventiorij Process, Article qf manitfacture. Public use, 
Prigr foreign patent. Utility^ Operativeness, Abandonment qfinvemtion. 
Priority. 

Petition, 

See Appeal. 

from refusal to admit amendment in substance, ... 12 

and appeal are mutually exclusive, .... 27 

from decision of lower tribunal, extraordinary, . 191 

from suspension of action, ..... 282 

Photograplis, 

substitute for drawings of designs, ..... 83 

Postponement, 

of filing preliminary statements, ..... 122 

must be reasonable and definite, ..... 153 

prolonged interference will be cut short, . 153 

Power of attorney, 

See Attorneys. 
Practice, 

Patent Office will conform to courts, 

patents should be granted promptly, 

doubtful case in interference, left to courts, 

inspection of apparatus outside Washington, . 

courtesy required from Examiners, . 

principle of stare decisis obtains, .... 

Rules obseryed though occasional hardship results, 

reference to Commissioner discouraged, 

fault of Examiner not remedied by transferring case, 

all tribunals will co-operate to remedy error, , 

formal complaints, what requires, 

applicants must observe courtesy, 

interferences will be expedited. 

Examiners must conform to practice, 

applicant may acquiesce in unwarranted delay, 

notice of change sufficiently given in Gazette, . 

Preliminary statements, 

postponement of filing, .... 

must be definite, though issue is vague, 

vague issue not construed by Office, 
not returned though unused, .... 

though filed by mistake, .... 
whether estoppel by averments, .... 

not in subsequent interference, . 
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Preliminary statements, continued. 

aTerment of extent of use required, 

inspection not permitted after Jud^i^ent on record, 

not when Bled without intent, 
amendment, .... 
alteration of essential dates, . 

making of model may be shown, 

or of drawing, 

changing date of conception, 

sequence of eyents unchanged, . 

during testimony, not favored, 

before testimony, . 
evidential value of known facts, . 

absence of assistance of counsel, 

misunderstanding of what is reduction to practice, 
date of ** finishing " machine, 
whether model or reduction, . 
cross-examination permitted, 

duty to disclose everything to counsel, 
discovery of facts, ... 

mere discovery of date of occurrence, 

transposition of parties, showing, 

memory impaired, not good excuse, 

hasty preparation, not good excuse, 

laches must always be negatived, 
delay in making motion, ..... 

where defect not disclosed till decision, 

benefit of doubt goes to moving party, 
general practice not recently more lax, 
conclusive showing not required, 
probability of establishing allegations, 
occasional hardship not considered, 
fact should be stated though date unknown, 
decision on motion is judicial, .... 
both parties amending are treated alike, . 
original statement retains strong force, 

not broken by alleged inattention, 
whole record may be considered, 
opportunity to rebut is a consideration, 
amendment on basis of stipulation, 
appeal on final hearing does not preclude, 
petition to restore jurisdiction, 
evidence against alleged misconstruction of issue, 
virtual reopening of opponent's case, . 
not evidence for party, ..... 
may supplement affidavit to antedate reference, . 

Presumption, 

abandonment of invention not presumed, . 
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Printed publication. 

As part of prior art^ see Novelty. 

Prints and ial>eis, 

must be mere appurtenances, 
proof-sheets of engraved plates not prints, 
definition determined from statute, 
label must be descriptive, but not merely so, 
artistic quality same as for copyright, 
must not be simply descriptive, . 

picture must have pictorial value, 
benefit of doubt goes to applicant, 
illustrations — printed information, 

hammock, .... 

pickle, .... 

playing-cards, .... 

cigars, .... 

smokeless fuel, 
trade-mark matter, when entire subject, 

absence of adoption not material, 

arbitrary quality as test, 
sequestrable trade-mark matter, 

in label not fatal, 

evident intent not material, 

in print not &tal, . 
law constitutional, 
a part of copyright law, 
aggregation of pictures not print, 
application may be executed by attorney, 

no power of attorney required, 
publication must not precede application, 

subsequent minor changes not material, 
scope of examination narrow, 

Prior foreis^n patents, 

construction of law by foreign officials followed, 

filing-date of British application, 

whatever might be held to be a patent must be specified, 

for instance, German Gebrauchsmuster, 
proof of expiration of foreign patent, 
construction of § 8 of act of 1897, 
divisional application protected by original date, 
reissue application protected by original date, 
applies to designs, ...... 

Priority, 

Ste Interferences^ and Testimony ; and in trade-Toark cases see 

Trade-Marks, 
conception, ....... 

disclosure, ....... 
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Priority, continued, 
conception, continued, 
disclosure, continued, 

coupled with claim to earlier conception, 
^ details must be given, .... 

recipient an expert, .... 

refreshing memory, .... 

assertion that disclosure was made, 
failure to disclose, in general account of inyentions 

in application for patent, 

to professional associate, 

when under obligation, 

in business negotiations, . 
drawings and sketches need not show old parts, 

need not be self-explanatory, 

inferences from proportions, 

mutilation suspicious, 

contents of lost drawings, 

attempt to find must be shown, 
reproduction after rivaPs work seen, 
admissibility of reproductions, 

surrounding circumstances important, 

custom of dating not guarantee of date, 

lack of customary record suspicious, 
foreign patent, .... 

where patentee not necessarily inventor, 

certified copy from Scientific Library, 

date of application not material, . 

publication of fact of grant not material, 

grant prior to opposing conception, 
acts done abroad, .... 

cannot generally be considered, 

communication to person here, 

transmission of application papers, 

knowledge that is not disclosure, 

transmission of specimens, 

acts done on shipboard, 
evidence must be same as would invalidate parent 
applicant against patentee, burden of proof, 
relative scope of original applications, 
date of detached application oath, 
joint applicants treated as entity, 
inventor under contract to patent promptly, 
ample pecuniary means, . 
claim for use not originally claimed, 
demand for invention unsatisfied, 
preference for other inventions, 
process of conception, 
expense of production, 
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Priority, continued, 

conception, continued. 

continuance of experiments with inferior method, 
abandoning to the worid, .... 

diligence, ...... 

first to conceive and to reduce need not show, 

first to conceive, last to reduce, must show, 

need only antedate adverse conception, 

ends with redaction to practice, 

diligence of later conceiver immaterial, 

applicant against patentee, 

acts done abroad immaterial, 

only compulsion can excuse delay, . 

actual ability the test, 

delay for reasons of policy, . 

test by actual practice allowed for, 

two years not unconditionally allowed, 

different test from abandonment, 

general development of related inventions, 

poverty excuses, .... 

lack of facilities, efforts elsewhere, 
misconstruction of another patent, 
preference shown for other inventions, 
four months too short to need explanation 
facilities present, 
expense of production, 
abandonment of application, 
inventor borrowing money, 
no demand for invention, 
other applications made, 
awaiting chance to apply in regular work, 
experimenting with analogous constructions, 
two years in average case too much, 
application on undeveloped invention not required, 
prior dominating invention, excuse, 
mistaken advice of attorney not excuse, 
refusal of capitalist to promote, may be excuse, 
delay by attorney after receiving case, 
application should be filed when invention perfected, 
reduction to practice, 
order of reduction, 

** adapting and perfecting " means reduction to practice, 
allowable application is equivalent of actual practice, 

requires diligence, .... 

prior patent describing but not claiming, . 

when opposed by actual practice, has equal weight, 

date of execution is not date of constructive reduction, 

connected prior application, 
must be put in evidence. 
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Priority, continued. 

reduction to practice, continued, 
allowable application, continued. 

connected prior application, continued. 
abandoned, not evidence, 
forfeited but renewable, evidence, 

whether containing claim or not, 
original of reissue, evidence, 
incomplete application, not evidence. 
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illustration without description, not enough, 
whether conclusive or only presumptive, 
actual practice, ...... 

sufficiency evidenced by the fact, 

test acceptable if such is customary, 

defective operation, reason of failures understood, 

liability to break, 

defects in other parts of mechanism, 

mere mechanical changes, 
equivalents, party must show equivalency 

inferior form may be sufficient, 

specific issue does not exclude, 

acceptation prior to controversy, 

specifications are controlling, 
mode of inventing immaterial, 
variations for purposes of experiment, 
use necessary if operativeness doubtful, 

inference from similar devices, 
model if not of size for practical use, 
model if not of material for practical use, 
inaction does not make abandoned experiment, 
accidental production good if repeatable, 
limitations of use not fatal, 

though opposing reduction not limited, 
perfected invention does not mean perfect machine, 
process not reduced by making machine, 
holding in place by hand, not fatal, 
product evidenced by machine, 
tests must prove practical utility, 
theory need not be understood, 
sufficiency evidenced by circumstances, 
resumption of old method unfavorable, 

because familiar, excuse, 
prompt patenting, favorable, 
consulting attorney, immaterial, 
absence of specimens, unfavorable, 

may be explained, 
preference to other inventions, unfavorable, 
failure to try to interest manufacturers, . 
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Priority, continued. 

reduction to practice, continued, 
actual practice, coniinutd, 

sufficiency evidenced by circumstances, comiinuedi, 

obstacle not elsewhere insurmountable, . 244 

subsequent difficulty, unfavorable, 244 

subsequent need unsupplied, . . . . 244 

subsequent experiments on other lines, . . 244 

only one specimen, unfavorable, . 245 

subsequent experimentsfin details, . 245 

caveat, when favorable, .... 245 

process in production of product immaterial, 245 

inurement to which party, ..... 245 

acts that would constitute public use, . 246, 259 

must be conclusively proved, .... 246 

uncertainty of identification of specimen, 246 

lapse of time not necessarily excuse, . . 246 

unsupported testimony of inventor as to date, . 246 

foreign patent probably reduction, .... 246 

must be unequivocal and full, .... 247 

estoppel by concealment, ...... 247 

concealing after reducing may estop, . . 247 

difficulty of production, ...... 346 

reasons of policy are not excuse, . . 247 

originality, ........ 248 

inurement of reduction to practice, . . 248 

application for patent, delay when rival application known, 248 

orderly procedure favorable, .... 240 

by one party for the other, .... 249 

former joint application abandoned, . . . 249 

communication of idea, negatived by inactivity, . . 249 

intimate relations may raise inference, . 249 

access to work of opponent, .... 250 

assertion uncorroborated but undenied, . 250 

assertion of title, none when chance to sell, unfavorable, 250 

none to intimate friends, unfavorable, 250 

none when parties on friendly terms, . 250 

none by employee, . ..... 251 

weak claim improbable, .... 251 

none when adverse patent-mark, .... 251 

none in patent, unfavorable, .... 251 

none on learning of adverse application, . . . 251 

disbelief in success, unfavorable, . . 251 

none before co-employees, unfavorable, . 252 

employees' rights carefully guarded, . . 252 

presumption extends throughout contest, . . . 252 

possession evidences originality, . . . 252 

relation to presumption from seniority, . . 252 

against patentee, proof must be conclusive, . . 252 
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Priority, continued. 

oriffinality, totdinutA, 

presumption, coniinutd,. 

single reduction, party in possession, 
minor improvements, by worlcman reducing to practice, 

by attorney belong to client, 

mere fact of employment not enough, 
presumption in favor of old inventor, 
details given though never tried, 
general agreement to assign, favorable, 
disbelief in success, unfavorable, 
purpose of making compromise, 
testimony, failure to controvert, 

cannot rely on record date, 

ambiguous denial not enough, 

failure to produce records, 
fraud must be clearly proved, 
acts done abroad are admissible. 

Process, 
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operativeness not shown by that of machine, 
whether merely function is proper subject of appeal, . 
article defined by process, ..... 

new step makes process new, .... 

and machine must be patented separately, 

and product may be patented together, 

and machine, claims for do not interfere, 113 

reduction to practice not proved by machine, 241 

what is a patentable process, ..... 256 

separability from particular machine, .... 256 

other machines known, . 256 

even when other machines not known, . . 256 

that machine would perform whole, not fatal, 256 

interpretation of 'RUdon Works v. Medart, . 257 

duty of Office in open cases, .... 257 

must produce physical effect, ..... 257 

prior apparatus patent not bar, .... 257 

illustrations, preparing cement, .... 258 

rolling iron beams, ..... 258 

making lock-nuts, ...... 258 

making pad-covers for buffing-machines, 259 

recommendation of apparatus claims when process mere function, 339 
Prosecution, 

to save application from abandonment, ... 2-3 

Public use, 

raising by motion to dissolve not favored, . . 166 

raising under Rule 126, prima fade case not enough, 183 

must be averred in oath, ...... 206 
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Public use, continued. 

reference date nothing short of filing date, 

consecutiye applications, 
reduction to practice may involve, 

not because made in public, 
knowledge and consent not necessary, . 
not presumed, ...... 

executory contract not putting on sale, 
experimental use of design impossible. 

Public use proceeding's, 

correct procedure on prima fade case, 
affidavits presented long after made, discredited, 
f^ts must be presented specifically, 
unsworn uncertain statements not enough, 
judicial notice of public use, 
expense must be guaranteed, 
involving question of new matter, not entertained, 
another applicant may be admitted to defend, 

will be bound by decision, 
protestant not entitled to copy of application, 
when interference in view, not encoui-aged, 

Publication, 

What is a printed ptLblication^ see Novelty, 
Rebuttal, 

See Testimony, 

Recommendations, 

attached to decision, force, etc.. 

Reconsideration, 

continued prosecution in good faith usually permitted, 

not after full understanding, 

is required for benefit of Office as well as applicant, . 

Record, 

of assignment to secure issue of patent to assignee, 
protests against record usually ineffective, 
validity not investigated before record. 

Reduction to practice, 

See Priority. 

misconception of, in making up preliminary statement, 
date of ** finishing '* machine, . 
whether model or reduction, 

as an element of priority, 

'* adapting and perfecting,'* 

allowable application the equivalent, 

actual practice, ..... 

may amount to public use, .... 
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Redundancy, 

tests of redundanoy of claims, .... 

Reference to Commissioner, 

practice disconraged, 

References, 

See B^eetUme. 

newly-discovered darlnf; InterfeFence, 
failure to appeal promptly, 
no hearing on decision not to request suspension, 

Rehearings, 

allegations must be specific, 

weight given to conflicting evidence, 

virtual rehearing under another guise, 

not usually on questions of fact, 

not on facts under guise of ** applying the law *', . 

not if decision is not without or clearly against evidence 

not usually in matters of discretion, 

not on contention originally known, 

when original decision by Asst. Commr., 

petition not open to argument, 

that no warrant is found for claim, is not ** surprise *' 

motion before limit of appeal, 

not to be sought as matter of course, 

no appeal from refusal to rehear, 

after decision of Ct. App., D. C, 

bill in equity open, 

not on merits, 

surprise, 
motions for, not regularly set for hearing. 

Reissue, 

abandonment of reissue applications, 
presence of prerequisites is proper subject of appeal, 
indeflniteness is proper subject of petition, 
application takes former date in interference, 

whether or not broadening reissue, 

allegations not detrimental, 
application takes former date on prior foreign patents, 
Intervening rights, ..... 

not simply those of interferant, 
reintroduction of canceled claim, 
positive warrant in original patent, 

file-contents evidence, .... 
reissue for correction of error reopens case, 
what constitutes complete application, 
no absolute limit of filing, ..... 



72 



210 



128 
128 
120 



43 

48 

43 

43 

43 

44 

44 

44 

44 

44 

44 

45 

45 

45 

101 

45 

101 

101 

340 



4 
23 
34 
147 
147 
147 
220 
263 
263 
263 
264 
264 
264 
347 
347 



394 



INDEX. 



Rejections, 

failure to cite new refereDces does not preclude further amendment, 10 
absence of invention is a new reason, .... 10 

old reference a^inst new claim is a new reference, 10 

of *' present claims *' does not warrant further amendment, 13 

new matter should be admitted and rejected, 15 

on interference record, ...... 196 

may suggest and permit substitution of apparatus for process claims, 342 



examination though product defined by process, 

full treatment if informalities not vital, 

objection to examination is not rejection, 

cannot refuse examination because of subject-matter, 

word *' reject *' should be used, 

claims are what is rejected, 

clear terms to be used, ..... 

no appeal till final rejection on all grounds, 

test of amendment in substance, 

element added to combination, 
final rejection only when all claims ready, 
reconsideration must cover everything, 
all grounds of rejection at once, 
alleged new matter should be given examination, 
indefinite ** means '* claim should be given examination, 
treatment of two overlapping applications, 
process patent when bar to machine patent, 
mechanical and design patents to same inventor, 
divisible matter in patent to same inventor, 
rejection under six-months^ rule not detrimental, 
statutory limit of appeal restored, 
rejection after allowance, .... 

not after interference on same ground as before, . 
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presumption after interference from absence of motion to dis- 
solve for non-patentability, . 270 
allowance by prior Examiner should stand, . 270 
allowance to another party persuasive, 270 
new matter should be incorporated and rejected, . 271 
and rejected on all grounds, . . 347 
public use proceedings discouraged when interference in view, 271 
interferant-to-be is not entitled to be heard, 271 
examination on two species not given, .271 
insufficiencies of drawings not always possible to specify, 271 
references, ........ 272 

must be as clearly explained as on appeal, 272 

waiver by further action, ..... 272 

even after request, ..... 272 

positive suggestions should be giveu when requested, 272 

simple device, etc., ...... 272 

reciprocal duty of applicant, ..... 347 

case already acted on repeatedly, .... 273 



INDEX. 



395 



ReJectionSf continued, 

references, continued, 

when want of understanding clear, .... 273 

repeated amendment does not show understanding, 348 

oral explanations cannot be averred, 848 

** absence of invention,*' without references not favored, 273 

all readily accessible information given, 273 

copy furnished by foreign patent-office, 274 

burden of showing proper date of foreign patent, 274 

Renewal, 

when entitled to original filing date, .145 

no renewal prior to forfeiture, ..... 274 

such attempted renewal leaves case where it was, 274 

no authority to accept fee, ..... 275 

re-allowance is without authority, .... 275 

second renewal not permitted, ..... 275 

pending applications cannot be saved, .... 275 

evasion by way of pending application, .... 276 

successive independent applications not prohibited, 276 

assignee may probably renew, ..... 276 

how fifcr continuation of original, ..... 276 

may contain new claims, 276 

Reopening, 

for amendment in substance after final rejection, 12 

for amendment after appeal deciding same point, ... 14 

not for matters that should have been presented earlier, 40 

not for admission of narrower claims, .... 41 

not pro /orma to admit new evidence, .... 41 

delay must be explained, .41, 192 

degree of diligence to be shown, 193 

not enough that result will be changed, .41, 192 

not because of former inadequate presentation of case, 41 
not to claim unclaimed invention, . .41 

not to admit allowable claims without authority, 41 

unless allowable on adjudicated ground, ... 42 

not because applicant was badly advised, ... 42 

not because same claims could be presented by renewal, 42 

not because applicant was ignorant, .... 42 

not because Examiner did not explain references, . 42 

not for admission of undisclosed testimony, . 192 

not because of error in judgment, ..... 192 

not to controvert theory of fact adopted by Office, 192 

not because forgotten, ....... 193 

not when earlier inquiry was not made, 193 

not if result would not be changed, ..... 193 

eighty days after discovery not excusable, 193 

admission of party not merely cumulative, . . 194 
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Reopening:, continued. 

motion heard first by Examiner of Interferences, 

preliminary motion before Commissioner, 
delay not excused by pendency of appeal, 
after decision of Ct. App., D. C., 

Repayment of fees, 

not to applicant not entitled to apply, 

not on trade-mark case under 1870 law, . 

on duplicate application to register trade-mark, 

on second renewal application, when, 

withdrawal of application, 

not on appeal not prosecuted, 

not because of assurance of consideration, . 

transfer from incomplete application, 

transfer from contradictory application, . 

not to assignee, ..... 

Res adjudicata, 

necessary consequence of decision not appealable, 

joint applicant subsequently sole, 

.raising statutory bar under Rule 126, 

binding effect of prior interference, 

ex parte decision on question afterward inter partes^ 

motions prior to approval of preliminary statements. 

Result, 

whether claim covers mere, proper subject of appeal, 

Revocation, 

interest sufficient to prevent revocation, . 

on death of applicant, .... 

by assignees, ...... 

Rules of practice, 

observed though occasional hardship results, 
forms are merely suggestive, .... 

Rules prevail where inconsistency, . 
retroactive generally, ..... 
construed on different principles from statutes, 

Secrecy, 

See ApplieattonSj Caveats, Copies, 

Secretary of the Interior, 

has general supervisory power over Office. . 

may prescribe and enforce Rules, 

no appeal lies from judicial acts of Gommr., 

even though interlocutory, 
no appeal from refusal to apply unauthorized remedy in performing 
ministerial act, ....... S9 
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Secretary of the Interior, continued. 

no appeal from construction of Rule of Practice when mandatory, 

unless ministerial act, .... 

general policy not to interfere with Office, 
will not advise Commissioner though requested, . 

Si^rnature, 

to drawings of application, not stamped, . 
Specification, 

title of application, ..... 

applicant may select, within reasonable limits, 

test is nature of invention and not commercial intention, 

proper subject of petition, 
general criticism of art permitted, . 

not too argumentative, 
reference to co-pending application for disclosure, 
prolixity, ...... 

machine to carry out process, description, . 
modifications may be disclosed, . 
applicant may select terms of reference, 
manner of use, e. 9., coupling for rods, . 
cross-reference disclaiming genus, . 

not to matter unclaimable, 
permanent ink required, 

same tests as in other Departments, 
proper number of witnesses required before issue, 

5tare decisis, 

principle obtains in Patent Office, 

Statutes, 

circumstances bearing on proper construction, 
apply to designs as well as other patents, 

Statutory bar, 

&te Public use. Motions to dissolve, Interferences, 

arising before interference, will prevent, 

not considered on motion for judgment in default of testimony. 

Supplemental oath, 

amendments requiring must be seasonably presented, 
necessity of, is proper subject of petition, 
required for matter first claimed in divisional application, 
lack not basis of motion to dissolve, .... 

to introduce process claim, ...... 

not to introduce new matter, ..... 

mode of identifying application, ..... 

remedying lack after iuterforence, .... 
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Suspension of action, 

on motion of Office is Office action, 

granted only when necessary to determination of rights, 

to await outcome of interference, when 
petition may be taken, when 
decided as if intei*ference concluded, . 
when claims on same structure, 
when claims not possible to adverse party, 

Testimony, 

flee Int€rference9 and Priority, 

failure to controvert claim to originality, . 

wifQ not competent, when 

production of evidence controlled by courts. 

Commissioner will act on refusal of court, 

extensions to permit application to court, 
not after ease closed, 

failure to avail of right, 

volunteer witness not out of reach of court, 

materiality of testimony, 

control over unfiled depositions, 
evidence in general, .... 

failure to deny fact known if true, . 

showing to permit amendment of statement, 

conduct may contradict statements, 
even statements of many witnesses, 

clear proof required where fact known to only one, 

showing sufficient for ex parte case, 

failure to cross-examine, 

no inference based on excluded evidence, 

inferential evidence against direct, 

leading questions suspicious, 

especially as to details of disclosurl^, . 

acts prior to controversy are significant, 

truthful intent cannot remedy indefiniteness, 

records to refresh memory should be shown, 

former party now assignee suspicious, 

when rebuttal impossible, corroboration necessary, 

unverified statement of dates, 
exhibits not produced sometimes damaging, 

letter-books must be wholly thrown open, 
experts required on presence of invention, 
extension of time strictly regulated, 

absence of witness, when excused, 
especially not when party, 
notice must be given even when witness a party, 
formalities enforced in testimony de bene eeee, 
court practice not necessarily followed, 
officer before whom testimony is taken. 
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Testimony, continued. 

officer before whom teBtimony is taken, continued. 

observance of formalities required, 

general rules of law apply, 

what interest debars, 

strict impartiality sought, 

employee of assignee, 

former witness, .... 

disclosure of one party's affairs to other, 

treatment of vitiated testimony, 

same interest that would disqualify juryman, 

actual wrong need not be shown, 
judgment in de&ult of printing record, 
paper exhibits need not be printed, 
prior record all comes up, when 
prior record not always admissible, 

must be identity of parties, 

but not to prove fact of suit, 
identity in joint and sole cases, 

not when witnesses can be had, 

not because device is material, . 

opposition of adverse party a consideration, 
service of notice when publications evidence, 
rebuttal permissible at all stages, 

ordinary attacks not surprise, e. g.^ inoperativeness, 

third person true owner of trade-mark, 

issue unpatentable, 

charge of fraud may be rebutted, 
res ofljudicata raised by affidavit under Rule 75, 
pertinency usually left till final hearing, 
competency of witness decided at once, 
testimony as to character struck from record, . 
relevancy of evidence left till final hearing, 
second deposition permissible, 
whether rebuttal merely cumulative, 
if surrebuttal possible, appeal lies over, 
question requiring consideration of whole record, 

when right to surrebut involved, 
testimony dictated by counsel, 
appeal on opponent's testimony, . 

on party's own testimony, 
testimony taken abroad, .... 

explicit reasons required, 

oral interrogatories not against protest. 

Title of application, 

how and by whom selected, .... 
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Trade-marks, 

trade-mark matter in prints and labels, 
what may constitute, 

arbitrary arrangement not enough, 

hyphenated words (** Pittsburgh Pump"), 
geometric figure (*^ Yucatan*'), 
misspelling ('' Kid Nee Kure '')i 
foreign letters ('* Gold Label ''), 
script (^^Featherstone'*), 
deceptive marks, .... 
deception of public the test, 
official sanction, 

red cross for medicines, 

for parts of shoes not deceptive, 

foreign sanction not enough, 

facsimile of certificate of Board of Pharmacy, 
descriptive marks, .... 
if calculated to deceive, enough, . 
coined words not necessarily exempted, 
patent-names not valid, 

whether existing or expired patent, 

name not necessarily valid because generic, 

author of name not material, 
mere name of color not valid, 
parties will be put on equal footing, 
name of article cannot be included, 
circumstances of use are material, 
illustrations, .... 

Bromo-Quinine, 

Gyrator bolting-machines, 

Yale locks, 

Gilson albums. 

Barbers' Model razors, 

Velvril nitro-oellulose compoiiDd. 

Malted milk, . 

Olive bicycles. 

Bed snuff. 

Kid Nee Eure, 

Perfect face paste, 

Blue-Label soups, 

Eoffio, .... 

Bromo Soda Mint, 

Apple and Honey cough-medicine. 

Chill stop. 

Nickel soap, 

Ever-Ready coffee-mills, ' 

Royal-Blue carpet-sweepers. 

Representation of bag for soap, 
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Trade-marks, continued. 

what may constitute, continued, 

geographical marks, .... 
arbitrary quality must predomiDatCf 

test of right of iDhabitants, 
place not DOted for maoufacture, . 

this fact not coDtrollixK^, 
if place noted, registration rare, 
though place and use foreign, not enough, 
possible future use immaterial, 
place of production of raw material, 
established reputation of goods, 
inherent probability of deception, 

foreign deception enough, . 
custom of trade is material, 
not located at place, material, . 
general classification of marks, 
"Columbia,*' '* Lackawanna,** etc., 
evidence of geographical importance, 
illustrations, Dover Stamping Co., 

Cromarty herring, 

Vienna flour, .... 

Florentine plate-glass, . 

Waverley bicycles, 

Cloverdale canned goods, 

Menlo Park watches, 

Yucatan leather goods, . 

Aurora shoes, .... 

Gibraltar, .... 

Hansa, ..... 

The Roman underwear, . 
miacellaneous, ..... 
may have characteristics of design, 
certificate of qualifications, 
approval of court, 
another apparent purpose, 
form of package not valid, 

protection from unfair competition, 
decisions of courts in analogous cases 
registration abroad persuasive, . 
personal marks, part of corporation name (Gilson), 
entire corporate name, 
registration by others, 
surviving partner, 
celebrity protected, 
Dalsimer, 
Sandow, 
Buffalo Pitts, . 
fact of use prior to 1881 not controlling, 
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Trade-marks, continued, 

what may constitate, corUXnued, 
personal marks, ccfnXirmtd, 

portraits same as names, 
contractual relation, 
association with article, 
quality, .... 

Famous, 

Splendid, 

Peerless, 

Model, .... 

Purity, 

Better Than Mother's, 

The Greatest Value for the Money, 

Perfect, 
objects susceptible of trade-mark protection, 
real estate is not, 
advertisements are not, 
field of appropriation, .... 
presamption arises from expressed intent, 
equivalents recognized, 
Office classification must give way, . 

specifying periods of use, 
must avoid references, 
** Etc.'* not permissible, . 
enumeration of parts of class, 
illustrations — pantaloons, etc.; groceries; clothing, 
anticipation, ...... 

compound mark met by single element, 
features novel but unregistrable per a0, 
no such thing as genus and species, 
change in colors of device not enough, 
minor element omitted, not enough, 
benefit of doubt not given to applicant, 
striking novelty may overweigh formal similarly, 
word alone is met by word and symbol, 
deception of retail purchaser is regarded, 
comparison is between marks as a whole, 
cigars and cigarettes do not conflict, 
cigar-boxes and cigarettes do not confiiot, 
illustrations, ..... 

Royal Vellum not met by Royal Irish Linen, 

Ma^co not met by Magic, . 

Monarch Distilling Co., .... 

Electric Light not met by Electric, 

Capitol met by Capital and flags. 

Windmill in star, etc., 

Star and letters in points, etc., . 

Chewies met by Chewso, 



313 
313 
314 
314 
314 
314 
314 
314 
314 
316 
316 
315 
315 
315 
315 
316 
316 
316 
316 
316 
317 
317 
317 
317 
318 
318 
818 
318 
318 
318 
310 
319 
319 
319 
319, .320 
320 
320 
320 
320 
320 
320 
320 
.321 
321 
321 
321 



INDEX. 



403 



Trade-marks, continued. 
anticipatioDf contiMitd, 

illustrations, toniinutd. 

Non-Toz not met by Anti-Toz, etc., . 
A red ribbon met by Ribbons, 
Star with numerals met by star without, 
Carmen met by Carmendta, 
Norma met by La Norma, 
Dispepticlde met by Dyspepticure, 
Otaka not met by Uneeda, 
registrants, ...... 

illegal business bars, when, .... 

business location determines'treaty privileges, 

not unr^istrable here till registered abroad, 
even when vict verMi, 
matter of letters and words tn Germany, 

state not legally in foreign commerce; . 

presumption for party once in undisputed poseession 

implied right of firm or company, 

deceptive use regarded, .... 

right of surviving partner, 

right must be exclusive, .... 

benefit of doubt for applicant, when, . 

non-manufacturing association, 

assignment of mark without business, 
registration, ...... 

word and device: — rosebud; Americaa Beauty, 

essential features must be specified, 

are those that actually give character, 
U. S. flag cannot be the etaantial feature, 
enclosing circles not essential feature, 

amendment must not affect period of use, 
nor change orlgloal diselosnre, 
but cancelation of features H allowed, 
declaration cannot be amended, etc., 
facsimile showing article as well as mark, 

name of tribe must be given, not territory, 

use in foreign commerce must be lawful use, 

International Union not teif-ezecatlng, 

must be right to register as well as to use, 

must be associated with goods, 

physical attachment to goods not required, 

not pro forma to permit foreign registration, . 

construction of §18 of act of 1881, . 

not issued to assignee, when, 

fee not returned because of anticipation, . 
interferences, ..... 

question same as If cross-in junctions were sought, 

evidence of earliest use always admitted, 
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Trade-marks, continutd. 

interfefreDces, ccmtinued, 

applicant cannot disregard stated date, 
regfistiant cannot alter stated date of adoption, 

bat can antedate It by evidence, 
equity will prevail on ^nal hearing, 
issoe as to field of appropriation, how broad, 

may be re-formed, how, 
presumption arises from long-established basinets, 

especially against small business, . 
applicant against registrant, beyond reasonable doubt, 
benefit of doubt as to registrable nature, 
fraud, when not considered, 
date of use in foreign commerce not material, 
burden of proof between two applicants, 
registrant under void law of 1870, 
filing date not proof of adoption, 
derivative rights, when Invoked, 
use abroad cannot establish ownership, 

not on plea of treaty rights, 
extent of use to establish ownership, 

Utility, 

Bee Operaiivenen, 

is proper subject of appeal, .... 

of design may count toward patentability, 

of process not shown by operativeness of machine, 

application oath not proof, .... 

enough if any utility whatsoever, 

practical evidence cannot be refused, 

clinical apparatus working on imagination of patient, 

Witiidrawal from issue. 

not to permit procurement of foreign patent, 
not to merely extend time payment final fee, 
not to obtain simultaneous issue of cases, 
not to restore claims, when, 

especially not in renewed case, 
not to broaden claims, when, 

not when claim could be made in another application, 
hardship or irreparable injury must be shown, 
promptness of request may raise equity, 
cancelation of order of withdrawal. 

Witnesses, 

See Testimony, 

to drawings of application, member of firm not competent, 

wife, when not competent, .... 

Words, 

as part of design, ...... 
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